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ROBI NSON, Chi ef Judge
| . | NTRODUCTI ON

In this consolidated action, plaintiffs Scinmed Life
Systens, Inc. (“Scinmed”), Boston Scientific Scinmed, Inc.
(“BSSI”), Boston Scientific Corporation (“BSC’), and Medi nol ,
Ltd. (“Medinol”) allege that defendants Johnson & Johnson
(“J&J)"), Cordis Corporation (“Cordis”), and Johnson & Johnson
I nterventional Systenms, Inc. (“JJIS") wllfully infringe and
i nduce infringement of United States Patent Nos. 5,733,303
(the “* 303 patent”), 5,843,120 (the “*120 patent”), and
5,972,018 (the “*018 patent”) (collectively, the “Medinol
patents”). The court has jurisdiction over this action
pursuant to 28 U.S.C. 88 1331 and 1338(a).

Currently before the court are various notions for
sunmary judgnent.! For the followi ng reasons, the court shall
deny plaintiffs’ nmotion for summary judgnment of l|iteral
infringement of the asserted clains of the ‘303 and ‘018
patents by the BX Velocity stent (D.lI. 152), deny defendants’
nmotion for summary judgnent of non-infringement of clains 13
and 17 of the *120 patent by the Crown and M ni-Crown stents
(D.1. 140), deny defendants’ notion for summary judgnment of

non-infringenment of the asserted clains of the Medinol patents

1Al so pending before the court is defendants’ notion for
| eave to file an anended answer and counterclaim (D.I. 117)
Def endants’ notion is denied as untinely.



by the BX Velocity stent (D.1. 146), grant plaintiffs’ notion
for summary judgment that the asserted clains of the Medinol
patents are not anticipated by United States Patent No.
5,102,417 (the “* 417 patent”) (D.1. 154), deny as noot
plaintiffs’ notion for summary judgnent that the asserted
claims of the Medinol patents are not anticipated by United
States Patent No. 5,449,373 (the “*373 patent”) (D.I. 148),
grant plaintiffs’ notion for summary judgnent that the stent
designs in Figures 13, 14a and 14b of Application Serial No.
08/ 246,320 are not prior art (D.1. 150), and deny defendants’
nmotion for summary judgnent precluding |ost profits damages
for hypothetical United States sales of the NIR stent.? (D.lI
142)
1. BACKGROUND

The Medi nol patents, invented by Henry |Israel and Gregory
Pi nchasi k and assigned to Medinol, claimcertain flexible

expandabl e stents. The Medinol patents share the sane

2Def endants concede that if the court construes the
asserted clainms of the Medinol patents to disclaimthe spiral
or helical connectors of the ‘417 patent, then the ‘417 patent
does not anticipate the Medinol patents. The court has
adopted that construction and, therefore, plaintiffs’ notion
that the 417 patent does not anticipate the asserted cl ains
is granted. Furthernore, defendants have agreed not to assert
the 373 patent as an anticipatory reference, rendering
plaintiffs’ notion that the ‘373 patent does not anticipate
t he asserted clainms noot.



drawi ngs and essentially the same specification, and are
descri bed as continuations of a series of applications
begi nning with Application Serial No. 282,181, filed on July
28, 1994, and continuations-in-part of Application Serial No.
213,272, which was filed on March 17, 1994 and issued as the
‘373 patent. Plaintiffs allege that defendants’ BX Velocity,
Crown, Mni-Crown and Corinthian stents infringe clainms 6, 7,
8, 9, 10, 12 and 13 of the 303 patent, clainms 13 and 17 of
the 120 patent, and clains 35, 39, 47, 60 and 63 of the ‘018
pat ent .

A. The Burmnei ster Application

During May 1994, Scimed engi neers Paul Burneister, Brian
Brown, Charl es Eteneuer and Paul Fordenbacher (“Applicants”)
eval uated the concept of a hybrid stent that would partially
sel f-expand and then fully expand with a balloon. Applicants
filed for a patent on their invention on May 19, 1994 (the
“Burmei ster Application”) that included several pages of
drawi ngs. (D.1. 156, Ex. M Al though Applicants indicated
that they intended to send ei ghteen sheets of draw ngs, the
Patent O fice file reflects that only fifteen sheets were

included. Those fifteen sheets contained Figures 1-10, 11b,



12 and 13, but not Figures 1la, 14a or 14b.3® (ld.) On August
19, 1994, new drawi ngs were submtted that also included
Figures 1l1la, 14a and 14b. (lLd.) On Novenber 28, 1995, the
Patent OFfice issued a Notice of Abandonment for Applicant’s
failure to respond to an April 26, 1995 Ofice Action.* (1d.)
On May 18, 1995, Applicants filed an International PCT
Application based on the Burneister Application, but different
drawi ngs were substituted as Figures 13 and 14. The PCT
Application was first published on November 30, 1995 and
i ssued as European Patent Specification EP 0759730B1 on
February 10, 1999. (D.I. 170, Ex. 49)
I STANDARD OF REVI EW

A court shall grant summary judgnent only if “the
pl eadi ngs, depositions, answers to interrogatories, and
adm ssions on file, together with the affidavits, if any, show
that there is no genuine issue as to any material fact and
that the noving party is entitled to judgnent as a matter of

law.” Fed. R Civ. P. 56(c). The noving party bears the

3Def endants contend that Applicants did include Figures
13, 14a and 14b in their May 19, 1994 subm ssion, and the
Patent Office later m splaced the drawngs. (D.1. 167 at 12)

APlaintiffs contend that no further work was performed on
Figures 13, 14a and 14b prior to the filing date of the
Medi nol patents which, for the purpose of the notion for
sunmary judgnment regarding the Burmeister Application, the
parties agree is July 28, 1994. (D.1. 151 at 4)
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burden of proving that no genuine issue of material fact

exi st s. See Matsushita Elec. Indus. Co. v. Zenith Radio

Corp., 475 U. S. 574, 586 n.10 (1986). *“Facts that could alter
the outcone are ‘material,’ and disputes are ‘genuine if

evi dence exists fromwhich a rational person could concl ude
that the position of the person with the burden of proof on

the disputed issue is correct.” Horowitz v. Fed. Kenper Life

Assurance Co., 57 F.3d 300, 302 n.1 (3d Cir. 1995) (internal

citations omtted). |If the nmoving party has denonstrated an
absence of material fact, the nonnoving party then “nust cone
forward with ‘specific facts showing that there is a genuine

issue for trial.’”” Matsushita, 475 U S. at 587 (quoting Fed.

R. Civ. P. 56(e)). The court will “view the underlying facts
and all reasonable inferences therefromin the |ight nost

favorable to the party opposing the notion.” Pa. Coal Ass'n

v. Babbitt, 63 F.3d 231, 236 (3d Cir. 1995). The nere

exi stence of some evidence in support of the nonnoving party,
however, will not be sufficient for denial of a motion for
sunmary judgnent; there nust be enough evidence to enable a
jury reasonably to find for the nonnmoving party on that issue.

See Anderson v. Liberty Lobby, Inc., 477 U S. 242, 249 (1986).

| f the nonnmoving party fails to nmake a sufficient show ng on

an essential elenment of its case with respect to which it has



t he burden of proof, the noving party is entitled to judgnent

as a matter of | aw. See Celotex Corp. v. Catrett, 477 U.S.

317, 322 (1986).
V. DI SCUSSI ON

A. | nfri ngement by Defendants’ BX Velocity, Crown and
M ni -Crown Stents

A determ nation of infringenent requires a two-step
analysis. “First, the claimnust be properly construed to
determine its scope and neaning. Second, the claimas
properly construed nust be conpared to the accused device or

process.” Carroll Touch, Inc. v. Electro Mech. Sys., lInc., 15

F.3d 1573, 1576 (Fed. Cir. 1993). “In order for a court to
find infringenment, the plaintiff nust show the presence of
every . . . [limtation] or its substantial equivalent in the

accused device.” Wlverine World Wde, Inc. v. Nike, Inc., 38

F.3d 1192, 1199 (Fed. Cir. 1994). The determ nation of
infringement, whether literal or under the doctrine of

equi valents, is a question of fact. See Bai v. L & L Wngs,

Inc., 160 F.3d 1350, 1353 (Fed. Cir. 1998). An infringenment
issue i s properly decided upon summary judgnent when no
reasonable jury could find that every limtation recited in
the properly construed claimeither is or is not found in the
accused device either literally or under the doctrine of

equi valents. See id. A finding of infringenment under the
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doctrine of equivalents nmay be barred, however, if the
patentee attenpts to reclaimsubject matter that it previously

surrendered during prosecution. See Hilgrave Corp. v. MAfee

Assocs. Inc., 224 F.3d 1349, 1355 (Fed. Cir. 2000)
(“[P]rosecution history estoppel bars recapture of subject
matter surrendered during prosecution.”).

The court finds that defendants’ BX Velocity stent does
not literally infringe claim®6 of the ‘303 patent. The
“second end” of the BX Velocity's “first flexible conpensating
menber or flexible |link” does not “conmunicat[e] with” the
“first end” of its “third menber having a |ongitudinal
conponent.” (‘303 patent, claim6(g)) Simlarly, the “first
end” of the BX Velocity’'s “second fl exible conpensati ng nenber
or flexible Iink” does not “conmmunicat[e] with” the “second
end” of its “second nenmber having a | ongitudinal conponent.”
(303 patent, claim6(h)) The ends of these “flexible
conpensating nembers or flexible links” actually
“communi cat[e] with” the structural elenments of other cells.
(303 patent, claimé6(e), (f)) Thus, because clains 7, 8, 9,
10, 12 and 13 ultimtely depend on claim6 of the ‘303 patent,
the court concludes that defendants’ BX Velocity stent does
not literally infringe any of the asserted clains of the *303

patent. Plaintiffs are limted to alleging that the BX



Vel ocity stent infringes those clains only by the doctrine of
equi val ents. >

The court also finds that there is a limted range of
equi val ents on the “flexible conpensating nmenber or flexible
link” limtation of claim6 of the 303 patent. Plaintiffs
surrendered all diagonal, helical or spiral connector nenbers
when they distinguished the ‘417 patent during prosecution.
(D.1. 137, Ex. 9 at 00059-60; D.l. 138, Ex. 3 at 00175-76)
Consistent with the court’s claimconstruction, therefore,
plaintiffs are estopped from arguing that any di agonal,
helical or spiral elenment, i.e., a connector nenmber that
connects adj acent cells, is a “flexible conpensating nenber or
flexible link.” Wth regard to the BX Velocity stent, the
court concludes that there are genuine issues of material fact
as to whether the “N-regions” of the stent infringe the
“flexi ble conpensating menber or flexible link” limtation of
claimé6 literally or by the doctrine of equival ents.

Finally, the court finds that there are genuine issues of
mat erial fact as to whether the BX Velocity, Crown or Mni-

Crown stents infringe the asserted clainms of the ‘120 patent,

SBecause the jury may only find that the BX Velocity stent
infringes the “communicating with” limtation by the doctrine
of equivalents, the court will create a detailed verdict form
separating the limtations of claim®6 into individual
guesti ons.



and whet her the BX Velocity stent infringes the asserted

claims of the ‘018 patent.

B. Figures 13, 14a and 14b of the Burneister
Application as Prior Art

Plaintiffs argue that Figures 13, 14a and 14b of the
Burnmei ster Application are not prior art to the Medinol
patents under 35 U.S.C. § 102(g), which states that an
applicant is not entitled to a patent if

before the applicant’s invention thereof the

invention was made in this country by another who

had not abandoned, suppressed, or concealed it. In

determ ning priority of invention there shall be

consi dered not only the respective dates of

conception and reduction to practice of the

i nvention, but also the reasonable diligence of one

who was first to conceive and last to reduce to

practice, froma time prior to conception by the

ot her.

(Enmphasi s added) Specifically, plaintiffs contend that

al t hough the Burneister Application was arguably abandoned
after the filing date of the Medinol patents, that abandonnent
vitiated the “constructive” reduction to practice created by
the filing of the Burneister Application. Thus, according to

plaintiffs, the Burneister invention was never “made” since it

was never reduced to practice.® See In re Costello, 717 F.2d

1346, 1350 (Fed. Cir. 1983) (“[I]t has |long been settled, and

The parties agree that Figures 13, 14a and 14b of the
Bur mei ster Application were never actually reduced to

practice. (D.I. 185 at 6)



we continue to approve the rule, that an abandoned
application, with which no subsequent application was
copendi ng, cannot be considered a constructive reduction to
practice.”). Defendants cite case law to the contrary, that
an abandonment of an application nmust occur prior to the
filing date of a patent in order to exclude that application

as prior art pursuant to Section 102(g). See Allen v. Brady,

508 F.2d 64, 67 (7th Cir. 1974) (“As we read the | anguage [ of
Section 102(g)], the abandonnent is irrelevant unless it
occurred ‘before the applicant’s invention.” The use of the
pl uperfect tense —*‘had not abandoned’” —plainly refers to an
abandonnent which occurred ‘before the applicant’s
i nvention.’ 7).

Al t hough defendants present a respectabl e argunment based
on statutory interpretation, their position directly

contradi cts one of the fundamental principles of patent |aw —

that prior art be available to the public. See Kinberly-Clark

Corp. v. Johnson & Johnson, 745 F.2d 1437, 1453 (Fed. Cir.

1984) (“That is the real nmeaning of ‘prior art’ in |egal

theory —it is know edge that is avail able, including what

woul d be obvious fromit, at a given tine, to a person of

ordinary skill in an art.”) (enphasis added). See also G aham

v. John Deere Co., 383 U S. 1, 6 (1966) (stating that no
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patent should be granted which withdraws fromthe public
domai n technol ogy al ready publicly available). The Burneister
Application was abandoned and the rel evant draw ngs were never
revealed to the public, nor were they actually reduced to
practice. The only reason the drawi ngs are at issue nowis
because Scined, licensed by Medinol, is a party to this action
and produced the drawings in discovery. |In the absence of a
voluntary publication of the Burneister Application, the

drawi ngs never woul d have surfaced as potential prior art.
Therefore, the court grants plaintiffs’ notion for sunmary
judgnment that the stent designs in Figures 13, 14a and 14b of
the Burnei ster Application are not prior art.’

C. Recovery of Lost Profits on Hypothetical Sales of
the NI R Stent

Def endants have noved to preclude plaintiffs from
presenting any evidence on |ost profits based on sales of the
NI R stent, arguing that plaintiffs should not be permtted to
assert that its NIR stent was properly on the market as a non-
infringing product. Defendants base their argunment on the

jury verdict rendered against plaintiffs and in favor of

‘Mor eover, adopting defendants’ position would |ead to the
“anomal ous” result of potentially depriving plaintiffs of
their rights in the Medinol patents because they devel oped
their inventions too soon, instead of after the abandonnent of
the Burneister Application. See Donald Chisum Chisum on
Patents 8§ 10.08[5] (2001).
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defendants in Cordis Corp. v. Boston Scientific Corp., No. 97-

550-SLR (D. Del. verdict rendered on Dec. 11, 2000) (the *"97-
550 case”).

The court concludes, however, that the jury verdict in
the 97-550 case should not serve as an estoppel in this case.
First, the issues tried in the 97-550 case are not the sane
i ssues that are going to be tried in the case at bar. Second,
the adverse verdict is not a final one; given the possibility
of the verdict being overturned in whole or in part on appeal,
judicial econony suggests trying the case at bar on al
issues. Finally, notions of equity support plaintiffs’
position, that is, plaintiffs should not be precluded from
presenting all issues just because defendants were the first
to get to trial

The court recognizes the conmplexities in these cases, but
concludes that the case at bar should be tried w thout regard
to the jury verdict returned in the 97-550 case. Therefore,
def endants’ notion for summary judgnent precluding | ost
profits damages for hypothetical United States sales of the
NI R stent is denied.

V. CONCLUSI ON
For the reasons stated, the court shall deny plaintiffs’

nmotion for summary judgnent of literal infringement of the

12



asserted clains of the ‘303 and ‘018 patents by the BX

Vel ocity stent, deny defendants’ notion for summary judgment
of non-infringement of claims 13 and 17 of the ‘120 patent by
the Crown and M ni-Crown stents, deny defendants’ notion for
sunmary judgnment of non-infringement of the asserted clains of
t he Medi nol patents by the BX Velocity stent, grant
plaintiffs’ notion for summary judgnent that the asserted
claims of the Medinol patents are not anticipated by the ‘417
patent, deny as mpoot plaintiffs’ notion for summary judgnent
that the asserted clains of the Medinol patents are not
anticipated by the 373 patent, grant plaintiffs’ notion for
sunmary judgnment that the stent designs in Figures 13, 14a and
14b of the Burneister Application are not prior art, deny

def endants’ notion for summary judgnent precluding | ost
profits damages for hypothetical United States sales of the
NI R stent, and deny defendants’ motion for |leave to file an
anended answer and counterclaim An appropriate order shall

i ssue.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF DELAWARE
SCI MED LI FE SYSTEMS, | NC.,
BOSTON SCI ENTI FI C SCI MED, | NC.
BOSTON SCI ENTI FI C CORPORATI ON
and MEDI NOL, LTD.
Plaintiffs,

Gvil Action No. 99-904-SLR
(consol i dat ed)

V.

JOHNSON & JOHNSON, CORDI S
CORPORATI ON and JOHNSON & JOHNSON
| NTERVENTI ONAL SYSTEMS, | NC.,

N N N N N N N N N N N N N

Def endant s.
ORDER

At Wl mngton, this 15th day of August, 2001, consi stent
with the nmenorandum opi nion issued this sanme day;

| T 1S ORDERED t hat :

1. Plaintiffs’ notion for summary judgnment of literal
infringement of the asserted clainms of the ‘303 and ‘018
patents by the BX Velocity stent (D.I. 152) is deni ed.

2. Def endants’ notion for summary judgnent of non-
infringement of clainms 13 and 17 of the ‘120 patent by the
Crown and M ni-Crown stents (D.1. 140) is denied.

3. Def endants’ notion for summary judgnment of non-
infringenment of the asserted clains of the Medinol patents by

the BX Velocity stent (D.1. 146) is denied.



4. Plaintiffs’ notion for summary judgnment that the
asserted clains of the Medinol patents are not anticipated by
the 417 patent (D.1. 154) is granted.

5. Plaintiffs’ notion for summary judgnment that the
asserted clains of the Medinol patents are not anticipated by
the ‘373 patent (D.I. 148) is denied as npoot.

6. Plaintiffs’ notion for summary judgnment that the
stent designs in Figures 13, 14a and 14b of Application Seri al
No. 08/246,320 are not prior art (D.1. 150) is granted.

7. Def endants’ motions for sunmary judgnent precluding
| ost profits damages for hypothetical United States sal es of
the NIR stent (D.1. 142) and for leave to file an anmended

answer and counterclaim (D.l1. 117) are deni ed.

United States District Judge



