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ROBI NSQN, Chi ef Judge
. 1 NTRODUCTI ON

Plaintiff |ICT Pharmaceuticals, Inc. (“ICT")! filed this
action on Novenber 30, 2000 agai nst defendants Boehri nger
| ngel hei m Pharmaceuticals, Inc. (“BIPI"), Boehringer I|Ingelheim
Corporation (“BIC"), Boehringer Ingelheim GrbH (“Bl"),
Boehri nger Ingel heim Pharma, KG (“Bl Pharma”) and Boehri nger
| ngel hei m Austria, GrvbH (“Bl Austria”)? alleging infringenent, or
i nducenent of infringenent, of United States Patent Nos.
4,980, 281; 5,688, 655; and 5,877,007. The court has subject
matter jurisdiction over this action pursuant to 28 U.S.C. 8§
1338. Currently before the court is a notion to dismss for |ack
of personal jurisdiction filed by defendants Bl, Bl Pharnma and B
Austria. (D.I. 7) For the follow ng reasons, the notion to
dism ss is granted.
1. BACKGROUND

The record denonstrates the followi ng facts, essentially
undi sput ed.

A.  The Movi ng Defendants

Bl is a German corporation organi zed and exi sting under the

| aws of the sovereign nation of Germany. Its principal place of

Al t hough plaintiff apparently has changed its corporate
name, the court will refer to it as ICT, consistent with the
briefing on this notion.

2Because | CT does not oppose the dism ssal of the clains
agai nst Bl Austria w thout prejudice, the court will not discuss
this defendant further.



business is in Ingel heimam Rhein, Germany. It is a wholly-owned
subsidiary of C H Boehringer Sohn, a privately-owned Gernman
corporation. (D.lI. 8, Ex. A at {3)

Bl Pharma is a Gernman limted partnership organized and
exi sting under the laws of the sovereign nation of Germany. |Its
princi pal place of business is in Ingel heimam Rhein, Gernany.

It is owmmed by C H Boehringer Sohn and Dr. Karl Thomae, GrbH,
both of which are German corporations. (D.I. 8, Ex. B at {3)

Nei ther Bl nor Bl Pharma is currently (or ever has been)
qual i fied, authorized, or otherw se chartered, registered or
licensed to conduct or transact business in the State of
Del aware. (D.1. 8, Ex. A at 18, Ex. B at f8) Neither defendant
owns or | eases any property (real or personal) in the State of
Del aware. (D.1. 8, Ex. A at Y10, Ex. B at Y10) Bl and Bl Pharnma
do not have any office, telephone, or tel ephone listing in
Del aware; do not maintain any bank accounts in Del aware; have not
pai d taxes or franchise fees in Del aware; have never designated
anyone in Delaware to accept |egal service of process on their
behal f; and have never commenced any | egal action or proceeding
or been naned as defendants in any action in Del aware (except the
instant litigation).

Nei t her Bl nor Bl Pharma has an ownership interest in any of
its codefendants. (D.I. 8, Ex. A at 114-17, Ex. B at 9114-17)
Bot h of the noving defendants have their own boards of directors,
corporat e books, enployees, assets and busi ness operations.

2



(D.1. 8, Ex. A at Y13, Ex. B at 113) The novi ng def endants have
separate financial audits and mai ntain separate bank accounts.
Nei t her of the noving defendants pays the salaries or other
expenses, and is not liable for |osses, of its codefendants.
(D.1. 8 Ex. Aat 718, Ex. B at 18)

B. The Boehringer Ingel heim Corporate Fam |y

The patents at issue relate to cell-based assay research
Plaintiff ICT alleges that defendants discovered the use of the
product Mobic as a COX-2 inhibitor using the accused cell-based
assay research. It is undisputed that the product Mbic has been
approved for sale in the United States as a COX-2 inhibitor.

(D.I. 24, Exs. A, F) There is also evidence of record that Mdbic
is marketed and sol d throughout the United States, including in
Del aware. (D.1. 24, Exs. B, C |ICT acknow edges that the noving
def endants are not directly involved in such sales, but argues
that their indirect involvenment nonetheless is sufficient to
justify the assertion of personal jurisdiction over said

def endant s.

The court has gl eaned the followng facts fromthe record as
to how the marketing and sale of Mbic in Delaware relates to the
novi ng defendants.® The active ingredient for Mbic is
manufactured in a Boehringer Ingelheimfacility in ltaly. It

then is sold to Boehringer Ingel heimInternational, GrbH (“BI

3Unl ess otherwi se noted, the facts recited are culled from
t he deposition of Holger Huels. (D.1. 24, Ex. F)
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International ”), a conpany wth no enpl oyees. Bl Pharma

serving as the contract manufacturer of Mobic on behalf of Bl
International, converts the active ingredient into tablets at its
facilities. The tablets are next shipped to the Roxanne Labs in
Col unbus, Chio, a facility owned by codefendant BIC. Roxanne
Labs, serving as the contract manufacturer for BIPlI, packages the
tablets for sale in the United States. The finished products are
then sold to codefendant BIPI, who ships and invoices the
products to a third party for sale to the public. The product is
copronoted by BIPI and the third party through sal es
representatives enployed by both BIPI and the third party. It is
averred that all of these transactions are conducted through
arns-1ength negotiations. The court notes in this regard,
however, that enployees of Bl represent Bl International and that
the sane individual officer of BIC represents both BIC and BIP
during the course of the various negotiations.

The | ocal managenent of BIPI nade the decision to sell Mbic
in the United States and to establish the sales policy for that
product. BIPlI has a license fromBlI International to sell Mobic
in the United States, as well as to receive technical information
about the |icensed product. Because Bl International has no
enpl oyees, the technical information is provided through Bl. The
board of directors of Bl has been described as coordinating the
wor |l dwi de activities of all the Boehringer |ngel heim corporate
famly. The Bl board operates through nultiple conmttees, e.g.,
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research, devel opnent and nedicine (“RD&V'); operations; sales;
finance; and human resources. The RD&MJ comm ttee, for exanple,
determ nes what research and devel opnent projects should be
pursued and by whom The sales conmttee has an advisory role,
collecting and distributing information. The operations
comm ttee nmakes the decision of what shoul d be produced in what
part of the world. The finance conmttee reviews and approves
each corporation’s budget. (D.I. 24, Ex. C at 64-5) It is
averred that the RD&M committee can nake reconmendations as to
whet her a product can be sold in a particular market, but cannot
prevent |ocal managenent of a Boehringer |ngel heimcorporation
frompursuing a sales policy it has approved.
I11. STANDARD OF REVI EW

Al though plaintiff ICT is entitled to have all reasonable
inferences drawn in its favor, it bears the burden of alleging

facts sufficient to nmake a prima facie show ng of personal

jurisdiction over defendants Bl and Bl Pharma. See Applied

Bi osystens, Inc. v. Cruachem Ltd., 772 F. Supp. 1458, 1462 (D

Del. 1991). To satisfy this burden, plaintiff nust present facts
whi ch “establish with reasonable particularity” that defendants
are anenable to service of process under Fed. R Civ. P. 4(e)(1)
and the Del aware |l ong-armstatute, 10 Del. C. 8§ 3104(c). Joint

Stock Soc’y v. Heublein, Inc., 936 F. Supp. 177, 193 (D. Del.

1996). If service of process can be acconplished, plaintiff nust



further denonstrate that an assertion of jurisdiction would
conport with constitutional notions of due process. See Max

Daetwyler Corp. v. R Meyer, 762 F.2d 290, 293 (3d Cr. 1985).

The Del aware | ong-arm statute provides that personal
jurisdiction is proper over any nonresident who, in person or

t hrough an agent, inter alia:

(1) Transacts any business or perforns any
character of work or service in the State;

(3) Causes tortious injury in the State by
an act or omssion in this State;

(4) Causes tortious injury in the State or
outside of the State by an act or om ssion
outside the State if the person regularly
does or solicits business, engages in any
ot her persistent course of conduct in the
State or derives substantial revenue from
services, or things used or consuned in the
St at e.

10 Del. C. 8 3104(c). The above provisions have been construed
“l'iberally so as to provide jurisdiction to the maxi num ext ent
possible” in order “to provide residents a neans of redress

agai nst those not subject to personal service within the State.”

Boone v. Oy Partek AB, 724 A 2d 1150, 1156-57 (Del. Super. 1997).

I n cases such as the one at bar, involving nonresident

corporations wth no direct contacts with the State, the scope of



the long-arm statute has been anal yzed under the rubric either of
agency theory or stream of comerce theory.*

The court in Wesley-Jessen Corp. v. Pilkington Visioncare,

Inc., 863 F. Supp. 186 (D. Del. 1993), for instance, applied
agency principles in concluding that personal jurisdiction could
be asserted over an English corporation. In its analysis, the
court noted that the donestic and foreign defendants were wholly
owned affiliates of the sane corporation, that the business
strategies and financial statenents of the defendant conpanies
were analyzed as a unit, and that these conpani es presented
thenselves as a unified entity to their enployees and to the

mar ket pl ace. For the purpose of jurisdiction, the court

consi dered the defendants as “two arns of the same business group
intheir attenpt to achieve the commopn goal of selling [contact]
| enses in Delaware and other markets.” 1d. at 189. The court
concl uded that the donestic defendant served as the foreign

defendant’ s agent, thus conferring personal jurisdiction over the

“The court acknow edges that the Del aware Suprenme Court has
not coll apsed the analysis under the Del aware | ong-arm statute
into the constitutional due process analysis, as sone courts have
done. The court further acknow edges that, absent application of
t he above theories, plaintiff cannot satisfy the requisite
contacts under the specific jurisdiction provisions of 10 Del. C
8 3104(c)(1) or (3), because there is no indication of record
that the noving defendants perfornmed any acts in Delaware rel ated
to plaintiff’s clains. Likew se, the statutory requirenents for
general jurisdiction under 8 3104(c)(4) have not been addressed
by the record, as there is no indication that the noving
def endants engaged in sufficient activities in Delaware to
establish a “general presence” during the relevant tine frane.
See Boone, 724 A.2d at 1156.



foreign defendant “as a ‘person’ that transacts business in
Del awar e through an agent.” |d.
The stream of commerce theory has been enbraced by the

courts in Boone, 724 A .2d at 1156, and Wight v. Am Hone Prods.

Corp., 768 A 2d 518, 529 (Del. Super. 2000). “The theory
requires that there be evidence of sone intent or purpose on
behal f of the manufacturer to serve the Del aware nmarket.
Only when the manufacturer’s product enters the forumstate and
injures a consuner therein is it acceptable to exercise
jurisdiction over the manufacturer under this theory.” Boone,
724 A.2d at 1157. I n Boone, the court found that the foreign
manuf acturer had “exhibited an intent and purpose to serve the
Del aware nmarket” by engagi ng an excl usive distributor who
solicited business

fromthe Country as a whole, including

Del aware. The result of this solicitation

according to plaintiff, is that Partek earned

at least $270,000 fromits sales of asbestos

and was shipping up to 50 tons per nonth of

asbestos into this State over the course of

ten years. Thus, not only did Partek

inplicitly solicit business fromDelaware, it

al so derived substantial revenue from

Del aware and engaged in a persistent course

of conduct in this State.

Id. at 1158. See also Wight, 762 A . 2d at 532 (citing “French

def endants’ continuing involvenent in the manufacture,

di stribution, regulation and use of the drugs they licensed the
Anerican entities to manufacture and sell” as denonstrating

pur poseful introduction of their products into United States);

8



Thorn EM N. Am, Inc. v. Mcron Tech., Inc., 821 F. Supp. 272,

274 (D. Del. 1993) (finding that shipnment of products by
distributors into Del aware was part of a general business plan,
directed by nonresident defendant, to solicit business in

Del aware and deliver products to custoners in Del aware,
denonstrating “purposeful availnent of the protections of

Del aware | aw’).

Once the court has concluded that the Del aware | ong-arm
statute confers jurisdiction over a nonresident defendant, the
court nust further analyze whether asserting jurisdiction is
consistent wwth the Due Process C ause of the Constitution. The

United States Suprene Court in Asahi Metal Indus. Co., v. Super.

&. of Cal., Solano County., 480 U.S. 102 (1987), has expl ai ned
t hat

[t] he “substantial connection” . . . between
the defendant and the forum State necessary
for a finding of m ninumcontacts nust cone
about by an action of the defendant
purposefully directed toward the forum St ate.
: The pl acenent of a product into the
stream of commerce, without nore, is not an
act of the defendant purposefully directed
toward the forum State. Additional conduct
of the defendant may indicate an intent or
purpose to serve the market in the forum
State, for exanple, designing the product for
the market in the forum State, advertising in
the forum State, establishing channels for
provi di ng regul ar advice to custonmers in the
forum State, or marketing the product through
a distributor who has agreed to serve as the
sales agent in the forum State. But a

def endant’ s awareness that the stream of
commerce may or will sweep the product into



the forum State does not convert the nere act
of placing the product into the streaminto
an act purposefully directed toward the forum
St at e.

ld. at 112 (citations omtted). |If the court finds the requisite
m ni mum contacts with the forum State, the final determnation is
whet her the assertion of personal jurisdiction is reasonable and
fair, a determ nation that depends on an eval uati on of several
factors.

A court nust consider the burden on the

defendant, the interests of the forum State,

and the plaintiff’s interest in obtaining

relief. It nmust also weigh inits

determ nation “the interstate judicial

systenmis interest in obtaining the nost

efficient resolution of controversies; and

the shared interest of the several States in

furthering fundanmental substantive soci al

policies.” . . . The unique burdens placed

upon one who nmust defend oneself in a foreign

| egal system shoul d have significant weight

i n assessing the reasonabl eness of stretching

the long arm of personal jurisdiction over

nati onal borders.
Id. at 113-114 (citations omtted).
V. DI SCUSSI ON

Plaintiff 1 CT argues that the assertion of personal

jurisdiction over the noving defendants is reasonable and fair
based on the “close relationship between all of the Boehringer
| ngel hei m conpani es,” including Bl and Bl Pharma. (D.1. 24 at 4)
In this regard, ICT highlights the follow ng facts as
establishing the requisite nexus between the noving defendants

and the State of Del awar e:
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e Bl and Pharma are both integral nmenbers of

t he | arger Boehringer |ngel hei mcorporate

famly, which is engaged in the worl dw de

research, devel opnent, manufacture,

mar keti ng, and sal es [of various products],

the coordination of which is the

responsibility of Bl's board of directors;

Bl isthe licensor in fact of numerous

products to defendant [BIPI] for, inter alia,

the marketing and sale of those products

t hroughout the United States;

* Under its license of the various

Boehringer products, [BIPI] is indemified

against any third-party claimfor patent

i nfringenent; and

e [BI] Pharma manufactures the product Mobic

for sale in the United States, including

Del awar e.
(D.1. 24 at 2)(enphasis added) |ICT concludes that, “[t]o the
extent that jurisdiction is proper over BIC and [BIPI] as a
result of sales nade by those conpanies in this Judicial
District, jurisdiction would |ikew se be proper over Bl and [BI]
Pharma because of this close relationship.” (D.1. 24 at 4)

There apparently is no dispute that BIC and BI Pl have

purposefully directed their activities toward Del aware and have
benefitted fromso doing. The only question is whether |CT has
put forward sufficient facts to justify the attribution of these
activities to the foreign affiliates under either agency
principles or the stream of commerce approach. |In support of its

position, ICT in effect is asking the court to | ook behind
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corporate formalities and find licenses “in fact” and contracts
“in fact.” The court declines to do so.

The court recogni zes that the Del aware | ong-arm statute has
been liberally construed in the cases cited above. But in the
cases cited, the conduct of a resident defendant has been
attributed to a nonresident defendant only where there has been
at least a direct connection between the two defendants.® To put
the point differently, in the absence of a direct contact between
t he nonresi dent defendant and the forum State, the courts have at
| east demanded a direct contact between the resident and

nonr esi dent def endants. For instance, in Wsley-Jessen, the

Engl i sh def endant nanufactured the product at issue “pursuant to
a witten contract with” the resident defendant. 863 F. Supp. at
187. I n Boone, the nonresident defendant/foreign manufacturer
directly “engaged” the resident defendant/donestic distributor
and directly benefitted fromsuch distribution. 724 A 2d at
1158. In Wight, the foreign defendants directly |licensed the
Anerican entities. See 768 A 2d at 528. And in Thorn EM, the
nonr esi dent def endant engaged an excl usive sal es representative
and several distributors who solicited business in Del aware.
See 821 F. Supp. at 273.

The case at bar is one step renoved fromthe scenarios

descri bed above. This is not a case where the Boehringer

SThis determ nation is based on the facts as described in
t he vari ous deci sions.
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| ngel hei m corporate famly has sinply divided the business of,
e.g., manufacturing and distributing between i ndependent

corporations, as was the case in Wsley-Jessen. This is a case

where the corporate affiliates do not even have direct |egal
obligations. Wile it my be elevating formover substance, the
court will not lightly set aside corporate fornmalities in order
to hail a foreign corporation into this judicial district. In
t he absence of direct authority supporting ICI’s position, and
w thout facts that warrant the extraordinary remedy of piercing
the corporate veil, the court concludes that Bl and Bl Pharna are
not subject to jurisdiction in Delaware under either 8§ 3104 or
the constitutional notions of due process.
V.  CONCLUSI ON

For the reasons stated, the notion to dismss filed by
defendants BlI, Bl Pharma and Bl Austria is granted. An

appropriate order shall issue.
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF DELAWARE
| CT PHARMACEUTI CALS, | NC.
Plaintiff,

V. Cvil Action No. 00-1002-SLR
BOEHRI NGER | NGELHEI M
PHARMACEUTI CALS, | NC.
BOEHRI NGER | NGELHEI M
CORPORATI ON, BOEHRI NGER

| NGELHEI M GvbH, BOEHRI NGER
| NGELHEI M PHARMA, KG and
BOEHRI NGER | NGELHEI M
AUSTRI A GvBH,

N N N N N N N N N N N N N N N N

Def endant s.
ORDER

At WIimngton this 22nd day of June, 2001, consistent with
t he nmenorandum opi ni on issued this sane day;

| T 1S ORDERED t hat :

1. The notion to dismss filed by defendants Boehri nger
| ngel heim GrbH, Boehringer I|ngel hei m Pharma, KG and Boehri nger
| ngel hei m Austria, GrH (D.1. 7) is granted.

2. Plaintiff’s notion for leave to file a sur-reply brief
(D.1. 39) is denied as noot.

| T I'S FURTHER ORDERED t hat defendants’ notion for
bi furcation is denied, as is their request for conpl ex

certification. (D.lI. 21, 6)

United States District Judge



