IN THE UNI TED STATES DI STRI CT COURT

FOR THE DI STRI CT OF DELAWARE

E.1. DuUPONT de NEMOURS )
AND COVPANY, )
)
Plaintiff, )
)
V. ) Civil Action No. 99-696-SLR
) (consolidated with 99-903- SLR)
SACKS | NDUSTRI AL CORPORATI ON, )
)
Def endant . )
MEMORANDUM CORDER
| NTRODUCTI ON

Currently before the court in this patent case is a notion
for summary judgnment filed by plaintiff E. 1. DuPont de Nenours
and Conpany. Plaintiff has noved for summary judgnment on the
basis that certain clains of defendant Sacks |ndustri al
Corporation’s U S. Patent No. 5,826,390 (the “*390 patent”) are
anticipated by two prior art references.? For the follow ng
reasons, the court shall deny plaintiff’s notion.

1. BACKGROUND

Def endant’ s ‘390 patent, entitled “Building Wall Menbrane,”

clains a vapor perneable fabricated nenbrane for use in an

exterior wall or party wall of a building. Wen attached to the

Plaintiff initiated this action in this District for
declaratory relief that defendant’s ‘390 patent is invalid and
not infringed. Defendant later filed an action against plaintiff
in the United States District Court for the D strict of Col orado,
alleging that plaintiff infringed the ‘390 patent. The
infringenent action was transferred to Del aware, and the two
cases were consolidated. (D.1. 20)



wal |, the menbrane forns vertical passageways that permt the
escape of trapped noisture. Plaintiff argues that clains 1, 2
and 4-11 of the ‘390 patent are invalid because they are
anticipated by two prior art references (“Yoshida” and Sato”).?2
At issue is the |anguage of independent clains 1 and 10 of the
390 patent. Cdaim1 discloses:

1. A vapour perneabl e prefabricated nenbrane for use
in an exterior wall of a building, said nenbrane
conprising a sheet of vapour perneable material and a
plurality of non-collapsible furring spacers

i ncorporated on said sheet such that when abutting a
flat surface in said exterior wall, passageways are
formed between said sheet of material and the surface
whi ch said spacers abut so as to permit a substantially
free flow of noisture in a dowmmwardly direction when in
place in said wall.

Cl aim 10 di scl oses:

10. A vapour perneabl e nenbrane for use in an exterior
wal | of a building, conprising:
a non-col | apsi bl e sheet of vapour perneable
materi al corrugated and adapted for
application to a building wall so that when
abutting a flat surface, passageways are
formed which permt the substantially free
flow of noisture in a downwardly direction
when in place in said wall.

Yoshida is entitled, “Wall Structure,” and di scl oses a sheet
containing plural protruding nenbers that forma ventilation
|ayer with a gap that allows air flowwthin walls. (D.1. 27

Ex. 2) Sato is entitled, “Exterior Wall Panel,” and discl oses an

2Yoshi da and Sato are Japanese patent applications,
publ i shed nore than one year before the application date of the
390 patent, but never exam ned by the Japanese Patent O fice.
Yoshida and Sato were not cited by the United States Patent and
Trademark O fice during its exam nation of the ‘390 patent.
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air pernmeabl e wat erproof sheet that is fixed to the back surface
of a ventilation nenber which has a prescribed spacing and an
exterior wall material fixed toits front surface. (D. 1. 27, Ex.
3) Plaintiff argues that Yoshida and Sato fully disclose a vapor
per meabl e nenbrane that, either by non-coll apsible spacers or by
corrugation of the non-collapsible nmenbrane itself, creates
vertical passageways that allow for the flow of noisture within a
wal | . Defendant contends that none of the claimlimtations are
di scl osed by Yoshida and Sato because they require a water proof
nmenbrane, which is not vapor perneable.® The references also do
not limt their inventions to corrugated nmenbranes or spacers
that are non-collapsible and formvertical passageways.
[11. STANDARD OF REVI EW

A court shall grant summary judgnent only if “the pl eadings,
depositions, answers to interrogatories, and adm ssions on file,
together with the affidavits, if any, show that there is no
genui ne issue as to any material fact and that the noving party
is entitled to judgnent as a matter of law” Fed. R Cv. P.
56(c). The noving party bears the burden of proving that no

genui ne issue of material fact exists. See Matsushita El ec.

I ndus. Co. v. Zenith Radio Corp., 475 U. S. 574, 586 n.10 (1986).

“Facts that could alter the outcone are 'material,' and disputes

are 'genuine' if evidence exists fromwhich a rational person

3The parties disagree on the neaning of the term
“wat erproof” to one of ordinary skill in the art.
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coul d conclude that the position of the person with the burden of

proof on the disputed issue is correct.” Horowitz v. Fed. Kenper

Life Assurance Co., 57 F.3d 300, 302 n.1 (3d Cr. 1995) (internal

citations omtted). |If the noving party has denonstrated an
absence of material fact, the nonnoving party then “nust cone
forward with 'specific facts showing that there is a genuine
issue for trial.'” Matsushita, 475 U S. at 587 (quoting Fed. R
Cv. P. 56(e)). The court will “view the underlying facts and
all reasonable inferences therefromin the |light nost favorable

to the party opposing the notion.” Pa. Coal Ass'n v. Babbitt, 63

F.3d 231, 236 (3d Cir. 1995). The nere existence of sone

evi dence in support of the nonnoving party, however, will not be
sufficient for denial of a notion for summary judgnent; there
must be enough evidence to enable a jury reasonably to find for

t he nonnoving party on that issue. See Anderson v. Liberty

Lobby, Inc., 477 U.S. 242, 249 (1986). |If the nonnoving party

fails to make a sufficient showi ng on an essential elenent of its
case with respect to which it has the burden of proof, the noving

party is entitled to judgnent as a matter of law. See Cel ot ex

Corp. v. Catrett, 477 U S. 317, 322 (1986).

V. DI SCUSSI ON
An invention is anticipated under 35 U.S.C. 8 102(b) if it
"was patented or described in a printed publication in this or a

foreign country . . . nore than one year prior to the date of



application for patent in the United States.” 35 U S.C 8§
102(b). The first step of an anticipation analysis is claim
construction, and the second step involves a conparison of the

construed claimto the prior art. See Helifix Ltd. v. Bl ok-Lok,

Ltd., 208 F.3d 1339, 1346 (Fed. G r. 2000). A question of fact,
anticipation is established if every elenent of a properly
construed claimis present in a single prior art reference. See

d averbel Societe Anonyne v. Northlake Mktg. & Supply, Inc., 45

F.3d 1550, 1554 (Fed. Gr. 1995). See also PPG Indus., Inc. v.

GQuardian Indus. Corp., 75 F.3d 1558, 1566 (Fed. G r. 1996);

Scripps dinic & Research Found. v. Genentech, Inc., 927 F.2d

1565, 1576 (Fed. Cir. 1991). "There nust be no difference

between the clained i nvention and the reference disclosure, as

vi ewed by a person of ordinary skill in the field of the
invention." Scripps, 927 F.2d at 1576. “In determ ning whet her

a patented invention is anticipated, the clains are read in the
context of the patent specification in which they arise and in
which the invention is described. If needed to inpart clarity or
avoi d anmbiguity, the prosecution history and the prior art may

al so be consulted in order to ascertain whether the patentee's
invention is novel or was previously known to the art.”

d averbel, 45 F. 3d at 1554. Thus, the factual inquiry rel evant
to the anticipation analysis is whether a single prior art

reference discloses every elenent of the challenged claimand



enabl es one skilled in the art to nake the anticipatory subject

matter. See, e.q., PPGlndus., 75 F.3d at 1566.

In the case at bar, the court concludes that at this stage
of the proceedings, a finding of invalidity based on anticipation
is premature. The court nust first construe the neanings of
“vapour perneable,” “corrugated” and “non-col |l apsible,” anong
other ternms of the *390 patent, to determne if the Yoshida and
Sato references anticipate its clains. Absent agreenent by the
parties and the consent of the court, claimconstruction is
reserved for the conclusion of discovery and the filing of case
di spositive notions.

V. CONCLUSI ON

Therefore, at WImngton this 19th day of March, 2001,

| T 1S ORDERED that plaintiff’s notion for sunmary j udgnment
of invalidity under 35 U S.C. 8 102(b) is denied, wthout

prejudice to renew consistent with the scheduling order in place.

United States District Judge



