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ROBI NSQN, Chi ef Judge
| . | NTRCDUCTI ON

Plaintiff Monsanto Conpany (“Mnsanto”) filed this action
on Decenber 4, 2000 agai nst defendants Aventis Cropscience SA
and Aventis Cropscience USA LP (collectively, “Aventis”)!?
all eging infringenment of United States Patent Nos. 4,535, 060
and 5,094,945 (the “Conmai patents”). On January 10, 2001,
Monsant o anmended its conplaint to join Cal gene LLC
(“Cal gene”)? as co-plaintiff. Currently before the court are
defendants’ notion to dismss for |ack of standing (D.I. 17),
and plaintiffs’ cross-notion for partial sumrary judgnent that
defendants are not licensed. (D.l1. 26) For the reasons that
follow, the action is stayed pending the outcone of related
pr oceedi ngs.
1. BACKGROUND

A. The Comai Patents

1Def endant s’ predecessor is Rhone-Poul enc Agro S. A
(“RPA”). For convenience, the court wll refer to defendants
and RPA as “Aventis.”

2Cal gene LLC s predecessor is Calgene Inc., which was
acquired by Monsanto in 1996. The follow ng year, Monsanto
created Cal gene LLC fromthe assets of Cal gene Technol ogy
Corporation (the original Calgene Inc.), the new Cal gene Inc.

(the former Calgene Il, Inc.), and two other entities.
Cal gene LLC is a wholly-owned subsidiary of Monsanto, and a
separate, limted liability conpany organi zed and exi sting

under the laws of the State of Delaware. (D.I. 18 at 15) For
conveni ence, the court will refer to both Calgene LLC and its
predecessor, Cal gene Inc., as “Cal gene.”



The Comai patents relate generally to crops that are
genetically engineered to be tolerant to gl yphosate, a
commercial herbicide that kills plants by binding to a
critical plant enzyne called EPSPS.® The specific technol ogy
at issue involves corn made resistant to gl yphosate by the
insertion of foreign DNA. The Comai patents, assigned and
i ssued to Cal gene, were designed to protect the “aroA gene,” a
gene inserted into corn that woul d produce EPSPS but be
resi stant to gl yphosate.

In January 1986, Cal gene and Aventis entered into an
agreenent (the “1986 Partnership Agreenent”) for the joint
devel opnent of gl yphosate-resistant crops. (D.I. 9, Ex. 1)

In 1989, the parties anended the 1986 Partnershi p Agreenent
(the “1989 Anendnent”) to grant Aventis

a royalty-free, worldw de and exclusive |icense

under [the Comai] patents to make, use and sell aroA

corn . . . crops on behalf of the Partnership,

subject to the DeKal b Seed Agreenent.

(ILd. at A20-21) Calgene retained for itself the "co-exclusive
right, without the right to sublicense,” to make and use the

aroA gene in corn for experinental research purposes, and

sufficient rights to neet its obligations under the DeKal b

SEPSPS, or 5-enol pyruvyl shi ki mat e- 3- phosphat e synt het ase,
is required by plants for growh. @ yphosate inhibits EPSPS
and thereby term nates gromh of a plant.
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Seed Agreenent.# (l1d. at A22) The 1989 Anendnent further
st at ed:
It is expressly understood that as the owner of the
patents covering the aroA gene and Cal gene Essenti al
Technol ogy, Cal gene should take the | eadership in
enforcing or defending said patents.
(1Ld. at A28)
B. The 1985 and 1991 DeKal b Agreenents
In February 1985, Cal gene and DeKal b Pl ant Genetics
(“DeKal b”) entered into an agreenent (the “1985 DeKal b
Agreenent”) to devel op and market a commercial gl yphosate-
resistant corn using the aroA gene. In April 1991, Aventis

assuned Cal gene’s responsibilities under the 1985 DeKal b

Agreenent (the “1991 DeKal b Agreenent”).> In recent rel ated

4Cal gene al so agreed to
exert its reasonable best efforts to obtain an
assignnment to [Aventis] of its rights and
responsibilities under its Seed Agreement with
[ DeKal b] for corn crops. [Aventis] wll exercise
its rights and performits obligations under said
Agreenment on behalf of the Partnership.

(ILd. at A23)

The 1991 DeKal b Agreenent states, in pertinent part:
VWHEREAS, CALGENE wi shes to assign to [Aventis], and
[ Aventis] accepts to assunme and be bound by,
CALCENE' s rights and obligations under the Oiginal
Agreenent; and as between [Aventis] and CALGENE

[ Aventis] shall act on behalf of the PARTNERSHI P

1.1 CALCGENE hereby assigns, conveys and sets over to
[ Aventis] all of CALGENE s right, title, interest in
and to the Oiginal Agreenent.

1.2 CALGENE hereby designates to [Aventis] all of
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l[itigation in the Mddle District of North Carolina (the
“North Carolina litigation”),® the court concluded that
DeKal b’s commercial rights under the 1985 and 1991 DeKal b
Agreenents were limted only to Calgene’s bacterial aroA gene.
DeKal b held no rights to a corn-based EPSPS gene devel oped by
Aventis.’” Based on the above Agreenents, however, DeKalb and
Aventis began to share other technology in an effort to
devel op gl yphosate-tol erant corn

Thus, as of 1991, DeKalb held an exclusive |icense only
to the bacterial gene under the Comai patents in corn. Al
other rights under the Conai patents in corn were held by
Cal gene, or by Aventis on behalf of the Cal gene-Aventis
Par t ner shi p.

C. The 1994 Monsanto Litigation

CALCGENE' s duties and obligations arising in
connection with the Oiginal Agreenent; provided,
however, that all grants of |icense made by CALGENE
to [DeKal b] shall remain in full force and effect
directly between CALGENE and [ DeKal b] .

(ILd. at A58-59)

6 Rhone- Poul enc Agro, S.A. v. Monsanto Co. and DEKALB
Genetics Corp., No. 1:97CV01138, slip op. (MD.N C. February
8, 2000), appeals pending, Nos. 00-1218, 00-1350 (Fed. Cr.).

The issue of whether the 1985 and 1991 DeKal b Agreenents
granted to DeKalb a license to Aventis’s double nmutant naize
gene is on appeal to the Federal Crcuit. The doubl e mnmutant
mai ze gene is the accused product in the infringenent action
at bar.



In June 1994, Cal gene and Aventis jointly sued Monsanto
in the District of Delaware for patent infringenent over
Monsant o’ s devel opnent of gl yphosate-tol erant soybeans using a
bacterial EPSPS gene called CP4.8 The parties reached a
settlenment agreenent (the “1994 Settl enent Agreenent”), which
required Monsanto to pay $8 million to Aventis and Cal gene,
who agreed to disnmiss the action with prejudice.® (ld., Ex.
6) As part of the settlenent, Mnsanto was given an
excl usive, worldw de |icense under the Comai patents to al
crops except corn.® (ld. at A92) Wth respect to corn
Cal gene and Aventis had al ready granted DeKal b an excl usive

| icense. Thus, Calgene and Aventis entered into a separate

8Rhone- Poul enc Agrochime S.A. and Cal gene, Inc. V.
Monsant o Co. and Asgrow Seed Co., No. 94-324-RRM (D. Del
1994).

The 1994 Settlenent Agreenent states that “Calgene is the
owner of [the Conmai patents]” and that prior to the execution
of the Agreenent:

Cal gene and [Aventis] possess[ed] exclusive rights

under the [Comai patents] to all crops, except for

corn, and that with respect to corn Cal gene and

[ Aventis] only have granted a |icense to DeKal b.

(Ld. at A90)

19Thi s exclusive |license was subject to Aventis’'s
retention of a non-exclusive |icense under four clains of
United States Patent No. 4,769,061 involving the right to
spray gl yphosate over tolerant dicot plants, and to Cal gene’'s
retention of a non-exclusive |license under the Conai patents
in cotton. (lLd. at A93)



agreenent with DeKalb (the “1994 DeKal b Agreenent”) which

cancel led the parties’ 1985 and 1991 Agreenments and instead

provided a new and different |icense to DeKal b:

(Ld.

3.1 DEKALB is hereby granted a worl d-w de, paid-up,
co-exclusive license under the [Comai] Patents for
the field of use of corn. Upon execution of the

[ 1994 Settl enent Agreenent], DEKALB and Mbnsanto
each shall possess a worl d-w de co-exclusive |license
for corn under the [Comai] Patents and together they
shal | possess a worl d-w de exclusive |icense for
corn under the [Comai] Patents. . . . DEKALB and
Monsant o each shall have the right to grant
subl i censes under the [Comai] Patents for corn

W t hout any further paynent being nmade to the other.

at A66) (enphasis added) Wth the 1994 DeKal b Agreenent

execut ed, Cal gene, Aventis and Monsanto signed the 1994

Settl ement Agreenent, which provides, in pertinent part:

(Ld.

Cal gene and [Aventis] agree to grant and do hereby
grant to Monsanto a fully paid-up, worldw de co-
exclusive license to conduct any activity w thout
restriction under the [Conai] Patents with respect
to corn. It is understood that (1) DeKal b possesses
a worl d-wi de co-exclusive license under the [Conai]
Patents for corn, (2) Cal gene and/or [Aventis] agree
not to grant any further |icenses under the [Conmai]
Patents for corn and (3) DeKal b and Monsant o

t oget her possess a worl d-w de exclusive |license
under the [Comai] Patents for corn

2.2 Monsanto shall have the right to grant
subl i censes under the [Conai] Patents pursuant to
the licenses . . . without any further paynent being
made to Cal gene, [Aventis] or DeKal b.

at A94) (enphasis added) The 1994 Settl enent Agreenent

further provides that Aventis “shall convey title to Cal gene



of any of the [Comai] Patents held in the name of [Aventis]”
and that “Mnsanto shall have the right to bring an action for
enforcenment [of the Comai patents] against an infringer,” but
Cal gene coul d bring such an action if Mpnsanto declined.!!
(ILd. at A97) Finally, it contains an assignability provision
that limts the parties’ right to assign the Agreenent

toits Affiliates or to any of the follow ng: any

Third Party which survives a nerger with a Party or

its Affiliate; any Third Party which acquires

substantially all of the assets of a Party or its

Affiliate; or any Third Party which acquires that

portion of the assets of a Party or its Affiliate

necessary to performthe obligations of a Party or

its Affiliate under this Agreenent.
(ILd. at A100)

D. Monsant o’ s Acqui sition of Cal gene

In 1996, Monsanto acquired Cal gene.'? The 1986 Cal gene-
Aventis Partnership Agreenent provided that if Calgene sold a

“substantial percentage” of itself to an Aventis conpetitor,

Aventis could term nate the Partnership Agreenment and obtain

11Cal gene and Aventis also agree to “indemify and hol d
harm ess Asgrow, Monsanto, and their respective Affiliates,
| i censees, sub-licensees and custoners from any | oss, cost,
l[itability or expense . . . arising fromany claimor clains
DeKal b may nmake asserting infringenment of or other rights
under the [Comai] Patents.” (ld. at A96)

2The details of this conplicated transaction are
described in D.1. 9, Exs. 11-13.



an exclusive license to all of the partnership technol ogy. 13
Thus, on June 3, 1997, in accordance with the 1986 Partnership
Agreenent, Aventis declared its partnership with Cal gene
termnated. (ld. at Al105) Calgene accepted the term nation
on Septenber 22, 1997, and granted Aventis an excl usive

license to all partnership technol ogy subject to the rights

3The Partnershi p Agreenent provided that Aventis or
Cal gene have the right to declare the partnership term nated
or dissolved if Calgene sells a “substantial percentage” of
its shares to an “[Aventis] conpetitor.” (ld. at Al2) |If
this occurs, then:

CALCGENE shall grant to [Aventis] a royalty-free,

exclusive, worldw de |icense under all industrial
property rights under the partnership and avail abl e
to the partnership. . . . Such a |icense shal

i nclude, but not be limted to, the grant to
[ Aventis] of a royalty-free, worldw de |icense and
right to sublicense, the making, using and selling
of cell lines, nodified genes, constructs,
transforned plants, and seeds (consistent with Seed
Agreenents) that: (i) carry a gene of resistance to
shi ki mate herbicides; or (ii) are resistant to
her bi ci dal properties of conpounds acting on the
shi ki mate pathway; or (iii) are resistant to
her bi ci dal properties of conpounds disclosed in
[ several of Aventis’'s French patent applications].
(ILd. at Al4)
The Partnership Agreenent identified “industrial property
right” as
any invention within the scope and purpose
(it ncluding, but not limted to, normal industrial
patents, utility patents, plant variety protection
and/ or plant patents) conceived or made while the
partnership is in effect and arising directly out of
work carried out pursuant to said partnership.
(Ld. at A5)



previously granted to Monsanto in the 1994 Settl enent
Agreenent . (1d. at A106)

E. The North Carolina Litigation

In 1996, DeKal b and Monsanto agreed to develop a
commerci al gl yphosate tol erant corn, introduced into the
mar ket the follow ng year as Roundup Ready® corn. In Cctober
1997, Aventis sued DeKal b and Monsanto in the Mddle District
of North Carolina over Roundup Ready® corn, which Aventis

clai med was based on its corn-based EPSPS gene m sappropri ated

by DeKal b. Aventis sought to, inter alia: (1) rescind the

14The Term nation Agreenment provides, in pertinent part:
In accordance with Article 13, Section B of the
Part nershi p Agreenent, Cal gene hereby grants
[ Aventis], as of June 3rd, 1997, a royalty-free,
excl usive worl dwi de |icense under all industrial
rights under the partnership. As used herein
i ndustrial rights includes any rights devel oped
under the Partnership Agreenent, the Septenber 30,
1989 Amendnent to such Partnership Agreenent and the
Cctober 1, 1989 O her Crops Agreenment, and in
particul ar includes the genetic sequences set forth
in Exhibit A hereto and nade a part hereof. The
rights transferred under this license include a
certain non-exclusive |icense retai ned by Cal gene
under the Patents and limted to cotton, as provided
under the Decenber 1994 Settl enent Agreenent anong
Monsant o, Asgrow, [Aventis], and Cal gene. :
The exclusive rights granted hereunder to
[ Aventis] are transferable, assignable and capable
of being sublicensed. [Aventis] accepts that the
I icense granted hereunder is subject to certain
rights previously granted to Monsant o Conpany.
(ILd. at A108)
“Exhibit A’ includes both the bacterial and corn EPSPS
genes. (ld. at A109)



1994 DeKal b Agreenent because of DeKal b’s conceal nent and
fraud; and (2) enjoin Monsanto and DeKal b from comercial i zi ng
Roundup Ready® corn because the rescission of the |license
termnated their rights under certain patents. (ld. at Al121-
126)

The case went to trial in April 1999. A federal jury
found that DeKal b had defrauded Aventis into entering the 1994
DeKal b Agreenent and awarded Aventis unjust enrichnment and
punitive damages. Later, another jury found that Roundup
Ready® corn infringed an Aventis patent, and that DeKalb
m sappropriated Aventis’'s trade secrets. On February 8, 2000,
the North Carolina court affirmed the jury verdicts, rescinded
the 1994 DeKal b Agreenent, and enjoined DeKalb from further
patent infringenent. (ld., Ex. 10) Final judgnent was
entered on April 19, 2000, and is currently on appeal to the
Federal Circuit. (ld., Ex. 9) Although the court dism ssed
Monsanto fromthe North Carolina litigation on grounds not
rel evant to the present action, Minsanto has agreed to be
bound and is bound by the final judgnment entered agai nst
DeKal b.

In rescinding the 1994 DeKal b Agreenent, the North
Carolina court held that DeKalb and Aventis were “returned to

their respective positions prior to the signing of the 1994
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Agreenment.” (ld. at A149) In other words, the North Carolina
court reinstated the 1985 and 1991 DeKal b Agreenents. Thus,
DeKal b was left with an exclusive license to only the
bacterial aroA gene under the Comai patents in corn. The 1994
Settlement Agreenment was not altered by the North Carolina
[itigation.
[ STANDARD COF REVI EW

Standing in a patent infringenent case is derived from
the Patent Act, which provides that “[a] patentee shall have
remedy by civil action for infringenment of his patent.” 35
US C 8§ 281 (1994). *“The question of standing to sue is a

jurisdictional one.” Rite-Hte Corp. v. Kelley Co., 56 F.3d

1538, 1551 (Fed. Cr. 1995). Standing is a “threshold issue
in every federal case, determ ning the power of the court to

entertain the suit.” Warth v. Seldin, 422 U S. 490, 498

(1975). Federal courts are under an independent obligation to
exam ne their own jurisdiction, and standing “is perhaps the

nmost inportant of [the jurisdictional] doctrines.” FWPBS

Inc. v. Cty of Dallas, 493 U S. 215, 231 (1990).
It is well settled that standing cannot be “inferred
argunentatively fromavernents in the pleadings,” Gace v.

Am Cent. Ins. Co., 109 U S 278, 284 (1883), but rather *nust

affirmatively appear in the record,” Mnsfield, C &L.MR
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Co. v. Swan, 111 U. S. 379, 382 (1884). Additionally, the

party who seeks the exercise of jurisdiction in its favor has
the burden of clearly alleging facts denonstrating that it is
a proper party to invoke judicial resolution of the dispute.
Id. In the present case, the court nust determ ne whether
there is affirmati ve evidence in the record indicating that
Monsant o and Cal gene have standing to sue Aventis for patent
i nfringenent.
V. DI SCUSSI ON

Only a “patentee” can bring an action for patent

infringement. 35 U S.C 8§ 281 (1994); Textile Prods., Inc. v.

Mead Corp., 134 F.3d 1481, 1483 (Fed. Gr. 1998). The term
“patentee” conprises “not only the patentee to whomthe patent
was issued but also the successors in title to the patentee.”
35 U S.C 8 100(d). An exclusive |licensee may bring suit in
its own nane if the exclusive licensee holds “all substanti al

rights” in the patent. Textile Prods., 134 F.3d at 1484;

Vaupel Textil maschi nen KG v. Meccanica Euro Italia S.P. A., 944

F.2d 870, 875 (Fed. Cr. 1991). *“A grant of all substantia
rights in a patent anounts to an assignnment —that is, a
transfer of title in the patent —which confers constitutional

standi ng on the assignee to sue another for patent

infringenment inits ow nanme.” |Intellectual Prop. Dev., Inc.
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v. TA Cablevision of Cal., Inc., 2001 W. 474297, at *9 (May

7, 2001) (citations omtted). “An exclusive |licensee that
does not have all substantial rights has standing to sue third
parties only as a co-plaintiff with the patentee.” Textile
Prods., 134 F.3d at 1484. “Wthout the patentee as plaintiff,
the renedies provided in the patent statute are unavail abl e
except in extraordinary circunstances ‘as where the patentee

is the infringer, and cannot sue hinself.’” Otho Pharm

Corp. v. Cenetics Inst., Inc., 52 F.3d 1026, 1030 (Fed. G

1995) (quoting Waterman v. Mackenzie, 138 U. S. 252, 255

(1891)).

Conversely, a nonexclusive |icense or “bare” |icense
—a covenant by the patent owner not to sue the

I icensee for making, using, or selling the patented
i nvention and under which the patent owner reserves
the right to grant simlar licenses to other
entities —confers no constitutional standing on the
i censee under the Patent Act to bring suit or even
to join a suit with patentee because a nonexcl usive
(or “bare”) licensee suffers no legal injury from
infringenment. . . . An exclusive |licensee receives
nore substantial rights in a patent than a

nonexcl usive |licensee, but receives fewer rights

t han an assignee of all substantial patent rights.

Intellectual Prop. Dev., 2001 W. 474297, at *9 (citations

omtted).
To determ ne whether an agreenent transfers all or fewer
than all substantial patent rights, a court nust ascertain the

intention of the parties and exam ne the substance of what was
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granted by the licensing agreenent. Vaupel, 944 F.2d at 874.
The party asserting that it has all substantial rights in the
patent “nust produce . . . witten instrunment[s] docunenting

the transfer of proprietary rights.” Speedplay, Inc. v.

Bebop, Inc., 211 F.3d 1245, 1250 (Fed. Cr. 2000). *“The title

of the agreenent at issue, which uses the term‘license’

rather than the term *assignnent,’ is not determ native of the
nature of the rights transferred under the agreenent; actual
consideration of the rights transferred is the |inchpin of

such a determnation.” Intellectual Prop. Dev., 2001 W

474297, at *7 (citing Speedplay, 211 F.3d at 1250).

In the case at bar, the question of standing —whether
plaintiffs hold “all substantial rights” in the patents at
i ssue —can only be determ ned by tracking said patent rights
t hrough the conpl ex series of business transactions descri bed
above. To do so is a daunting task in itself. \Were, as
here, the business transactions are still subject to
interpretation in other judicial and arbitral proceedings, the
task beconmes nugatory and a waste of judicial resources. To
put the point differently, when the parties thenselves are
seeki ng gui dance from other sources as to their respective
rights to the patents based on their business agreenents,

there sinply is no principled way for this court, at this
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juncture, to resolve the issue of standing wth any finality.
Therefore, the case shall be stayed pending the outcone of the
Federal Circuit appeal and the arbitration proceeding.
V. CONCLUSI ON

For the reasons stated, the action is stayed pending the

out cone of related proceedings. An appropriate order shal

i ssue.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF DELAWARE

MONSANTO COVPANY and
CALGENE LLC,

Plaintiffs,
V. Cvil Action No. 00-1013-SLR

AVENTI S CROPSCI ENCE SA, and
AVENTI S CROPSCI ENCE USA LP,

Def endant s.

N N N N N N N N N N N

ORDER
At WIlmngton, this 16th day of My, 2001;
| T IS ORDERED t hat the above case is stayed. All pending
nmotions are denied w thout prejudice to renew upon resol ution

of the pending arbitration and Federal G rcuit appeal.

United States District Judge



