IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF DELAWARE

CYPRESS SEMICONDUCTOR
CORPORATION and INTERNATIONAL
MICROCIRCUITS, INC.,

Plaintiffs,
C.A. No. 01-199 SILR

V.

INTEGRATED CIRCUIT SYSTEMS, INC.,

—_— e e

Defendant.

MEMORANDUM ORDER
I. INTRODUCTION

On March 28, 2001, plaintiff Cypress Semiconductor, Inc.

(“Cypress”) filed this patent action against defendant Integrated

Circuit Systems, Inc., (“ICS”) alleging infringement of United
States Patent Nos. 5,877,656 (“'656"), 5,949,261" (“'261") and
5,656,959 (“'959"). (D.I. 2, 5) On April 12, 2001, Cypress

amended the complaint naming the owner of patent ‘959,
International Microcircuits, Inc. (“IMI”), as a plaintiff. (D.I.
5) On May 3, 2001, ICS filed an answer and counterclaim seeking
a declaratory judgment that the claims in Cypress’ patents are
invalid. (D.I. 7)

Presently before the court is ICS’ motion to transfer the

'Litigation of claims regarding this patent are stayed
pending the final determination of an investigation by the United
States International Trade Commission. (D.I. 41)
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case from this district to the United States District Court for
the Northern District of California, San Francisco Division,
pursuant to 28 U.S.C. § 1404(a). (D.I.1l6) For the reasons that
follow, the motion will be denied.

IT. BACKGROUND

The technology in issue is electronic components referred to
as clock generators. Clock generators are used in computers to
generate timing signals needed by microprocessors and other
elements of the computer to function. (D.I. 17)

Cypress is a Delaware corporation headquartered in San Jose,
California. Cypress designs the clock products constituting the
patents-in-suit in Woodinville, Washington and Bangalore, India.
These products are manufactured in Round Rock, Texas; Cavite,
Philippines; Taiwan and Singapore. (D.I. 20) The clock products
are sold in the national and international market. Cypress has a
sales representative in Pennsylvania who services the Delaware
market. Cypress also has sales representatives throughout the
world.

IMI is a Delaware corporation with its principal place of
business in Milpitas, California. (D.I.21, 23) IMI is a wholly
owned subsidiary of Cypress and has offices in Istanbul, Turkey,
and Tokyo, Japan. IMI is a fabless semiconductor company that
out sources fabrication of its semiconductor designs to leading

wafer manufacturers throughout the world. IMI designs the clock



products embodying the patents-in-suit in Milpitas, California.
IMI has sales representatives in Texas, Wisconsin, Illinois,
Georgia, North Carolina, Canada, Germany, Israel, Singapore,
Korea, Hong Kong, Taiwan and Japan. (D.I. 21) IMI distributes
its clock products throughout the United States and the world.
ICS is a Pennsylvania corporation with its major technical
facility and principal place of business in San Jose, in the
Northern District of California, and other smaller offices in
Texas, Arizona, Taiwan and Singapore. (D.I. 18) ICS is engaged
in the design and sale of certain clock generator products. The
San Jose facility houses most of the documentation related to
ICS’ clock generator product design, and is where most of its
employees work. ICS? has neither facilities nor employees located
in Delaware. ICS’ CEO and CFO live in Pennsylvania and work in
the Norristown headquarters. (D.I. 18)
ITT. DISCUSSION
Title 28, Section §1404 (a) provides:

For the convenience of parties

and witnesses, in the interest

of justice, a district court may

transfer any civil action to any

other district or division where
it might have been brought.

Congress intended through § 1404 to place discretion in the

ICS does have an intellectual property holding company that
is a Delaware corporation, but it does not engage in business
related to the subject matter of the litigation. (D.I. 18)
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district court to adjudicate motions to transfer according to an
individualized, case-by-case consideration of convenience and the

interests of justice. Stewart Org., Inc. v. Ricoh Corp., 487

U.S. 22, 29 (1988); Affymetrix, Inc. v. Synteni, Inc., 28 F.

Supp. 2d 192, 208 (D. Del. 1998).

The burden of establishing the need to transfer rests with
the movant “to establish that the balance of convenience of the
parties and witnesses strongly favors the defendants.” Bergman
v. Brainin, 512 F. Supp. 972, 973 (D. Del. 1981) (citing Shutte

v. Armco Steel Corp., 431 F. 2d 22, 25 (3d Cir. 1970), cert.

denied, 401 U.S. 910 (1971). *“Unless the balance is strongly in
favor of a transfer, the plaintiff’s choice of forum should

prevail”. ADE Corp. v. KLA-Tencor Corp., 138 F. Supp. 2d 565,

567 (D.Del. 2001); Shutte, 431 F.2d at 25.
The deference afforded plaintiff’s choice of forum will
apply as long as a plaintiff has selected the forum for some

legitimate reason. C.R Bard, Inc. v. Guidant Corp., 997 F.Supp.

556, 562 (D.Del. 1998); Siemens Medical Systems, Inc. v. Fonar

Corporation, C.A. No, 95-261- SLR, slip. op. at 8 (D. Del. Nov.

1, 1995). Although transfer of an action is usually considered
as less convenient to a plaintiff if the plaintiff has not chosen
its “‘home turf’ or a forum where the alleged wrongful activity
occurred, the plaintiff’s choice of forum is still of paramount

consideration, and the burden remains at all times on the



defendants to show that the balance of convenience and the

interests of justice weigh strongly in favor of transfer.” In re
M.L.-Lee Acquisition Fund IT, L.P., 816 F. Supp. 973, 976 (D.
Del. 1993).

The Third Circuit Court of Appeals has indicated the

analysis for transfer is very broad. Jumara v. Statre Farm Ins.

Co., 55 F. 3d 873, 879 (3d Cir. 1995). Although emphasizing that
“there is no definitive formula or list of factors to consider,”
id., the court has identified potential factors it characterized
as either private or public interest. The private interests
include: (1) plaintiff’s forum preference as manifested in the
original choice; (2) defendant’s preference; (3) whether the
claim arose elsewhere; (4) the convenience of the parties as
indicated by their relative physical and financial condition; (5)
the convenience of the witnesses-but only to the extent that the
witnesses may actually be unavailable for trial in one of the
fora; and (6) location of books and records (similarly limited to
the extent that the files could not be produced in the
alternative forum).” Id. (citations omitted).

The public interests include: (1) the enforceability of the
judgment; (2) practical considerations that could make the trial
easy, expeditious or inexpensive; (3) the relative administrative
difficulty in the two fora resulting from court congestion; (4)

the local interest in deciding local controversies at home; (5)



the public policies of the fora; and (6) the familiarity of the

trial judge with the applicable state law in diversity cases.”

Id.

Iv.

ANALYSIS

(citations omitted) .

The parties do not dispute that this action could have been

initiated in the Northern District of California, San Francisco

Division.

Rather,

they disagree whether the balance of

conveniences and interests of justice compel transfer.

A.

Convenience to the Parties

ICS argues a change of venue is warranted because it would

be “significantly more convenient for all concerned” to transfer

to California.

(D.I.

(D.I. 17) According to ICS:

Each of the parties is headquartered
and/or maintains its principal place

of business in Northern California in

the San Francisco Bay Area, no more

than 20-30 miles from any of the Northern
District of California Courthouses...

most 1f not all of the relevant activities
that are the subject of the litigation

are centered in the Northern District of
California...In IMI's case, essentially,
all of its activities relating to the subject
of the litigation, including the design,
marketing and sale of clock generator
products, are conducted out of its main
facility in the Northern District of
California...and it appears Cypress’
marketing and sales activities relating

to these products is centered in its
principal facilities in the Northern
District of California.

17 at 8-9)

ICS further asserts that the discovery process

would be facilitated as court supervision could be arranged more
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expeditiously.
Cypress counters that ICI’'s arguments are muted by modern
technology. The court agrees. Convenience of the parties is a

somewhat archaic notion in the world today. Wesley-Jessen Corp.

v. Pilkington Visioncare, Inc., 157 F.R.D. 215, 218 (D. Del.

1993) Advances in technology have significantly lessened the
burden of litigating in a distant district. “These technologies
have shortened the time it takes to transfer information, reduced
the bulk or size of documents or things on which information is
recorded. . .and have lowered the cost of moving that information
from one place to another.” Id. at 218.

ICS focuses on how much more convenient California would be
instead of establishing any special inconvenience by litigating
in Delaware. (D.I. 18 at 2) ICS, however, must establish that
litigating in Delaware would pose a “unique or unusual burden” on
their operations. Id. ICS has not identified any particular
piece of evidence or document that would be especially difficult

to transport to Delaware. Compare ADE Corp. v. KLA-Tencor Corp.,

138 F. Supp. 2d 565, 573 (D.Del. 2001) (movant argued transfer
necessary for court to examine large machines).

Relatedly, another aspect of convenience to the parties
proffered by ICS is the unfair expense caused by litigating here.
Specifically, ICS identifies the following expenses: (1) travel

costs as well as accommodation expenses associated with bringing



officers, crucial employees, witnesses and experts; (2) costs
associated with the absence of employees, witnesses, and experts;
and (3) costs incurred by storing numerous documents. These
expenses would be absent if the action were in California.

The undisputed record reflects that all the parties are
national corporations with millions of dollars in annual
revenue.’ Likewise, both plaintiff and defendant are
corporations that operate on a national or worldwide scale. 1In
view of this status, convenience based on expense is uncompelling
especially when the practical realities are that discovery will
likely take place in California regardless of the trial venue.

B. Convenience of Witnesses

According to ICS, “no pertinent witnesses reside in the
State of Delaware” and “no pertinent witnesses even reside on the
East Coast.” (D.I. 17 at 12) Consequently, all of these
employees, officers, experts would have to travel to Delaware for
trial, thereby resulting in substantial expense for accommodation
and travel. Absent from ICS’ argument is any identifiable
obstacle in obtaining personal jurisdiction over a third party

witness. For the reasons stated above, the court finds this

* According to ICS, Cypress’ annual sales revenues for

year-end December 31, 2000 were $1,287,787,000, yielding net
income of $277,308,000. (D.I. 19) Cypress indicates that ICS
generated net revenue of $165,521,000 in fiscal year 2000. (D.I.
22) IMI's net income from April 1999 though March 2000 was
$3,068,000. (D.I. 19, Ex. I)



argument likewise unpersuasive.

C. Other Litigation

ICS submits pending patent litigation in the Northern
District of California warrants transfer. Specifically, ICS sued
Cypress for patent infringement on ICS’ patent 5,036,216 (“‘'21le")
in the Northern District of California, San Francisco Division on
April 3, 2001. (D.I. 17) ICS asserts the patents in the
Delaware action and the patent-in-suit in California involve the
same technology. Consequently, the same witnesses would likely
be called to trial.

In response, Cypress* concedes both the Delaware and
California suits concern the same general area of technology, but
argues that is where the similarity ends. There are different
parties and different patents. The court finds that the
California litigation does not warrant transfer.

D. Access to Proof

With respect to access to proof, ICS argues transfer is
appropriate because documents and witnesses are located in
California. Cypress contends this is irrelevant.

The location of documents, in the
context of access to proof, in
a document-intensive case such

as this can be misleading. No
matter where the trial is held

‘Cypress also has another case pending regarding the ‘959
patent in this court, Cypress Semiconductor Corp. v. Philips
Semiconductor, Inc., C.A. No. 01-178-SLR.
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[defendants’] .. .counsel and
[plaintiffs’]...counsel will be
required to travel to [various
places] to select and produce the
requested discovery. Regardless

of where the trial is held, the
documents will be copied and mailed
to the offices of counsel and
subsequently transported to trial.

Critikon, Inc. v. Becton Dickinson Vascular Access, Inc., 821 F.

Supp. 962, 966-67 (D. Del. 1993) For the reasons outlined in
Critikon, the court finds that ICS has not established that this
factor compels the transfer of this action.

E. Public Interests

ICS asserts that public interests weigh in favor of a
transfer. The crux of this argument is a statistical comparison
of the civil dockets for the districts of Delaware and
California. According to the Administrative Office of the
Courts:

For the twelve month period [which]
ended September 30, 2000...there is
only a 15 day difference in the median
time from filing to trial, 25.5 months
in the Northern District of California
compared with 25 months in Delaware.
While the District of Delaware has
fewer cases pending [1,420 compared
5,373], it also experienced a 32%
increase in the number of cases
pending in 1999, from 1,075 cases in
the year 1999 to 1,420 cases in the
year 2000. In the District of
California, there are 14 judges and

12 magistrate judges compared with 4
judges and 1 magistrate judge in
Delaware.
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According to ICS, transfer will save judicial
resources. Cypress asserts these arguments are essentially
irrelevant as plaintiff’s choice of forum is the paramount
consideration. This action was brought in Delaware because
Cypress is incorporated in Delaware and sells products protected
by the patents-in-suit in Delaware. ICS is a nearby resident of
Pennsylvania and sells products that allegedly infringe the
patents in Delaware. Both are national corporations that
generate millions of dollars in sales in the national and
international marketplace. Further, Cypress filed in Delaware
because the court is noted for its efficient docket and its
expertise in complex civil litigation.

No matter where this action is adjudicated, a judge will
have to learn the technology. Absent a more compelling
statistical disparity between districts, this court finds
transfer is inappropriate.

V. CONCLUSION

For the reasons stated, at Wilmington, this 28th day of
November, 2001;

IT IS ORDERED that defendant ICS’ motion to transfer is

denied. (D.I. 16)

United States District Judge
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