IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

CORIXA CORPORATION,
aDéeaware corporation, et d.,

Rantiffs,
V. C.A. No. 01-615 GMS
IDEC PHARMACEUTICALS
CORPORATION, a Delaware
corporation,

Defendant.
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MEMORANDUM AND ORDER

INTRODUCTION

On September 10, 2001, IDEC Pharmaceutical Corporation (“IDEC”) filed a complaint in the
Southern Didrict of Cdifornia againg Coulter Pharmaceutica Inc. (“Coulter™), Corixa Corporation
(“Corixa’), and the Regents of the University of Michigan (“Michigan”). Initscomplaint, IDEC seeksa
declaratory judgment of non-infringement and/or invaidity of five patents. On September 11, 2001, the
Oncologic Drugs Advisory Committee (“ODAC”) indicated that it would recommend a limited FDA
approval of IDEC’ sdrug Zevdin. On September 12, 2001, at approximately 8:33 A.M. PST, IDECfiled
afirg amended complaint which included a sixth patent.

On September 12, 2001, at 12:07 P.M. EST, Corixa, Coulter, and GlaxoSmithKline (GSK)
(collectively “Corixd’) filed the above-captioned action against IDEC.! Corixa dleges that IDEC is

infringing U.S. Patent Nos. 6,015,542, (“the ' 542 patent” ), 6,090,365 (“the * 365 patent” ), and 5,595,721

10On September 28, 2001, Michigan was added as a plaintiff in this action.



(“the‘ 721 patent”). These patents are three of the patentsinvolved in the Cdifornia declaratory judgment
action.

Presently before the court isIDEC’ smotionto stay the proceedings, or dternatively, to dismiss or
transfer this action to the Southern Digtrict of California? For the reasons that follow, the court will grant
IDEC’ s mation to transfer.

. BACKGROUND

IDEC isa Deaware corporation with its sole place of businessin the San Diego area. Coulter is
a Delaware corporation with its principle place of business in the San Francisco Bay area. Corixaisa
Delaware corporationbased in Seattle, Washington. GSK isaPennsylvaniacorporation withitsprinciple
place of busnessin Philaddphia, Pennsylvania The Universty of Michiganisacongtitutional corporation
of the State of Michigan, located in Ann Arbor, Michigan.

The patents at issue involve technology for the treatment of lymphoma using targeted
radioimmuncthergpy. Coulter and Michigan are co-owners of the ‘542, * 365, and * 721 patents. Corixa
and GSK arethe licensees of these patents. Both IDEC and Corixa are currently seeking FDA approval
for a commercid embodiment of ther respective inventions for the trestment of lymphoma usng
radioimmunotherapy.

With these facts in mind, the court will now turn to the motion presently beforeit.

1. DISCUSSION

2| DEC sought to stay the proceedings pending a ruling from the California court on amotion to
dismiss. On January 30, 2002, the Cdlifornia court denied the motion to dismiss. IDEC's current
motion to stay is therefore moot.



A The“First-Filed” Rule

Wheretwo patent lawsuitsinvolving the same dams are filed in different jurisdictions, the Federal
Circuit requiresthat the firg-filed action be given preferenceabsent special circumstances. See Genentech
v. Eli Lilly & Co., 998 F.2d 931, 937 (Fed. Cir. 1993). The fird-filed doctrine also serves to prevent
a multipliaty of actions and to achieve resolution in asingle lawvsuit of dl disputes arisng from common
matters. See id. at 937. This doctrine applies equally well where the firg-filed action is one for a
declaratory judgment. See id. at 938 (noting that, where the declaratory action can resolve the various
issues, a firg-filed declaratory action is entitled to precedence as againg alater-filed patent infringement
action.)

Applying the firg-filed rule, IDEC argues that the present case should be transferred to the
SouthernDidrrict of Cdifornia. Notwithstanding that the cases at issue are “mirror image’ caseswherethe
court isasked to congrue the same patents, Corixa argues that the firg-filed rule is ingpplicable to the
present Stuation.

Corixafirg arguesthat GSK hasnot beenjoined in the Cdifornialitigation. The record beforethe
court indicates that GSK is Coulter's licensee. It is unclear whether GSK is an exclusve licensee.
However, even were the court to accept Corixa s argument that GSK is an exclusve licensee, that done
does not indicate that GSK is a necessary party to thislitigation. Corixa concedesthat GSK isalicensee
with fewer than dl subgtantid rights. As such, GSK, while likely a proper party to the Cdifornialawsuit,
IS not a necessary party. See Intellectual Property Development, Inc. v. TCI Cablevision of
California, Inc., 248 F.3d 1333, 1348 (Fed. Cir. 2001) (holding that an exclusive licensee possessing

fewer thandl substantia rights may not sue in its own name without joinder of the patent owner.) Findly,



to the extent that the parties believe that GSK is a necessary party, GSK may request permission to join
the Cdifornialitigation.®

Corixa next argues that the firg-filed rule isingpplicable to the present Stuation because IDEC
improperly “raced to the courthouse” inorder to fileitsmotionin Cdifornia. In support of this contention,
Corixa points out that its right to file an infringement suit againgt IDEC did not ripen until after ODAC
recommended that the FDA approve Zevdin. However, before ODAC publicly recommended approva,
but after IDEC had reason to believe they would do so, IDEC “raced” to file its declaratory judgment
action.

The court acknowledges that IDEC’s filing seems providentid snce ODAC' s recommendation
became public the day after IDEC filed its suit. InitsNovember 6, 2001 Order, however, the Cdifornia
court specificaly found that IDEC possessed a reasonabl e apprehension of suit whenit filed itsdecl aratory
judgment action. The Cdiforniacourt continued by stating thet, “ an actua controversy existed when IDEC
filed the complaint under consideration. Consequently the [c]ourt finds that IDEC's filing suit was not
motivated by “forum shopping done,” but rather was a legitimate exercise of its opportunity under the
Declaratory Judgement Act . . ..” Thiscourt seesno reason to disagree with the Cdiforniacourt’ sfindings.

Given the information presently before it, the court concludes that having two separate trids in
mirror image cases would defeat the purposes of the firg-filed rule, namely, sound judicia administration

and comity among federal courtsof equal rank. See EEOC v Univer sity of Pennsylvania, 850 F.2d 969,

3Corixa expresses concern over whether the California court has subject-matter jurisdiction
over an action between IDEC and GSK. Asit isnot the court’s province to determine another court’s
subject matter jurisdiction, the court expresses no opinion on this.
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971 (3d Cir. 1988). Accordingly, the court finds that the application of the rule weighs heavily in favor of
trandferring this case to the Southern Didtrict of Cdifornia

B. Section 1404(a)

Trandfer to the Southern Didtrict of Cdiforniais also mandated under a section 1404(a) andysis.
Section 1404(a) providesthat “[f]or the convenience of [the] parties and [the] witnesses, in the interest of
justice,” the court may trandfer this action to “any other district whereit might have been brought.” 28
U.S.C. § 1404(a). Thereis no dispute that this action could have been filed in the Southern Digtrict of
Cdifornia The court will, therefore, move on with inquiry as directed by the Third Circuit. See Jumara
v. Sate FarmIns. Co., 55 F.3d 873, 879 (3d Cir. 1995).

In Jumara, the Third Circuit provided alist of factors to assst the didtrict courts in determining
“whether, on baance, the litigation would more conveniently proceed and the interests of justice [would]
be better served by atransfer to adifferent forum.” Id. Thesefactorsinclude Sx private and five public
interests which the court may consder. Seeid.

1. The Private Interests

The private interests most rlevant to this case indude (1) the convenience of the parties as
indicated by their relative physicd and financid postion; (2) the convenience of the witnesses, but only to
the extent that they may be unavailable for trid inone of the fora; and (3) the locationof recordsand other

documents, again, only to the extent that these files cannot be produced in the dternate forum.*

“For the reasons the court discussed in a previous opinion, it will not afford any weight to the
firgt three Jumar a factors, specificaly, the plaintiff’ sinitid choice of forum, the defendant’ s preferred
venue, and whether the claim arose esewhere. See Affymetrix, Inc. v. Synteni, Inc., 28 F. Supp. 2d
192, 197-201 (D. Ddl. 1998). In not affording weight to these factors, the court avoids the risk of
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a The Convenience of the Parties
Geographicdly, Cdiforniais not moreinconvenient for the parties than Dlaware. Michigan must
travel whether the quit is in Cdifornia or Delaware. GSK is one of the world's largest pharmaceutica
companies, and cannot complain about location. The remainder of the parties are based on the West
Coast. Furthermore, transfer to Cdiforniawould reduce the overdl inconvenience to dl parties involved.
The parties must dready be prepared to litigate the related case currently pending in the Southern Didtrict
of Cdifornia. Bringing witnesses and relevant documents to only one location, here Cdifornia, minimizes
the levd of disruptioncaused to dl parties by the litigation. Thisis certainly amore economica and efficient
result than having each party moving witnesses and documents between two states, depending on which
of these related actionsis being litigated at thet time. Thus, this factor weighsin favor of transfer.
b. The Convenience of Witnesses
Party witnesses or witnesses who are employed by a party carry no weight in the *baance of
convenience’” andyds since each party is able, indeed obligated, to procure the attendance of its own
employees for trid. See Affymeytrix, 28 F. Supp. 2d at 203. Expert witnesses or witnesses who are
retained by a party to testify carry little weight in determining where the “baance of convenience’ lies
becausethey are*usudly selected [on the basg| of their reputation and specia knowledge without regard
to their resdences and are presumably well compensated for their attendance, labor and inconvenience,

ifany.” Seeid. (internd citations omitted). Fact witnesseswho possessfirst-hand knowledge of the events

double-counting these interests and thereby throwing off the transfer andyss. Seeid. Ingteed, the
court will consider whether the Southern Didtrict of Californiais amore convenient forum for the parties
and the witnesses, while dso serving the interests of justice. See 28 U.S.C. § 1404(a).
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gving riseto the lawsuit, however, have traditiondly weighed quite heavily in the “ba ance of convenience’
andyss. Seeid.

Thereis no evidence on the record that would indicate that Delaware would be an inconvenient
forum for potentia non-party witnesses. However, the court notes that dl the materiad witnesses in this
dispute, party or otherwise, will bein Cdiforniadready to litigate the related matter now pending in the
Southern Didtrict of Cdifornia Requiring that they come to Delaware to litigate this action separately
cannot be considered convenient and inthe interest of justice. However, asthere is no clear evidence that
anon-party witnesswill be unable to attend trid in Delaware, this factor must weigh againg trandfer.

C. The Location of Records and Other Documents

The technologica advances of recent years have sgnificantly reduced the waght of thisfactor in
the “baance of convenience’ andyss. Seeid. a 205. Thereisno indication that either party would be
unable to produce the relevant records and documents in Delaware. Thus, because thisfactor isreevant
only insofar as the documentswould be unavailable inone forum, the court findsthat this factor must weigh
agang transfer.

Froma practical sandpoint, however, the court notes that any relevant documents will already be
inCdiforniafor the litigationof that case. The court sees no need to require that the partiesmove the same
documents across the country. Rather, it would be much more efficient to litigate these related actionsin
one location. However, these congderations are more relevant to the firgt factor discussed supra.

2. The Public Factors

As other courts have noted, depending on the circumstances of the case, some of the “public

interest” factorslisted in Jumara may play no rolein the “balance of convenience” Seeid. at 205. The



court thus elects to discuss only the factors most relevant to the pending case.
a Prectical Condderations Making Trid Easy, Expeditious or Inexpengve
This factor appears to substantidly repeat the “firg-filed” andyss advanced by IDEC, and
accepted by the court, in Section 111.A, supra. As such, the court declines to further address this issue
here, snce it has dready taken this argument into congderation.
b. Ddaware' s Interest in this Controversy
Three of the partiesinthis actionare Delaware corporations. However, while the court is mindful
of Ddaware sinterest, that alone will not tip the “baance of convenience’ initsfavor. Thisisso because
the court can hardly describe the patentsas alocal controversy unique to Delawvare. See Affymetrix, 28
F. Supp. 2d at 207. Ingead, the patents deal with the trestment of lymphoma  This clearly has far-
reaching implications. Accordingly, this factor does not weigh againgt transferring this case to Cdifornia
C. Collective Travel Time and Cost
A mirror image action is currently pending in Cdifornia Thus, to require the parties to
amultaneoudy litigate virtudly the same case on different coasts would certainly increase the collective
travel time and cogt. Thus, this factor weighsin favor of trandfer.
V. CONCLUSION
The court concludes that the “balance of convenience’ tips strongly in favor of transferring this
action to the Southern Didtrict of Cdlifornia
For these reasons, IT ISHEREBY ORDERED that:
1. IDEC sdternative motionto transfer this actionto the SouthernDidtrict of Cdifornia (D.1.

8) is GRANTED.



2. The above-captioned matter is hereby TRANSFERRED to the United States Didtrict

Court for the Southern Digtrict of Cdifornia

Dated: February 25, 2002 Gregory M. Seet
UNITED STATES DISTRICT JUDGE




