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FARNAN, District Judge.
Presently before the Court is a Mdtion To Dism ss For
Failure To State A Claim Or For Lack Of Subject Matter

Jurisdiction O, In The Alternative, To Transfer filed by Hill-

Rom Services, Inc. (“Hll-Roni). (D.1. 6). For the reasons
di scussed, the Court wll deny the notion.
BACKGROUND

Plaintiff Datex-Ohnmeda, Inc. (“Datex”) is a Del aware
corporation engaged in the manufacture and sal e of nedical
equi pnment, particularly infant care products. (D.1. 7 at 1).
OChneda Medical is the unincorporated division of Datex
responsi ble for the research, design, devel opnent, nmanufacture,
mar keti ng and sales of Datex’ s infant care products, particularly
Omi Bed, the accused product. (D.1. 10 at 3). Ohmeda Medi cal
has its principal place of business in Laurel, Maryland. (D.I
10 at 3). The three inventors of the ‘935 patent reside in

Del aware. (D.l1. 10 at 3).

Hll-Romis also a Delaware corporation with its principal
pl ace of business in Batesville, Indiana. (D.1. 10 at 4). The
princi pal place of business for Hill-Ronms infant care business
is Hatsboro, Pennsylvania. (D.I. 10 at 4). The infant care

group is responsible for the research, devel opnent, engineering,

manuf acturing, and sales for Versalet, the product at issue.



(D.1. 10 at 4). The inventors of the ‘606 patent reside in
Ci ncinnati, GChio. (D.1. 10 at 4).

On June 18, 2001, Hill-Rom advi sed Datex of a patent
application for a patient thermal support device pending in the
United States Patent and Trademark Office (“PTO'). (D.I. 7 at
1). Hill-Romalso advised Datex that, as soon as the pending
application resulted in a patent, Datex’s Owmi Bed product would
be infringing, and Hill-Rom would i medi ately file a patent
infringenment suit. (D.I. 7 at 1-2).

On COctober 2, 2001, the pending application issued as U. S.
Patent No. 6,926,606 (“the ‘606 patent”) to Hill-Rom (D. 1. 7 at
2). At 2:54 p.m on Cctober 2, 2001, Datex commenced the instant
action against Hill-Romalleging that the ‘606 patent interferes
with Datex’s U. S. Patent No. 6,213,935 Bl (“the ‘935 patent”)
under 28 U.S.C. §8 291. (D.1. 10 at 1). Later that sanme day,

Hi 1l -Rom conmenced an action agai nst Datex for patent

infringement of the ‘606 patent in the United States District

Court for the Southern District of Indiana. (D.1. 10 at 1).
DI SCUSSI ON

Motion To Dismss For Failure To State a Claim

By its Conplaint, Datex alleges that U. S. Provisional
Application Serial No. 60/170,265 (“the ‘265 application”) was

filed on Decenmber 11, 1999 and U.S. Patent Application Serial No.



503,071 (“the 071 application”) was filed on February 12, 2000
claimng the benefit of the *265 application. (D.1. 1 at 2).
Datex further alleges that the ‘071 application matured into the
‘935 patent on April 10, 2001. (D.1. 1 at 2).

Datex also alleges in its Conplaint that on January 18, 2000
U.S. Patent Application Serial No. 484, 728 was filed (“the ‘728
application”). (D.1. 1 at 3). On COctober 17, 2000, a
prelim nary amendnent was filed anmending the ‘728 application,
addi ng i ndependent claims. (D.I. 1 at 3). On October 2, 2001,
the 728 application matured into the ‘606 patent. (D.1. 1 at
3). Datex alleges that October 17, 2000 is the earliest date
that could support the ‘606 patent because the anended cl ains
| ack adequate written description. (D.1. 1 at 5). Datex further
al l eges that the ‘606 patent is invalid because it |acks adequate
written description under 35 U.S.C. § 112. (D.l. 1 at b5).

By its nmotion, Hill-Romcontends that the ‘606 patent owned
by HiIl-Rom not the ‘935 patent owned by Datex, has priority.
(D.1. 7 at 7). Specifically, HIl-Romcontends that the face of
the 606 patent indicates that it relates back to U S. Patent
Application Serial No. 08/532,963, filed on Septenber 25, 1995.
(D.1. 7 at 7). Hill-Romfurther contends that because it enjoys
priority of invention, Datex's conplaint fails to state a claim

upon which relief my be granted. (D.1. 7 at 5-9).



I n opposition, Datex contends that the '935 patent has
priority over the 606 patent. (D.I. 10 at 14). Specifically,
Dat ex contends that Hill-Romis not entitled to gain the benefit
of any earlier filing dates stated on the * 606 patent because the
new cl ai ms added by amendnment | ack adequate witten description
requi red under 35 U.S.C. 8§ 112. (D.1. 10 at 14). Datex further
contends that the ‘606 patent is invalid because it |acks
adequate witten description. (D.I. 10 at 15).

In reply, Hill-Rom contends that the ‘606 patent enjoys
priority of invention over the '935 patent by at |east four
years. (D.1. 12 at 4). Furthernore, Hill-Rom contends that if
the 606 patent |acks adequate witten description it is invalid
and priority becomes irrelevant because there is no priority over
an invalid patent. (D.1. 12 at 4).

Under Rule 12(b)(6) of the Federal Rules of Civil Procedure
a motion to dismss for failure to state a clai mshould be
granted if “a plaintiff can prove no set of facts in support of

his claimwhich would entitle himto relief.” Conley v. G bson

355 U. S. 41, 45-46 (1957). In exam ning a conplaint, the court
assunmes the truth of all well-pled allegations and “construe[s]
the conplaint in the |ight nost favorable to the plaintiff,”

determ ni ng “whet her, under any reasonabl e reading of the



pl eadi ngs, the plaintiff may be entitled to relief.” Colburn v.

Upper Dar by Township, 838 F.2d 663, 665-666 (3d Cir. 1988).

Construing the allegations in the Conmplaint in the |ight
nost favorable to Datex, the Court concludes that a claimfor
which relief can be granted has been stated. As discussed bel ow,
this Court has jurisdiction under 35 U.S.C. § 291, accordingly,
the Court may adjudicate issues of priority and validity. |If
Datex is successful in proving that the *935 patent and *‘ 606
patent interfere and that the ‘606 patent | acks adequate witten
description, then the ‘606 patent would be invalid. Upon the
proof of such facts, the Court would provide relief by
inval idating the 606 patent under 8§ 112 and the ‘935 patent
woul d be the only valid patent covering the clainmed subject
matter. Accordingly, under the notice pleading requirenent of
t he Federal Rules of Civil Procedure, the Court concludes that
Dat ex has stated a clai mupon which relief nmay be granted.

1. Motion To Dismss For Lack Of Subject Matter Jurisdiction

By its motion, Hill-Romcontends that jurisdiction is
i mproper under 35 U.S.C. 8 291 because the Conplaint fails to
satisfy the prerequisites of 8 291, interfering and valid
patents. (D.I. 7 at 12). Specifically, HilIl-Rom contends that

Datex’s all egations that the ‘606 patent is invalid because it



| acks adequate written description divest the Court of subject
matter jurisdiction under § 291. (D.I. 7 at 12).

| n opposition, Datex contends that under § 291 a court has
jurisdiction to determ ne the existence of an interference and to
then determine validity. (D.1. 10 at 8). Datex further contends
that its Conplaint denonstrates the existence of an interference.
(D.1. 10 at 9). Specifically, Datex contends that the
i ndependent clainms of the ‘606 patent claimthe sanme subject
matter, an infant warm ng device, as claim1l of the ‘935 patent.
(D.1. 10 at 10).

In reply, Hll-Romcontends that if the ‘606 patent is
invalid, the Court |acks subject matter jurisdiction pursuant to
35 U S.C. 8 291, and if the patent is valid, H|l-Rom enjoys
priority; either way the Court does not have jurisdiction under 8§
291. (D.1. 12 at 2).

Jurisdiction over the subject matter refers to the power of
a court to hear a case of the type in question and render a

judgnment. See Noxon Chem Prods. Co. v. lLeckie, 39 F.2d 318, 320

(3d Cir. 1980). Absent subject matter jurisdiction a court has
no authority to render judgnent. Challenges to subject matter
jurisdiction may be facial or factual attacks. Wen a defendant
attacks subject matter jurisdiction on the allegations on the

face of the conplaint it is a facial attack; such is the case



her e. Carpet Group Int'l v. Oriental Rug |Inporters Ass'n, 227

F.3d 62, 69 (3d Cir. 2000). When exam ning a facial attack to
subj ect matter jurisdiction the allegations of the conplaint
shoul d be construed in the |ight nost favorable to the plaintiff.

Scheuer v. Rhodes, 416 U.S. 232 (1974) overruled on other grounds

by Davis v. Scherer, 468 U.S. 183 (1984). However, the party

asserting subject matter jurisdiction has the burden of proving

its existence. Carpet Group Int'l, 227 F.3d at 70.

Section 291 provides in pertinent part that

[t] he owner of an interfering patent may have relief against
t he owner of another by civil action, and the court may

adj udge the question of the validity of any of the
interfering patents, in whole or in part.

35 U S.C. 8 291. In Albert v. Kevex Corp., the Court of Appeals

for the Federal Circuit held that a court “has no jurisdiction
under 8 291 unless interference is established.” The Albert
Court further held that “two or nore patents interfere ... when
they claimthe same subject matter.” 729 F.2d 757, 758 n.1 (Fed.
Cir. 1984). 1d. \Vhere interference exists between two patents,
a court has jurisdiction to determne the validity and priority

of the interfering patents. Kinberly-Clark Corp. v. Proctor &

Ganble Dist. Co., Inc., 973 F.2d 911, 915 (Fed. Cir. 1992).




Initially, the Court concludes that Hill-Rom m sconstrues
the prerequisites under 8 291 to an interference action. Hill-
Rom contends that at least two valid and interfering patents are
a prerequisite to an interference action under 8 291.
Interfering patents are certainly a prerequisite as the Federal
Circuit has repeatedly held that the sole basis for jurisdiction

under 8§ 291 is whether patents interfere. See Kinberly-Clark 973

F.3d 911 (holding that a concession of interference provides a
court with jurisdiction under §8 291 to adjudicate validity and

priority); see also Albert 729 F.2d 757 (holding that the sole

basis for jurisdiction under 8 291 is whether patents do in fact
interfere). An additional, inplicit, requirenent of an
interference action is at |least two patents, issued by the PTO.
W t hout issued patents there is no jurisdiction because, by
definition, there can be no interference. AlIl patents issued by
the PTO are presuned to be valid; however, under 8§ 291 neither
patent owner “knows if its patent is valid in |light of the
other’s patent, the presunption of validity provided by 35 U S.C.
8 282 having been eroded by the grant of an ‘interfering’

patent.” Kinberly-Clark, 973 F.2d at 914. Therefore, validity

cannot be a prerequisite to jurisdiction under 8 291 and
al l egations of invalidity cannot be precluded because that is the

very question the Court nust decide when the patents interfere.



Furthernore, relief under 8§ 291 includes the resolution of
priority and validity issues between owners of interfering
patents. See 35 U.S.C. § 291. To prevent allegations of
invalidity in a conplaint, after interference has been
est abl i shed, would underm ne the statutory intent. Accordingly,
the Court concludes that Datex’s allegations that the 606 patent
is invalid do not divest the Court of subject matter
jurisdiction.

After reviewing the Conplaint in the |light nost favorable to
Dat ex, the Court further concludes that it has subject matter
jurisdiction over this action pursuant to 35 U S.C. §8 291. In
its Conplaint, Datex alleges that the ‘935 patent and the ‘606
patent interfere. Datex alleges that the independent clains of
the 935 patent and claim 1l of the ‘606 patent claimthe sane
subj ect matter, an infant warm ng device for nmedical use, and
therefore, interfere. The Court is persuaded that Datex has
sufficiently pled interference and, therefore, subject matter
jurisdiction under 35 U . S.C. § 291.
I11. Mdtion To Transfer

By its transfer notion, Hill-Romcontends that the interests
of justice weigh in favor of transferring this action to the
Sout hern District of Indiana. (D.1. 7 at 15). Specifically,

Hill-Romcontends it is entitled to forum preference, as the



second filed action, because it provided Datex with advance
notice of its intent to sue. (D.1. 7 at 16). Hill-Rom further
contends that Datex engaged in forum shopping by bringing this
action in this district. (D. 1. 7 at 16). Moreover, Hill-Rom
contends that interference can be adjudicated in the action
pending in the Southern District of Indiana. (D.1. 7 at 16).

I n opposition, Datex contends that the convenience of the
parti es, conveni ence of witnesses, and the interests of justice
weigh in favor of maintaining this action in Delaware. (D.1. 10
at 15). Specifically, Datex contends that the conveni ence of the
parties and w tnesses do not weigh in favor of transfer because
both parties are Del aware corporations and the principal place of
busi ness, for the relevant divisions, are in Maryland and
Pennsyl vani a, respectively. (D.1. 10 at 16). Therefore, Datex
concludes that the rel evant evidence, particularly docunents and
wi tnesses, are located locally. (D.1. 10 at 16). Additionally,
Dat ex contends that the nedian tinme to trial in Delaware and
| ndi ana are nearly the sane and therefore do not weigh in favor
of transfer. (D.1. 10 at 18). Datex further contends that its
forum choice is entitled to preference because it was the first
to file. (D.1. 10 at 19).

In reply, Hill-Romcontends that transfer is appropriate

because there is a related action, based upon identical products

10



and rel ated patents, already pending in the Southern District of
| ndi ana before Judge Young. (D.1. 12 at 6). Hill-Rom further
contends that Judge Young, who has al so been assigned the | atest
action, has already famliarized hinself with the technol ogy.
(D.1. 12 at 6). Hill-Romalso contends that several thousand
docunments have been produced by or to counsel in Indiana. (D.I
12 at 6). Finally, Hll-Romcontends that the conveni ence of the
wi t nesses weighs in favor of transfer because the w tnesses are
scattered across the country and do not reside in Del aware.
(D.1. 12 at 6).

Transfer of a civil action is governed by 28 U S.C. 8§
1404(a) which provides, “[f]or the conveni ence of parties and
w tnesses, in the interest of justice, a district court may
transfer any civil action to any other district or division where
it mght have been brought.” The purpose of § 1404(a) is “to
prevent the waste of tinme, energy, and noney and to protect
litigants, w tnesses, and the public against unnecessary

i nconveni ence and expense.” Van Dusen v. Barrack, 376 U S. 612,

616 (1964) (internal citations omtted). Because it is
undi sputed that Datex could have brought the instant action in
the Southern District of Indiana, the Court must next consider

the relevant factors to determine if a transfer is warranted.

11



The United States Court of Appeals for the Third Circuit has
instructed that when reviewing a notion to transfer under 28
U S.C. 8 1404(a) district courts nust consider, anong ot her

t hi ngs, private! and public? interests. See Jumara v. State Farm

Ins. Co., 55 F.3d 873 (3d Cir. 1995). \When determ ni ng whet her
or not transfer is warranted in the circunstances presented,
district courts nust bal ance all of the relevant factors. 1d. at
883. The burden is upon the novant to establish that the bal ance

of the interests strongly weighs in favor of transfer, and a

The private interests are:

(1) the plaintiff’s choice of forum (2) the defendant’s
preferred forum (3) whether the claimarose el sewhere, (4)
t he conveni ence of the parties due to their relative

physi cal and financial conditions, (5) the conveni ence of

t he expected w tnesses, but only so far as the w tnesses

m ght be unavailable for trial if the trial is conducted in
a certain forum and (5) the location of books and records,
to the extent that these books and records could not be
produced in a certain forum

Jumara v. State Farmlns. Co., 55 F.3d 873, 883 (3d Cir.
1995) .

The public interests are:

(1) the enforceability of the judgnent, (2) practica

consi derations regardi ng the ease, speed, or expense of
trial, (3) the admnistrative difficulty due to court
congestion, (4) the local interest in deciding |ocal
controversies in the honme forum (5) the public policies of
the two fora, and (6) the trial judge's famliarity with the
applicable state law in diversity cases.

Ld.

12



transfer will be denied if the factors are evenly bal anced or

wei gh only slightly in favor of the transfer. See Continental

Cas. Co. v. Anmerican Hone Assurance Co., 61 F.Supp. 2d 128, 131

(D. Del. 1999).

After an exam nation of the relevant factors, the Court
concludes that the factors do not weigh strongly in favor of
transfer. Wth regard to the private factors, the Court is
persuaded that Datex’s choice of forum as the plaintiff, should
be given substantial deference. Additionally, because the
parties to this litigation are national corporations, the Court
finds that neither party will be unduly inconvenienced by this
action proceeding in Delaware. Further, neither party contends
that any w tnesses are beyond the jurisdiction of the Court and
the | ocation of books and docunments is immterial for
corporations of this size. Accordingly, the private factors do
not weigh in favor of transfer.

The Court concludes that the public factors also weigh in
favor of maintaining this action in Delaware. The Court is
persuaded that Del aware has an interest in adjudicating this
action because it involves two Del aware corporations.

Addi tionally, the Court is not convinced that the action pending
in the Southern District of Indiana is sufficiently related to

this action to warrant transfer.

13



Furt hernore, the Court finds no evidence of bad faith or
forum shopping in Datex’s decision to file this litigation,

bet ween two Del aware corporations, in Delaware. See EEOC v.

Uni versity of Pennsylvania, 850 F.2d 969, 976 (3d Cir.

1988) (stating that courts have rejected the first filed rule in
the face of bad faith or forum shopping). The Court is not
persuaded that Hill-Romis notice to Datex of its intent to file a
patent infringenment lawsuit is relevant. The act of filing, not
the intent to file, controls the decision here, and Datex was the
first to file. Accordingly, as the first filed action, and in

t he absence of bad faith or forum shopping, this litigation wll

proceed in Delaware. See Smith v. Mlver, 22 U S. 532 (1824)

(holding that “in all cases of concurrent jurisdiction, the court
which first has possession of the subject nmust decide it”).
CONCLUSI ON
For the reasons discussed, the Mdtion To Dism ss For Failure
To State A Claim O For Lack OF Subject Matter Jurisdiction O,
In The Alternative, To Transfer will be denied. An appropriate

Order will be entered.

14



N THE UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF DELAWARE

DATEX- OHVEDA, | NC. ,

Plaintiff, Civil Action No. 01-666-JJF

V.
HI LL- ROM SERVI CES, | NC.,

Def endant s.

ORDER

AT WLM NGTON THIS 5 of February 2002, for the reasons set
forth in the Opinion issued this date,

| T 1S HEREBY ORDERED that Hill-Rom s Mdtion To Di sm ss For
Failure To State A Claim O For Lack Of Subject Matter
Jurisdiction O, In The Alternative, To Transfer (D.I. 6) is

DENI ED.

JOSEPH J. FARNAN, JR.
UNI TED STATES DI STRI CT JUDGE




