
IN THE UNITED STATES DISTRICT COURT

    FOR THE DISTRICT OF DELAWARE

OLE K. NILSSEN,     :
    :

Plaintiff,     :
    :

v.     :  Civil Action No. 00-189-JJF
    :

EVERBRITE, INC.,     :
    :

Defendant.     :

______________________________________________________________________________

Donald F. Parsons, Jr., Esquire, and Mona A. Lee, Esquire of MORRIS, NICHOLS, ARSHT &
TUNNELL, Wilmington, Delaware.
Of Counsel: Harry J. Roper, Esquire, Raymond N. Nimrod, Esquire, John E. Titus, Esquire, and
Jonathon Hill, Esquire of ROPER & QUIGG, Chicago, Illinois.
Attorneys for Plaintiff.

Richard K. Herrmann, Esquire, and Dale R. Dubé, Esquire of BLANK ROME COMISKY &
MCCAULEY LLP, Wilmington, Delaware.
Of Counsel: Brian D. Sieve, Esquire, Michael A. Parks, Esquire, John F. Paschke, Esquire, and G.
Courtney Holohan, Esquire of KIRKLAND & ELLIS, Chicago, Illinois.
Attorneys for Defendant.
______________________________________________________________________________

MEMORANDUM OPINION

February 16, 2001
Wilmington, Delaware



1  Defendant disputes that Plaintiff is a Florida resident, and Defendant has proffered
documentary evidence that suggests Plaintiff actually resides in Illinois.  Because the Court does not
consider this fact determinative to the instant motion, the Court will assume that Plaintiff is a Florida
resident.  However, the Court will also assume for purposes of this motion that Plaintiff’s principal place
of business is located in Illinois.  This assumption is based on the fact that, in response to Defendant’s
contention that Plaintiff resides and maintains his principal place of business in Illinois, Plaintiff simply
responds: “[d]enied.  [Plaintiff] resides in Florida.”  (D.I. 16 at ¶ 3).  The Court construes Plaintiff’s
failure to deny that his principal place of business is located in Illinois as an implicit admission that this
allegation is true. The presumption that Plaintiff’s business is located in Illinois is further bolstered by the
fact that a number of Plaintiff’s current and former employees reside in Illinois.  (D.I. 12 at 10; D.I. 27
at 8-9).
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 FARNAN, District Judge.

Presently before the Court is Defendant’s Motion to Transfer Under 28 U.S.C. § 1404(a) (D.I.

11).  For the reasons stated below, the Court will grant Defendant’s motion.

BACKGROUND

Plaintiff Ole K. Nilssen (“Plaintiff”) is a Florida resident with his principal place of business in

Chicago, Illinois.1  (D.I. 3 at ¶ 3).  Plaintiff is engaged in the business of “identifying, formulating plans

for developing know-how and technology for, and implementing (via licensing agreements) promising

new business opportunities in the field of electronics, including gas tube sign power supplies.”  (D.I. 3 at

¶ 6).  Defendant Everbrite, Inc. (“Defendant”) is a Wisconsin corporation engaged in the business of

making and selling gas tube sign power supplies.  (D.I. 3 at ¶ 4, 8).  Plaintiff filed the instant action

against Defendant on March 22, 2000.  (D.I. 1 at 4).  In his Amended Complaint, Plaintiff contends

that Defendant has been making, using, and selling gas tube sign power supplies, and that this conduct



2  These patents include U.S. Patent No. 4,563,719; U.S. Patent No. 4,663,571; U.S. Patent
No. 5,039,919; U.S. Patent No. 5,164,637; U.S. Patent No. 5,214,356; U.S. Patent No. 5,341,067;
U.S. Patent No. 5,446,347; and U.S. Patent No. 5,510,680.  (D.I. 3 at ¶ 7).
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constitutes willful infringement of eight patents that were invented and are owned by Plaintiff.2  (D.I. 3 at

¶ 7, 12-14).  On May 12, 2000, Defendant filed the instant motion to transfer the case to the United

States District Court for the Northern District of Illinois.  (D.I. 11).

DISCUSSION

Under 28 U.S.C. § 1404(a), “for the convenience of the parties and witnesses, in the interest of

justice, a district court may transfer any civil action to any other district or division where it might have

been brought.”  28 U.S.C. § 1404(a).  Since it is undisputed that Plaintiff could have brought the instant

action in the Northern District of Illinois, the Court’s only task is to determine whether the factors

enumerated in § 1404(a) warrant a transfer under the circumstances.

In determining whether or not to transfer venue under § 1404(a), a district court must consider

a number of different factors.  These factors include several private interests: (1) the convenience of the

parties due to their relative physical and financial conditions, (2) the convenience of the expected

witnesses, but only so far as the witnesses might be unavailable for trial if the trial is conducted in a

certain forum, and (3) the location of books and records, to the extent that these books and records

could not be produced in a certain forum.  Memminger v. InfoCure Corp., C.A. No. 00-707-JJF, slip

op. at 4 (D. Del. Nov. 14, 2000)(citing Jumara v. State Farm Ins. Co., 55 F.3d 873, 879 (3d Cir.



3  Jumara also listed the following private interests that district courts should consider: (1) the
plaintiff’s choice of forum, (2) the defendant’s preferred forum, and (3) whether the claim arose
elsewhere.  55 F.3d at 879.  Subsequent decisions of this Court, however, have determined that these
interests are subsumed by the other Jumara factors.  Memminger, slip op. at 5.  Therefore, to avoid
considering the same interests twice, the Court will not considered them separately.  Id.
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1995)).3  These factors also include several public interests:

(1) the enforceability of the judgment, (2) practical considerations regarding the ease,
speed, or expense of trial, (3) the administrative difficulty due to court congestion, (4)
the local interest in deciding local controversies in the home forum, (5) the public
policies of the two fora, and (6) the trial judge’s familiarity with the applicable state law
in diversity cases.

Id. (citing Jumara, 55 F.3d at 879-80).  When determining whether or not transfer is warranted under

the circumstances, district courts must balance all of the relevant factors.  Jumara, 55 F.3d at 883. 

“The burden is upon the [moving party] to establish that the balance of the [factors] strongly weighs in

favor of the requested transfer, and a transfer will be denied if the factors are evenly balanced or weigh

only slightly in favor of the transfer.”  Memminger, slip op. at 4-5.  Below, the Court will analyze the

factors relevant to the instant motion.

A. Convenience of the Parties

The Court concludes that the convenience of the parties due to their relative physical and

financial condition weighs slightly in favor of transfer.  Defendant’s principal place of business is located

in Greenfield, Wisconsin, which is less than 100 miles from the federal courthouse in Chicago, Illinois. 

(D.I. 12 at 6).  Although Plaintiff resides in Florida, his principal place of business is located in Illinois

and several former and current employees reside in Illinois.  Therefore, the Court concludes that it

would be more convenient to litigate in the Northern District of Illinois rather than in Delaware. 
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However, this factor weighs only slightly in favor of transfer because Defendant is a large company -

with approximately $140 million in sales in 1999 - that is financially capable of litigating in Delaware. 

Motorola Inc. v. PC-Tel, Inc., 58 F. Supp. 2d 349, 358 (D. Del. 1999)(holding that when the party

seeking transfer is a multimillion dollar company, unless the company can articulate “some unique or

unexpected burden” associated with litigating in a distant forum, this factor only weighs slightly in favor

of transfer).

B. Convenience of the Witnesses

The Court concludes that the convenience of the witnesses weighs strongly in favor of transfer. 

The convenience of the witnesses is the most important factor in venue transfer analysis.  Mentor

Graphics v. Quickturn Design Sys., Inc., 77 F. Supp. 2d 505, 510 (D. Del. 1999).  The convenience

of a witness is only relevant, however, “to the extent that the witness may actually be unavailable for

trial in one of the fora.”  Asten Inc. v. Weavexx Corp., 2000 WL 1728354, at *4 (D. Del. Feb. 11,

2000)(quoting Jumara, 55 F.3d at 879).  A party need not allege that a witness definitely will be

unavailable for trial; rather, it is sufficient for purposes of venue transfer analysis if the witness is not

subject to a court’s subpoena power.  Mentor Graphics, 77 F. Supp. 2d at 511.  However, witnesses

employed by the parties are not considered by a court conducting venue transfer analysis because the

parties are obligated to procure the presence of their own employees at trial.  Id.

In the instant case, Defendant contends that no witnesses reside in Delaware but that a number

of principal witnesses reside in the Northern District of Illinois, including: (1) Dale Fiene - an employee

of Plaintiff, (2) Robert Schneider - a former employee of Plaintiff, (3) two former employees of
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Defendant, and (4) employees from an Illinois company called Advance Transformer, Inc. (“Advance”)

(D.I. 12 at 10-11).  In response, Plaintiff contends that (1) Defendant’s contentions are unavailing

because Defendant has failed to explain the nature of these witnesses’ testimony, and in several cases,

has even failed to name the witnesses, (2) Defendant has failed to show that the use of videotaped

deposition testimony would be an inadequate substitute for live trial testimony, and (3) Defendant has

not alleged that any witnesses actually will be unavailable for trial.  (D.I. 27 at 9-10).

The Court concludes that Plaintiff’s second and third arguments can be summarily rejected.  As

to Plaintiff’s third argument, as previously discussed, a party only needs to establish that witnesses might

be unavailable for trial.  As to Plaintiff’s second argument, the Court concludes that videotaped

depositions are not an adequate substitute for live trial testimony, when conducting venue transfer

analysis, because “[v]ideo depositions . . . are unlikely to hold the rapt attention of a jury.” 

AlliedSignal, Inc. v. Cooper Auto., Inc., 1997 U.S. Dist. LEXIS 22902, at *11 n.4 (D. Del. July 30,

1997).  Therefore, the possibility of using videotaped depositions in lieu of trial testimony does not

lessen the significance of a witness’s unavailability for trial when conducting venue transfer analysis.

Plaintiff’s first argument warrants more consideration.  Plaintiff notes that one of these allegedly

unavailable witnesses, Dale Fiene, is a current employee of Plaintiff, and should not be considered in the

analysis.  The Court agrees.  Despite Defendant’s contention that Mr. Fiene has refused to comply with

valid subpoenas in the Northern District of Illinois, the Court will presume that Mr. Fiene’s presence

will be secured at trial.  As a result, the witnesses that the Court will consider will be limited to Mr.

Schneider, two former employees of Defendant, and witnesses from Advance.



4  Defendant contends that submissions by Mr. Fiene and Mr. Schneider to the PTO are
particularly relevant to Defendant’s inequitable conduct claims.  (D.I. 12 at 10). 

5  The cases cited by Plaintiff, in which the Court refused to afford unnamed witnesses any
weight in the analysis, involved situations where the movant merely stated that some witnesses existed
that would not be available for trial.  (D.I. 27 at 9)(citing Motorola, 58 F. Supp. 2d at 359; Sunds
Defribator, Inc. v. Durametal Corp., 1997 WL 74660, at *3 (D. Del. Jan. 31, 1997)).  Defendant’s
identification of the witnesses distinguishes the instant case from the cases cited by Plaintiff.
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Plaintiff contends that these potential witnesses do not weigh in favor of transfer because

Defendant has failed to specifically identify many of these witnesses by name and/or the content of their

testimony.  (D.I. 27 at 9)(citations omitted).  Defendant specifically identifies Plaintiff’s former

employee, Robert Schneider, and notes that Mr. Schneider’s testimony is relevant because he has

submitted a number of affidavits to the PTO on Plaintiff’s behalf.4  (D.I. 12 at 10).  The other witnesses,

although not identified by name, have been identified as employees or former employees of either

Defendant or Advance.  Further, Defendant has indicated the content of their potential testimony:

Defendant’s own former employees will testify regarding “their knowledge of the allegedly infringing

designs” that they gained while employed by Defendant, (D.I. 12 at 11; Exh. H at ¶ 7), and Advance’s

employees will testify about license agreements between Advance and Plaintiff that are relevant to the

issues of a reasonable royalty and prior art of Plaintiff’s patents.  (D.I. 12 at 11).  The Court concludes

that such identification of witnesses, especially when fact discovery has yet to take place, is sufficient for

purposes of venue transfer analysis.5  Therefore, the Court concludes that the convenience of the

witnesses strongly weighs in favor of transfer.

C. Practical Considerations
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The Court also concludes that practical considerations regarding the ease, speed, or expense of

trial strongly weigh in favor of the requested transfer.  If related cases are pending in the district to

which transfer is sought, such fact weighs in favor of the transfer.  Affymetrix, Inc. v. Synteni, Inc., 28

F. Supp. 2d 192, 206 (D. Del. 1998).  In a recent case granting a motion to transfer, the Court relied

heavily on the existence of patent litigation in another forum involving “a parent patent of the one at

issue” and a patent involving a similar type of product which was arguably “directly related” to the

patent at issue.  Brunswick Corp. v. Precor Incorp., 2000 WL 1876477, at *3, n.2 (D. Del. Dec. 12,

2000).

In the instant action, Plaintiff has alleged infringement of three patents that are also at issue in the

litigation in the Northern District of Illinois.  In those Illinois cases, Markman rulings have already been

issued and case dispositive motions have already been filed.  (D.I. 12 at 12).  Therefore, the Court

concludes that the waste of judicial resources in requiring two different courts to become familiar with

three patents, and to render Markman rulings on each of these patents, is a factor that strongly weighs

in favor of transfer.

CONCLUSION

In balance, the Court concludes that the relevant factors strongly weigh in favor of a transfer to

the Northern District of Illinois.  Both the convenience of the witnesses and practical considerations

strongly weigh in favor of transfer, and the convenience of the parties weighs slightly in favor of transfer. 



6  Plaintiff contends that the following facts weigh against transfer: (1) Plaintiff’s claim arose in
Delaware, and (2) Plaintiff has a legitimate desire to litigate in Delaware in order to quickly resolve the
matter.  (D.I. 27 at 6, 11-12).  The Court recognizes that whether or not a claim arose in a particular
forum is a relevant consideration when analyzing the “local interest in local controversies” factor. 
However, Delaware’s only connection to this case is that Defendant sold some of the allegedly
infringing products in Delaware.  (D.I. 27 at 6 n.2).  Under Plaintiff’s theory, any forum in which the
allegedly infringing product is sold has an interest in resolving the matter, and this interest would warrant
a transfer to that forum.  However, Plaintiff’s business is located in Illinois and Defendant’s business is
located in Wisconsin.  Thus, the Court concludes that Delaware’s interest in resolving the controversy
does not weigh against the requested transfer under the circumstances presented in this case.

As to Plaintiff’s contention that he desires an expedient resolution to the instant matter, the
statistical evidence submitted to the Court reveals that civil cases are, on average, resolved more
quickly in the Northern District of Illinois than in Delaware; however, in cases that ultimately go to trial,
Delaware is a more expedient forum.  (D.I. 12, Exh. J at ¶ 4-5).  Therefore, the Court considers these
statistics insignificant.  Furthermore, under the instant circumstances, the Northern District of Illinois is
better suited to move the case along quickly due to that court’s familiarity with several of the patents at
issue.  Also, Plaintiff has admitted that the slow pace in the Northern District of Illinois cases is “due to
the pace set by the lawyers.”  (D.I. 27 at 2).  Thus, the Court concludes that the relative court
congestion of the two fora does not weigh against transfer.
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On the other hand, no factors weigh against the requested transfer.6  As a result, the Court concludes

that a transfer to the Northern District of Illinois is warranted under the circumstances.

An appropriate Order will be entered.



IN THE UNITED STATES DISTRICT COURT
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OLE K. NILSSEN,     :
    :
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    :

EVERBRITE, INC.,     :
    :
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O R D E R 

At Wilmington, this 16 day of February, 2001, for the reasons set forth in the

Memorandum Opinion issued this date;

IT IS HEREBY ORDERED that Defendant’s Motion to Transfer Under 28 U.S.C. §

1404(a) (D.I. 11) is GRANTED.

  _______________________________
  UNITED STATES DISTRICT JUDGE


