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FARNAN, District Judge

 A teleconference was held in this case on Wednesday, June

4, 2003, to discuss the pending motions.  During the

teleconference, the Court ruled on several motions.

Specifically, for the reasons discussed below, the Court: 1) 

denied Enzo Biochem, Inc.’s (“Enzo Biochem”) Motion to Strike the

Expert Report of Stephen Jizmagian (D.I. 144); (2) granted in

part and denied in part Enzo Biochem’s and Enzo Life Sciences

Inc.’s (“Enzo Life Sciences”) Joint Motion to Bifurcate Trial on

Digene’s Business Tort Claims (Counterclaims III-V) and Stay

Discovery on Them (D.I. 145); 3) denied Digene Corporation’s

(“Digene”) Motions for Protective Orders (D.I. 104, 113); and 5)

denied Enzo Life Sciences’ Motion to Compel (D.I. 94).

I. Factual Background

This is a patent infringement action brought by Plaintiff

Enzo Life Sciences against defendant Digene involving U.S. Patent

No. 6,221,581B1 (the “‘581 Patent”), issued on April 24, 2001. 

Both Enzo Life Sciences and Digene are companies involved in the

development, manufacture and distribution of proprietary RNA and

DNA testing systems.  The ‘581 Patent concerns hybrid capture

technology used in diagnostic medical applications.

Plaintiff, Enzo Life Sciences has alleged that Digene is

infringing claims 16-26, 30-40, 44-53, 73-87, 91-100 and 104-107

of the ‘581 Patent by making, selling and offering for sale its

“Hybrid Capture” diagnostic products.  This action began on March



15, 2002 when Digene filed a Summons and Complaint for

Declaratory Judgment.  Enzo Life Sciences filed a separate

lawsuit for patent infringement on March 20, 2002.  During a May

2, 2002 status conference, the Court suggested that the parties

stipulate to a dismissal of Digene’s declaratory judgment

Complaint, without prejudice and proceed with Enzo Life Sciences’

patent infringement complaint.  The Court further explained that

Digene would be permitted to bring other claims against any Enzo

entity, including Enzo Biochem, as permissive counterclaims. 

Thereafter, the parties filed a Stipulated Proposed Scheduling

Order dismissing Digene’s declaratory judgment action without

prejudice, and the parties agreed to proceed with all pending and

all related claims in Enzo Life Sciences’ patent infringement

action.  Additionally, Digene filed Counterclaims against Enzo

Life Sciences and Enzo Biochem.

On June 28, 2002, Enzo Life Sciences, Inc. and Enzo Biochem,

Inc. moved to dismiss Digene’s Counterclaims.  On March 31, 2003,

the Court denied the motion to dismiss Digene’s Counterclaims. 

(D.I. 124).  Fact discovery closed on February 24, 2003 and the

parties are currently conducting expert discovery which is

scheduled to close on June 20, 2003.

II. Enzo Biochem’s Motion to Strike the Expert Report of Stephen

Jizmagian (D.I. 144)

A.  Parties’ Contentions



Enzo Biochem contends that the expert report of Dr. Stephen

Jizmagian should be stricken in its entirety.  Specifically,  it

contends that Digene’s counterclaims III-V should be limited to

those that were actually pled in the case, namely those that are

based upon the two, 2001 press releases by Enzo Biochem regarding

the ‘581 Patent.  Enzo Biochem points out that Digene, in its

counterclaims, alleging causes of action under: 1) § 43(a) of the

Lanham Act, 15 U.S.C. § 1125(a) (Count III); 2) Unfair

Competition under the Delaware Deceptive Trade Practices Act, 6

Del. C. §§ 2531 et seq. (Count IV); and 3) Tortious Interference

With Prospective Business Relations (Count V), listed two press

releases as the factual basis for such claims.  However, at this

juncture, Enzo Biochem argues that Dr. Jizmagian’s expert report

concerning damages as to these claims does not mention the press

releases, but rather details alleged instances that are not

asserted in Digene’s counterclaims.  For instance, Enzo, points

out that the report states that Dr. Jizmagian was told by Digene

that Enzo Biochem somehow prevented Digene from obtaining one

million dollars in capital through Goldman Sachs in 2000.  As a

result, Enzo argues that Digene’s new claim, as suggested by the

expert report, is not that Enzo Biochem interfered with customers

seeking to purchase the Hybrid Capture product, but that Enzo

Biochem somehow interfered with Digene’s ability to raise capital

through Goldman Sachs, which allegedly led to lost sales.  Based

on these facts, Enzo Biochem claims that it is improper for



Digene to amend its counterclaims through Dr. Jizmagian’s expert

report, and therefore, the report should be stricken in its

entirety.

In response, Digene asserts that its responses to Enzo

Biochem’s interrogatories plainly set forth the factual basis for

its damages claims, where Digene listed all parties that it had

contracts and/or agreements with from as early as 1992 that were

terminated.  See Ex. 1 to Kirk Decl.  Further, in regard to the

time period of damages, Digene contends that it affirmatively

stated that Biochem’s actions before or at the time the case was

filed resulted in direct harm to Digene, where in an

interrogatory response they stated:

As a direct result of Biochem’s actions Digene was 
forced to respond to, participate in or otherwise conduct
extensive due diligence, including requests from 
potential funding entities as well as requests from
potential joint venturers. Such requests include but are 
not limited to requests made when Digene completed 
its IPO and subsequent follow-on private placement
transaction and includes potential follow-on public offering
and potential strategic partners such as requests from
Cytyc, Affymetrix, Applera Corporation and Roche. 

Ex. 1 to Kirk Decl.   Further, Digene argues that all of the

documents relied on by Dr. Jizmagian were produced during

discovery, with the bulk of the disclosures, consisting of four

hundred boxes of documents, produced as early as October 2002.

Moreover, Digene argues that Enzo Biochem failed to pursue

available discovery, because it did not take any depositions

until the last week of extended fact discovery and points to the



fact that during Ms. Seyfried’s, Digene’s Vice President of

Business Development, deposition, she mentioned that the

financing opportunities which were adversely affected by Enzo’s

actions included Goldman Sachs.  See Ex. 6 to Kirk Decl. at 176-

180.   Digene contends that based on the fact that the Court

determined that it properly pled the allegations in its Business

Tort Counterclaims in its Memorandum Opinion regarding the motion

to dismiss (D.I. 124), and the fact that Digene provided all

necessary discovery, Enzo’s motion to strike should be denied.

B. Discussion

The Motion to Strike will be denied because the Court

concludes that Digene pled the necessary elements and provided

the relevant discovery. 

First, in its Memorandum Opinion denying Enzo’s Motion to

Dismiss, the Court stated that: 1) the alleged factual basis for

the counterclaims were the press releases, and 2) that in the

context of interference with business relationships Biochem’s

alleged actions constitute attempts to induce third parties,

namely customers buying Digene’s Hybrid Capture® products, not to

enter into or continue their business relations with Digene.

(D.I. 124 at 2-3, 12).   However, after finding that Digene had

properly pled these counterclaims for purposes of a motion to

dismiss, the Court qualified its conclusions and noted that

“there are discovery mechanisms, such as interrogatories, for

ascertaining more details regarding the allegations of the



complaint.” (D.I. 124 at 14).

Here, Digene’s Counterclaims involve claims under: 1) §

43(a) of the Lanham Act, 15 U.S.C. § 1125(a) (Count III);  2)

Unfair Competition under the Delaware Deceptive Trade Practices

Act, 6 Del. C. §§ 2531 et seq. (Count IV); and 3) Tortious

Interference With Prospective Business Relations (Count V).

Although Digene listed two press releases as the factual basis

for such counterclaims in its Complaint, all that it was required

to do in its Complaint, under notice pleading, was to provide a

short and plain statement showing that they are entitled to

relief.  Fed. R. Civ. P. 8(a)(2).  The Court, in its Opinion

regarding Enzo’s  Motion to Dismiss Digene’s Counterclaims

determined that Digene had fulfilled this requirement.  (D.I.

124).   After this, and in line with the Court’s suggestion, the

parties conducted fact discovery to ascertain more details

regarding the factual allegations of the Complaint.  Although

Digene did not give Enzo a factual roadmap for all of its

allegations, it disclosed all the documents relied upon by Dr.

Jizmagian in his report, disclosed potential contractual

relationships and financial opportunities affected, including

Goldman Sachs, and the relevant time periods, through discovery

mechanisms such as interrogatories and depositions.  In this

case, Digene pled all relevant causes of action, and the parties

were supposed to parse out the facts underlying those allegations

through discovery.  The Court concludes that the facts outlined



by Enzo as not disclosed, were in fact disclosed through

discovery, and were facts; not new causes of action as Enzo

contends.  Further, because Dr. Jazmagian’s report does not

discuss any new causes of action, and the dispute is not raised

in the context of a Pretrial Order, the cases relied on by Enzo

are inapposite.  See, e.g., Wilson v. Muckula, 303 F.3d 1207,

1216 (10 th Cir. 2003)(finding insufficient support in the

amended complaint and ambiguous pretrial order to support a claim

for negligent infliction of emotional distress); Sound Video

Unlimited, Inc. v. Video Shack, Inc., 700 F. Supp. 127, 148-149

(S.D N.Y. 1998) (dealing with time period for calculation of

damages in the context of a dispute over a proposed pretrial

order).  Based on the following: 1) the Court has already

determined that Digene has properly pled all the causes of action

alleged in their Business Tort Counterclaims; 2) no new causes of

action are raised by Dr. Jizmagian’s report; and 3) all documents

relied upon by Dr. Jizmagian have been provided to Enzo through

discovery mechanisms such as interrogatories, depositions and

document production, the Motion to Strike will be denied.

III. Enzo Biochem and Enzo Life Science’s Joint Motion to 

Bifurcate and Stay Discovery (D.I. 145) 

A. Parties’ Contentions

Enzo Biochem and Enzo Life Sciences (collectively “Enzo”)

contend that whether or not Dr. Jizmagian’s report is stricken,

further discovery on Digene’s Counterclaims should be stayed and

any trial on them should be bifurcated from the patent



infringement claims.  First, Enzo contends that trial of these

Counterclaims and any further discovery would be simplified if

not mooted upon a finding of invalidity or infringement of the

‘581 Patent.  Further, Enzo claims that the issues raise by

Counts III-V of Digene’s Counterclaims are prime for bifurcation

because many of the issues to be tried on the Counterclaims have

little or no evidentiary overlap with the issues to be tried in

the patent infringement action.  For instance,  Enzo points out

that in the patent infringement trial, evidence regarding the

amount of Digene’s sales will be at issue, whereas these topics

will not be raised in the context of the Counterclaims.  Instead,

Enzo argues, the Counterclaim trial will deal with issues related

to Digene’s relationship with third parties and how Digene

contends that Enzo harmed these relationships.  Enzo also

contends that bifurcation is called for because of the

complexities involved with having a trial involving not only the

issues of infringement and validity but also the issues involved

in the Counterclaims.  Finally, Enzo argues that if Dr.

Jizmagian’s expert report is not stricken, bifurcating the

Business Tort Counterclaims and staying discovery on them is even

more appropriate and urgent.  Specifically, it argues that it

should not be denied a speedy trial on the issue of patent

infringement, while additional discovery is taken regarding Dr.

Jizmagian’s expert report.  For example, Enzo points out that it

would need to seek discovery regarding the financing of Goldman



Sachs and would have to serve subpoenas on Goldman Sachs and its

intellectual property counsel to determine why the funds were

unavailable to Digene.

In response, Digene contends that Enzo’s request for

bifurcation is neither warranted nor proper given the facts of

the case.  First, Digene contends that there is significant

evidentiary overlap between the Counterclaims and the patent

claims.  For example, Digene’s validity defenses which contend

that Enzo’s amended claims (1) are not supported by the

specifications; (2) claim subject matter that Enzo did not

invent; and (3) encompass prior art known to both Enzo an Digene, 

are the facts that Enzo intends to rely on for its willful

infringement, are the same facts which Digene will rely on in

support of its validity arguments and in turn are the same facts

which Digene relies on in its Counterclaims.  Therefore, Digene

argues, bifurcation is not warranted because it would require the

Court and the jury to hear the same facts as many as three times. 

Further, Digene argues that recent discovery has shown the

interrelated nature of the Counterclaims, where documents

received in the past two weeks from Johnson & Johnson demonstrate

that the claims of the ‘581 Patent are not supported by the

patent specification and that those limited embodiments which

were disclosed in the patent specification were derived from

another party.  Digene argues that these documents further

demonstrate the bad faith and anti-competitive nature of Enzo’s



acts which preceded the filing of this action and form a basis

for Digene’s Counterclaims.  Finally, Digene argues that Enzo’s

request to stay further discovery on the Business Tort

Counterclaims is untimely, where Enzo has been given unfettered

access to Counterclaim discovery and has failed to pursue such

discovery as evidenced by its failure to take any depositions

until the last week of an already extended fact discovery.

B. Discussion

The Court concludes that the Counterclaim and patent issues

will be bifurcated in order to avoid jury confusion on complex

legal issues.  Federal Rule of Civil Procedure 42(b) (“Rule

42(b)") governs the bifurcation of trials and, in relevant part,

provides:

The court, in furtherance of convenience or to avoid
prejudice, or when separate trials will be conducive to
expedition and economy, may order a separate trial of any
claim . . . or of any separate issue or . . . issues, always
preserving inviolate the right of trial by jury as declared
by the Seventh Amendment to the Constitution or as given by
a statute of the United States.

Fed. R. Civ. P. 42(b).

Under Rule 42(b), “a district court has broad discretion in

separating issues and claims for trial as part of its wide

discretion in trial management.”  Gardco Mfg., Inc. v. Herst

Lighting Co., 820 F.2d 1209, 1212 (Fed. Cir. 1987); see also 9

Charles Alan Wright & Arthur R. Miller, Federal Practice &

Procedure § 2388 (2d ed. 2002)(“Ultimately the question of

separate trials under Rule 42(b) should be, and is, a matter left



to the discretion of the trial court . . . .”).  Courts, when

exercising their broad discretion to bifurcate issues for trial

under Rule 42(b), should consider whether bifurcation will avoid

prejudice, conserve judicial resources, and enhance juror

comprehension of the issues presented in the case.  Union Carbide

Corp. v. Montell N.V., 28 F. Supp. 2d 833, 837 (S.D.N.Y. 1998). 

"In deciding whether one trial or separate trials will best serve

[the above factors] . . . the major consideration is directed

toward the choice most likely to result in a just final

disposition of the litigation." In re Innotron Diagnostics, 800

F.2d 1077, 1084 (Fed. Cir. 1986); see also Wright & Miller,

supra, § 2388.

In the context of patent cases, “[e]xperienced judges use

bifurcation and trifurcation both to simplify the issues in

patent cases and to maintain manageability of the volume and

complexity of the evidence presented to a jury.”  Thomas L. Creel

& Robert P. Taylor, Bifurcation, Trifurcation, Opinions of

Counsel, Privilege and Prejudice, 424 PLI/Pat 823, 826 (1995);

see also Manual for Complex Litigation (Third) § 33.62

(1995)(advising trial judges to bifurcate or trifurcate overly

complex patent trials).  In fact, bifurcation of complex patent

trials has become common.  Steven S. Gensler, Bifurcation

Unbound, 75 Wash. L. Rev. 705, 725 (2000)(“Bifurcation is also

common in patent litigation....”); Creel & Taylor, supra, at 825

(“Bifurcation or even trifurcation is common in patent cases.”).



Typically, courts bifurcate patent cases into liability and

damage trials.  Swofford v. B&W, Inc., 336 F.2d 406 (5th Cir.

1964), cert. denied, 379 U.S. 962 (1965)(bifurcating patent case

into liability and damage trials).  Courts also bifurcate complex

patent cases in such a way to prevent jury confusion.  Smith v.

Alyeska Pipeline Service Co., 538 F.Supp. 977, 984 (D. Del.

1982)( finding “that one trial of both issues [i.e., liability

and damages] would tend to clutter the record and to confuse the

jury.”).  This reasoning is also applicable to cases involving

both patent and non-patent claims.

Bifurcation is an important discretionary tool that district 

courts can use to ensure that the cases are resolved in a just 

manner by juries that understand the complex issues before them.

Many scholars have endorsed bifurcation in complex cases as
a method of improving juror comprehension.  Specifically,
bifurcation might enhance jury decision making in two ways:
(1) by presenting the evidence in a manner that is easier
for the jurors to understand, and (2) by limiting the number
of legal issues the jury must address at any particular
time.

Gensler, supra, at 751.

In this case, the bifurcation of issues would prevent jury

confusion, in that it would enable a jury to concentrate on one

complex body of law at a time.  Also, in order to enhance jury

comprehension and avoid prejudice, the Court will separate the

issues into three sequential phases for trial in the following

manner: 1) infringement; 2) validity; and 3) Business Tort

Counterclaims.  Although the Court recognizes that there is some



evidentiary overlap, the parties will not be prejudiced by

separate trials and the procedure will produce an efficient and

fair disposition of the parties’ claims.

The issue of staying discovery on the Counterclaims,

however, is a more difficult question.  The discovery phase in

this case has already been extended and the Court is concerned

that a stay of discovery on the Business Tort Counterclaims will

prevent a fair and efficient resolution to the Counterclaims. 

Although the Court recognizes that the Counterclaims may be

mooted or simplified depending on the outcome of the patent

issues, this must be weighed against the importance of judicial

efficiency and fairness.  After weighing the relevant factors,

the Court will deny the motion to stay because the Court finds

that the interest in efficiently moving on with the resolution of

the Counterclaims outweighs Enzo’s concerns.  Additionally, the

Court concludes that the interest of fairness is served by a

further extension of fact discovery as to those claims.  Thus,

the Motion to Bifurcate and Stay discovery will be granted in

part and denied in part.

IV. Digene’s Protective Orders (D.I. 104, 113)

Digene has filed two Protective Orders in the instant case. 

The first, D.I. 104, asks the Court for a Protective Order to

preclude Enzo from disclosing Digene’s confidential or outside

counsel only information to Enzo’s proposed expert Dr. James

Wetmur.  The Court concludes that Digene has not met its burden



of proof with regard to this issue and also concludes that the

Stipulated Protective Order is sufficient at this time. 

Therefore, Digene’s Motion for a Protective Order (D.I. 104),

will be denied.

The second motion requests a Protective Order precluding

Enzo Life Sciences from taking Digene’s Deposition pursuant to

Rule 30(b)(6) because it is unnecessarily duplicative and unduly

burdensome.  After reviewing the parties’ arguments, the Court

finds that the deposition notice was not unreasonably duplicative

or unduly burdensome, and therefore, Digene’s Motion for a

Protective Order (D.I. 113) will be denied.

An appropriate Order will be entered.



IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ENZO LIFE SCIENCES, INC.,      :
:

Plaintiff/Counterclaim Defendant, :  Civil Action No. 02-212-JJF
:

v. :
:

DIGENE CORPORATION,                :
Defendant/Counterclaim Plaintiff   :

v.                            :

ENZO BIOCHEM, INC.,      :
:

Additional Counterclaim Defendant. :

 ORDER

NOW THEREFORE, For The Reasons discussed in the Opinion

issued this date, IT IS HEREBY ORDERED this 10th day of June

2003, that: 

1) Enzo Biochem’s Motion to Strike the Expert Report of

Stephen Jizmagian (D.I. 144) is DENIED;

2) Enzo Biochem’s and Enzo Life Sciences’ Joint Motion to 

Bifurcate and Stay Discovery (D.I. 145) is GRANTED as to

Bifuraction of issues but DENIED as to the Stay of Discovery on

the Business Tort Counterclaims;

3) Fact Discovery as to the Business Tort Counterclaims

shall be extended so as to be completed by August 15, 2003;

4) Digene’s Motion for Protective Order (D.I. 104) is

DENIED;

5) Digene’s Motion for Protective Order (D.I. 113) is



DENIED;

6) Plaintiff’s Motion to Compel Digene to Produce a 30(b)(6)

Deponent is DENIED as moot because the Parties have resolved the

issue;

7)  As discussed at the teleconference on Wednesday, June 4,

2003, Enzo counsel is permitted to show their clients an

unredacted version of Dr. Jizmagian’s expert report;

8) The parties shall submit a letter with a Proposed Agreed

Upon Trial Date for February or March, 2004;

9) A Pretrial Conference will be held on Thursday, November

6, 2003 at 2:30 p.m., in Courtroom No. 4B on the 4  Floor, Boggsth

Federal Building, Wilmington, Delaware.

   JOSEPH J. FARNAN, JR.
UNITED STATES DISTRICT JUDGE


