IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

COMMISSARIAT A L'ENERGIE
ATOMIQUE,

Plaintiff,

V. Civil Action No. 03-484-KAJ
DELL COMPUTER CORPORATION;
SAMSUNG ELECTRONICS CO., LTD;
SAMSUNG ELECTRONICS AMERICA,
INC.; SAMSUNG ELECTRONICS
CANADA, INC.; SAMSUNG
INTERNATIONAL, INC.; SUN
MICROSYSTEMS, INC.; and VIEWSONIC
CORPORATION,

N N N N N N N N N N N S N N N N N

Defendants.

MEMORANDUM ORDER

This is a patent infringement case. Jurisdiction is proper under 28 U.S.C. §
1331. Presently before me is a Motion for Expedited Entry of Protective Order filed, on
April 13, 2004, by plaintiff Commissariat & L’'Energie Atomique (“CEA”). (Docket ltem
[“D.I1.”1 172; the “Motion”.) For the reasons that follow, CEA’s Motion will be denied.

CEA alleges that Defendants’ are infringing its U.S. Patent No. 4,701,028 (issued
October 20, 1987) (“the ‘028 patent”) and U.S. Patent No. 4,889,412 (issued December

26, 1989) (“the ‘412 patent”), both of which claim certain liquid crystal display (“LCD”)

'On May 13, 2004, | issued a Memorandum Order granting in part and denying in
part CEA’s Motions to Consolidate this case with several others. (D.l. 209.) Any
reference herein to the “Defendants” means the module manufacturers against whom
this action is now proceeding, namely, Samsung Electronics (“Samsung”), Fuijitsu
Display Technologies Corporation (“Fujitsu”), and Tottori Sanyo Electric Co., Ltd.
(“Tottori Sanyo”). (/d. at 8.) The Defendants have each submitted formal or letter
briefing in response to CEA’s Motion. (See D.I. 182, 183, 196, 198, 199.)



technology. (See D.l. 1.) CEA filed a motion for a preliminary injunction against
Samsung on October 28, 2003 (D.l. 58, 59) and, on March 3, 2004, | granted CEA’s
request for limited expedited discovery in connection with that motion (D.I. 138).
Samsung provided some responsive information to CEA’s expedited discovery
requests, and both sides want some form of protective order in place to protect
confidential information, but CEA and the Defendants have reached an impasse in their
negotiations over the scope of the protective order that should be entered.? (See D.I.
173 at 1; D.I. 199 at 2.)

The parties disagree over whether three of the attorneys who are on CEA’s trial
team and also prosecute patents for CEA - namely, Song Jung, Rebecca Rudich, and
Yonggyu Kim (collectively referred to as “CEA’s patent prosecution attorneys”) - should
have access to discovery designated as “highly confidential.” (D.l. 173 at 1; D.l. 198 at
3; D.I. 199 at 2.) CEA argues that Mr. Jung, CEA’s lead attorney in this case, and his
colleagues, Ms. Rudich and Mr. Kim, need access to all discovery in order to continue
to represent CEA effectively.®> (D.I. 173 at 2, 12.) The Defendants are seeking entry of

a protective order that bars CEA’s patent attorneys from accessing the Defendants’

*The Defendants, recognizing that these protective order issues will impact them
equally as this case moves forward, share a common position in response to CEA’s
proposed protective order. (See D.I. 182 at 1 n.2; D.l. 183; D.I. 196.)

3CEA also argues that it need not identify its non-testifying experts and
consultants who may have access to confidential information prior to the end of this
case. (D.I. 173 at 3.) | heard argument from CEA and the Defendants on this point
during an April 21, 2004 teleconference, and ruled that, if CEA wanted to show
“confidential and what’s asserted to be highly sensitive information” to non-testifying
experts and consultants, CEA had to “tell [the Defendants] who they are
before...divulg[ing] it.” (D.l. 197 at 16:5-11.)
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highly confidential information. (D.l. 199 at 9-10.) The Defendants argue that giving
CEA’s patent prosecution attorneys access creates an unacceptable risk of inadvertent
disclosure or misuse of their highly confidential research, technical, and proprietary
information, especially since Mr. Jung and his colleagues prosecute patents for
LG.Philips LCD Co., Ltd. (“LG.Philips”), one of the Defendants’ major competitors. (D.l.
198 at 4; D.1. 199 at 3.) CEA responds that, just because their patent prosecution
attorneys render legal advice with respect to patent prosecution, does not necessarily
mean that they are involved in competitive decision making and thus warrant denying
them access to highly confidential information. (D.l. 203 at 1.) The Defendants say, in
the alternative, that if the patent prosecution attorneys are given access to confidential
information, they should be barred from prosecuting patents in the LCD field for a
minimum of one year. (D.l. 198 at 3; D.l. 199 at 21.) CEA asserts that any restriction
on those attorneys’ patent prosecution should be more narrow, and, specifically, “should
be limited to the VA-mode birefringence compensation technology at issue or, at most,
VA-mode LCD technology generally.” (/d. at 1-2.)

Federal Rule of Civil Procedure 26(c) provides that, “for good cause shown,...the
court...may make any order which justice requires to protect a party or person from
annoyance, embarrassment, oppression, or undue burden or expense, including...that a
trade secret or other confidential research, development, or commercial information not
be revealed or be revealed only in a designated way....” Fed. R. Civ. P. 26(c)(7) (2004).
This court has routinely recognized the importance of protecting technical information,
particularly in patent cases. See Motorola, Inc. v. Interdigital Tech. Corp., 1994 U.S.
Dist. LEXIS 20714 at *6 (D. Del. Dec. 19, 1994) (“In a patent case, maintaining the
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integrity of the protective order is an especially serious concern.”); Safe Flight
Instrument Corp. v. Sundstrand Data Control, Inc., 682 F. Supp. 20, 22 (D. Del 1988)
(“Courts dress technical information with a heavy cloak of judicial protection because of
the threat of serious economic injury to the discloser of scientific information.”). Access
to confidential information “should be denied or granted on the basis of each individual
counsel’s actual activity and relationship with the party represented....” U.S. Steel Corp.
v. U.S., 730 F.2d 1465, 1469 (Fed. Cir. 1984). “The critical inquiry is whether the
attorney in question is in a position that creates a high risk of inadvertent disclosure” of
highly confidential information. Motorola, 1994 U.S. Dist. LEXIS 20714 at *10.

| think it is appropriate to deny CEA’s patent prosecution attorneys access to the
Defendants’ highly confidential information or, if they are permitted to have access to
such information, to prevent them from prosecuting patents in the field of LCD
technology for one year after the conclusion of this litigation, including appeals. Central
to my determination is the Defendants’ assertion, unrebutted by CEA, that CEA’s patent
prosecution attorneys - and Mr. Jung, in particular - prosecute patents in the field of
LCD technology for LG.Philips, one of the Defendants’ major competitors. (D.l. 198 at
3; D.I. 199 at 4.) | disagree with CEA’s assertion that those attorneys’ activities do not
rise to the level of “competitive decision making” that is necessary to restrict their
access to highly confidential information. (D.l. 173 at 2 (citing U.S. Steel, 730 F.2d at
1468).) Prosecuting patent applications “involves decisions of scope and emphasis”
that implicate competitive decision making, as claims may be drafted to “read on new
products and new directions where [a party] project[s] sales to be most critical.”
Motorola, 1994 U.S. Dist. LEXIS 20714 at *11. In this case, as in Motorola, “[t{]here can
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be no question” that CEA attorneys who receive highly confidential information and then
later prosecute patents in the field of LCD technology “will have to distill and
compartmentalize the confidential knowledge they have gained.” 1994 U.S. Dist. LEXIS
20714 at *12. This creates a high risk of inadvertent disclosure of the Defendants’
highly confidential information. See Motorola, 1994 U.S. Dist. LEXIS 20714 at *13.
CEA’s patent prosecution attorneys are currently prosecuting patent applications related
to the subject matter of the patents-in-suit. (See D.l. 198, Ex. A (U.S. Patent Application
No. 10/437,982 entitled “Liquid Crystal Display Device With Wide Viewing Angle,” listing
Mr. Jung as the corresponding attorney).) Those CEA patent prosecution attorneys
who, if given access,

were to view [the Defendants’] voluminous confidential information and

then later prosecute the patents would have to constantly challenge the

origin of every idea, every spark of genius. This would be a sisyphean

task, for as soon as one idea would be stamped “untainted”, another

would come to mind. The level of introspection that would be required is

simply too much to expect, no matter how intelligent, dedicated, or ethical

the...attorneys may be.
Motorola, 1994 U.S. Dist. LEXIS at *14-*15. In sum, | am persuaded that CEA’s patent
prosecution attorneys should not have unfettered access to the Defendants’ highly
confidential information. There is a substantial risk of inadvertent disclosure of such
information, given that CEA’s patent attorneys are prosecuting and will continue to

prosecute patents in the field of LCD technology, including patents for the Defendants’

competitors.



As previously noted, CEA argues that there are many different categories of LCD
technology,* and that, because the subject matter of the patents-in-suit pertains to the
field of VA-mode birefringence compensation, any restriction on its patent prosecution
attorneys’ prosecution activities should be limited to that narrow area. (D.l. 203 at 2.)
However, | will not pick and choose which categories of LCD technology are fair game
for CEA’s patent prosecution attorneys and those which are not. If CEA’s patent
prosecution attorneys have access to the Defendant’s highly confidential information,
they will be barred from prosecuting patents “relating to the broad subject matter of the
patents in suit,” that is, LCD technology, for one year after the conclusion of this lawsuit,
including all appeals.® See Motorola, 1994 U.S. Dist. LEXIS 20714 at *8-*9.

If CEA wants Mr. Jung, Ms. Rudich, and Mr. Kim to continue in their current roles
as litigation counsel, and to have access to the Defendants’ highly confidential
information, then either these three individuals, who also prosecute patents in the field
of LCD technology, must be barred from having access to the Defendants’ highly
confidential information, or they must be prohibited from prosecuting patents in the field

of LCD technology for one year following the conclusion of this litigation, including all

*E.g., vertical alignment (“VA”), in plane switching, twisted nematic, and
ferroelectric liquid crystal LCD technologies.

°CEA also argues that it will be unduly prejudiced in prosecuting this case if its
patent prosecution attorneys are not allowed access to the Defendants’ highly
confidential information. (D.l. 173 at 12-13.) While this is “a factor to be balanced
against [the Defendants’] need to protect [their] confidential information...it is just one
factor.” Motorola, 1994 U.S. Dist. LEXIS 20714 at *16. As the Defendants point out,
CEA fails to explain why Mr. Jung cannot continue to direct this litigation without access
to the Defendants’ highly confidential information, or why the many other attorneys on
CEA'’s litigation team are incapable of handling this case as it moves forward. (D.l. 198
at11.)



appeals. This, | think, strikes the proper balance between “the goals of full disclosure of
relevant information and reasonable protection against economic injury” that are
implicated in patent infringement cases generally, and certainly in this one. Safe Flight,
682 F. Supp. at 23.

For these reasons, | will adopt the Defendant’s proposed section 4.1(a) of the
draft Stipulated Protective Order submitted as Exhibit D to Docket Item 174.° The
parties are ORDERED to submit a Stipulated Protective Order containing this language

to the court within five days of the date of this Memorandum Order.

Kent A. Jordan
UNITED STATES DISTRICT JUDGE

May 25, 2004
Wilmington, Delaware

®This language provides, in relevant part, that “attorneys shall not be provided
access to HIGHLY SENSITIVE CONFIDENTIAL information if such attorneys...currently
participate in, direct or supervise any patent prosecution activity involving (i) LCD
technology or (ii) technology directed to increasing the wide-angle viewing of LCD
products (collectively, “the Subject Matter”). During the pendency of this litigation and
for one year after the full and final conclusion of this litigation, including all appeals,
those attorneys...who are provided access to HIGHLY SENSITIVE CONFIDENTIAL
materials covered by this order will not participate in, direct or supervise any patent
prosecution activity...involving the Subject Matter....” (D.l. 174, Ex. D at 5.) This
provision gives CEA the option of deciding whether to give their patent prosecution
attorneys access to the Defendants’ highly confidential information, while also giving
effect to the restrictions described herein, if CEA does decide to continue using their
patent prosecution attorneys as litigation counsel in this case.
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