IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

NATERA INC,,
Plaintiff,
V. C.A. No. 20-cv-125-GBW
(Consolidated)
ARCHERDX, INC., ARCHERDX, LLC, and
INVITAE CORPORATION, REDACTED PUBLIC VERSION
Defendants.
MEMORANDUM ORDER

Plaintiff Natera Inc. (“Natera”) sued Defendants ArcherDx, Inc., ArcherDx, LLC., and
Invitae Corporation (collectively, “Invitae™) for patent infringement. Upon conclusion of the jury
trial, the jury returned a verdict finding that Defendants’ products Personalized Cancer Monitoring
(“PCM”), Stratafide, and LiquidPlex infringe U.S. Patent Nos. 10,557,172 (the “’172 patent”) and
U.S. Patent No. 10,731,220 (the “°220 patent”). D.I. 609. The jury also found that Defendants’
products PCM, Stratafide, VariantPlex, and FusionPlex infringe U.S. Patent No. 10,597,708 (the
“708 patent™). Id. None of the asserted claims was found to be invalid by the jury, and the jury
did not find that PCM was subject to the FDA safe harbor under B5TISTCT§271(e)1). Id.
Thereafter, the Court held a one-day bench trial on prosecution laches, and ultimately found that
Defendants failed to demonstrate that the patents were invalid for prosecution laches. D.I. 662.
Natera now moves for an injunction against PCM. D.I. 621.

L LEGAL STANDARD

Courts may “grant injunctions in accordance with the principles of equity to prevent the

violation of any right secured by patent, on such terms as the court deems reasonable.”

B5T.SC§283. A party seeking a permanent injunction must demonstrate (1) irreparable injury;
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(2) inadequacy of remedies available at law, such as monetary damages; (3) the balance of the
hardships between plaintiff and defendant warrants granting a remedy; (4) the public interest is
not harmed by an injunction. eBay Inc. v. Mercexchange, L.L.C., 647 0.S"388,393 (2006). The
“movant must prove that it meets all four equitable factors.” Nichia Corp. v. Everlight Americas,
Inc., BSSF3d 13281341 (Fed. Cir. 2017). In particular, “[i]f a plaintiff fails to show ‘that the
public interest would not be disserved by a permanent injunction,’ then the district court may not
issue an injunction.” Amgen, Inc. v. Sanofi, BI2F 3413671381 (Fed. Cir. 2017) (quoting eBay,
647G Sar39).
II. DISCUSSION

Invitae has asserted that it is phasing out most of its use of the legacy PCM. D.L. 648 q
11; D.I. 671. Invitae has indicated that will continue using the legacy PCM (1) in ongoing
clinical trials and studies with AstraZeneca, Bristol Myers Squibb, andjjjjij (2) in ongoing
research studies (TRAK-ER, ARTEMIS, and MARIA) with hospitals, academics, and
pharmaceutical companies; (3) by potentially updating data on old studies if necessary as part of
peer-review (4); to re-run limited additional tests for quality control for regulators or customers;
and (5) for 50 patients. D.I. 648 9920-35; D.I. 622 at 20. Natera does not seek to enjoin the use
of the legacy PCM for the patients but seeks an injunction on all other uses, including any uses
Invitae has not yet indicated it will undertake. D.I. 622 at 20.

A. The Court Declines to Enjoin the Use of Legacy PCM in Ongoing Clinical Trials,

for Updating Old Studies Undergoing Peer Review, and for Limited Quality
Control, Because an Injunction Would Impermissibly Harm the Public Interest.

Invitae argues at length that enjoining its ongoing uses of legacy PCM would harm the
public. The Court agrees that enjoining the use of legacy PCM in ongoing clinical trials and
studies, for updating old studies, and for limited quality control would harm the public interest.

Thus, the Court denies Natera’s motion for an injunction as to those uses.
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Therefore, at Wilmington this 21st day of November 2023, IT IS HEREBY ORDERED
that Plaintiff Natera Inc.’s (“Natera”) Motion for Permanent Injunction (D.I. 621) against
Defendants ArcherDx, Inc., ArcherDx, LLC., and Invitae Corporation (collectively, “Invitae”), is
GRANTED-IN-PART.

Defendants and each of their officers, servants, employees, attorneys, and any other
persons who are in active concert or participation with them, are hereby permanently enjoined
from infringing in any ways Claims 1, 6, and 8 of U.S. Patent No. 10,557,172; claims 1, 3, 4, 6,
and 7 of U.S. Patent No. 10,731,220; and claims 1 and 19 of U.S. Patent No. 10,597,708, by using
PCM or any product or service not more than colorably different from PCM, through and including
the respective expiration date of each patent, including any USPTO extensions granted thereon,
with the following exceptions:

A. Using PCM in currently ongoing clinical trials and studies with AstraZeneca, Bristol

Myers Squibb, andijjl}

B. Using PCM to update data in old studies if necessary as part of peer-review;

C. Using PCM to re-run limited additional tests for quality control for regulators or

customers;

D. Using PCM for the few patients using PCM as of the effective date of this injunction.
Defendants shall file with the Court under seal and serve on all parties a notice identifying all
additional uses of PCM performed under this injunction. Plaintiff shall have the right to challenge
these identifications. The Court retains jurisdiction to enforeg the judgment and permanent
injunction pertaining to this action.
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GREGORY B. WILLIAMS
UNITED STATES DISTRICT JUDGE
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