



























































¢t nAd  edabove, Defendants merely prov’ ~ :conclusioi 7 statements that the accu |
products in this case are “essentially the same” as the Chewy accused products. See id; see also
D.I. 126. Defendants failed to provide any specifics or analysis to show how the products are
essentially the same.” For the reasons stated above, the Court denies Defendants’ Motion to

D nii Count One of IBM’s Second Amended Complaint.
¢. Motion for Leave to Amend

IBMreqi tsthe »)urt grants its leave to file a Third Amended Complaint. D.I. 111; see
alsoD.I. 112, 117. According to IBM, the Third Amended Complaint “does not expand the scope
of t} litigation, but instead incorporates IBM’s timely served Initial Infringe  :nt Contentions
and succinctly = ivides ____portant context for those contentions, which IBM believes will moot
Rakuten Third Partial Motion to Dismiss.” D.I. 112 at 1. IBM does not propose to amend any
ofi allegations regarding the 676 and *443 patents. See, e.g., D.I. 111-7 9 66-74, 82-101. Til
majority of IBM’s proposed amendments relate to the 849 patent. See D.I. 111-7 §f 149, 151,
178-96. IBM explains that its Third Amended Complaint “demonstrates that (1) the accused
products are not the same as in prior cases [], (2) IBM is asserting claims that Rakuten did not

address in its motion to dismiss [], and (3) the Chewy summary judgment decision was inconsistent

e ie et e peemsenney — ————e—a-tS’ cOunsel made new arguments regarding why the . .uewy accused
products were essentially the same as the accused products in this case. As these arguments were
not made in Defendants’ briefing, it is waived. See Horatio Washington Depot Techs. LLC v.
TOLMAR, Inc., No. 17-1086-LPS, 2018 WL 5669168, at *7 (D. Del. Nov. 1, 2018), report and
recommendation adopted, No. 17-1086-LPS-CJB, 2019 WL 1276028 (D. Del. Mar. 20, 2019)
(citing Johnson-Braswell v. Cape Henlopen Sch. Dist., No. 14-1089-RGA, 2015 WL 5724365, at
*12 n.9 (D. Del. Sept. 29, 2015); L-3 Commc 'ns Corp. v. Sony Corp., No. 10-734-RGA, 2014 WL
4674815, at *3 (D. Del. Sept. 12, 2014) (noting that an argument raised for the first time during
oral] argument is waived)).
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w d 1 [T L 117 1 . tl )
below, the Court ¢ es IBM’s request for leave to file a Third Amended Complaint.

As discussed above, the Court finds IBM is collaterally estopped from assertii  the *443
and ’676 patents. IBM’s proposed Third Amended Complaint would be futile because ...M
continues to assert ir  1gement of two patents—the 443 and ’676 patents—that have already
been held invalid by other district courts. See D.I. 111-1 9 14, 226-53, 283-323; see also D.I. 114

3-5. Under Rule 15(a)(2), the “Court must deny leave to amend if such an amendment would
be futile.” Wilson v. Taylor, 466 F. Supp. 2d 567, 575 (D. Del. 2006) (citing Lorenz v. CSX Corp.,
1 F.3d 1406, 1414 (3d Cir. 1993). Thus, IBM’s request for leave to file its Third Amended

Complaint ...I. 111) is denied.

d. Motion to Stay

Defendants also move to stay litigation relating to the 234 and ’346 patents . 1ding their
respective IPR proceedings at the PTAB. D.I. 100 at 16-19. IBM opposes the motion. D.I. 115
at 17-20. The PTAB instituted IPRs for both patents. See Ebates Performance Marketing, Inc.
d/b/a/ Rakuten Rewards v. International Business Machines Corp., No. IPR2022-00646, Paper 10
(Oct. 25, 2022); Ebates Performance Marketing, Inc. d/b/a/ Rakuten Rewards v. In 'national
Business Machines Corp., No. IPR2022-00133, Paper No. 9 (June 1,2022). On balance, the Court
finds the stay factors weigh in favor of entering a stay pending the issuance of final written
decisions in the IPR proceedings related to the *234 and *346 patents.

The first factor—whether granting the stay will simplify the issues for trial—is neutral. If
the PTAB invalidates the *234 and ’346 patents, then the patents would be removed from the case.
See D.I. 100 at 17. If the patents survive, simplification will result because estoppel would limit

the prior art available to Rakuten during the remainder of discovery and trial. See id. IBM notes,
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