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completely subsumed by the Helical Flange license. Moreover, the specifically-

limited grant to only the “fastener insertion methodologies” within the *377

application would be made a nullity as the Helical Flange license would include

anything disclosed or claimed in the 377 application already.
(D.I. 237 at 13).12

Plaintiff contends that the BOT Implants license does not provide any rights to practice
the asserted patents. (D.I. 207 at 17). Plaintiff argues, “[T]he 2014 Agreement’s license to BOT
Implants is also tied to Products and does not grant [Defendant] universal rights to use BOT
Implants (i.e., break-off tabs or extensions) on any conceivable product.” (/d. at 18 (footnote
omitted)). Plaintiff contends, even if an accused product were a BOT Implant, “the license
extends only to what makes it a BOT Implant and does not include the claims of the [a]ccused
[p]atents which recite none of those functional features or elements.” (Id. at 19)."

Defendant responds that all the asserted patents are “related intellectual property invented
and owned by the Jackson Group,” which brings them within the scope of the “Helical Flange”
definition. (D.I. 239 at 11). Defendant contends that the asserted patents meet this definition
“because they expressly incorporate the 689 patent by reference or else describe the same

‘helically wound flangeform’ technology claimed and disclosed in the *689 patent.” (/d. at 11—

12).

12 Defendant responds that § 1.11 of the 2014 Agreement does not reference the *377 application
or include a grant of rights. (D.I. 248 at 5). That is correct. I think Plaintiff is referring to §
1.10, which does reference “fastener insertion methodologies,” although it does not include any
grant of rights.

13 Defendant contends, “It is undisputed that at least some of the accused Reline, Armada, and
Precept products fall within the definition of ‘BOT Implants.”” (D.I. 239 at 10).
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Before I determine the meaning of the 2014 Agreement under Missouri law, I note that
the question I am addressing is whether Defendant’s accused products are licensed under the
2014 Agreement, not whether Defendant may practice any individual asserted patent.'*

I disagree with Defendant that the 2014 Agreement grants a broad package license. The
plain language of the 2014 Agreement unambiguously indicates that Plaintiff provided specific
grants to Defendant rather than a grant to all Products without limitations. Section 2.02, the
license grant provision, describes license grants to the Helical Flange, to BOT Implants, and to
Instruments and Methodologies. (D.I. 211-1 at 6 of 335). None of the license grants identify
any of Defendant’s products by name or other specific description. The license grant provision
does not state that Defendant may without restriction or limitation use all Products. I do not
think the 2014 Agreement indicates that the parties intended to enter into a universal, package, or
portfolio license.

Rather than provide a limitless license to all Products, the 2014 Agreement imposes some
limits on what Defendant may do. Section 2.02(a), contrary to Defendant’s contention, imposes
some of those limits. Section 2.02(a), which discusses the Helical Flange, does not license
Defendant to use any Products that use Helical Flange technology. The language instead states
that Defendant may “utilize the Helical Flange in conjunction with the Products and Related

Systems Components in the Territories.” (D.I. 211-1 at 6 of 335). The focus of § 2.02(a) is thus

on the Helical Flange, not on the Products.

14 The fact that the *711 and *932 patents issued before the 2014 Agreement was finalized but are
not mentioned in the 2014 Agreement is some evidence that products practicing those patents are
not within the scope of any license granted to Defendant, but I do not think it is dispositive of the
matter.
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I dis: ee with Defendant that the Helical Flange definition covers any patent that
incorporates the 689 patent by reference. The plain language of “related intellectual property
invented and owned by the Jackson Group” indicates that “related” technology is technology that
is related to the subject matter at issue, which is “the proprietary helically wound mating and
interlocking structures . . . utilized as the means by which closure tops engage polyaxial screws
and other spinal implants, instead of threads.” (Id. at 4 of 335). Mere incorporation by reference
of the *689 patent is insufficient to bring an otherwise non-Helical-Flange patent within the
scope of the Helical Flange definition.

I disagree with Plaintiff, however, that parts of the 689 patent may fall outside the scope
of the Helical Flange definition in § 1.07. The plain language of the 2014 Agreement suggests
that any technology claimed or disclosed in the 689 patent falls within the scope of the Helical
Flange definition. Section 1.07 states that the Helical Flange includes “the proprietary elements
claimed or disclosed in U.S. Patent No. 6,726,689, and any continuations, patent applications,
substitutions, amendments, extensions, reexaminations, continuations-in-part, divisions, reissues,
additional and counterparts thereto . . ..” (Id.). The disclosures in the 689 patent are thus
within the scope of a Helical Flange. The 2014 Agreement does not indicate that any parts of the
’689 patent are excluded from the Helical Flange definition. Plaintiff’s contrary arguments are
unpersuasive.'’

The language in § 2.02(a) suggests that in order to use Products in their entirety,
additional license grants are needed beyond § 2.02(a) alone, as § 2.02(a) only grants a license to

the Helical Flange technology. I therefore conclude that § 2.02(a) does not grant Defendant a

15T am also unpersuaded by Plaintiff’s argument that Defendant’s interpretation would nullify
language in § 1.11 (or, as I believe Plaintiff meant, § 1.10), as those sections set forth definitions
instead of granting any rights.
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license to use the accused products if those products feature both the Helical Flange technology
and other technology that Plaintiff has patented but has not separately licensed to Defendant.
Thus, if an accused product uses Helical Flange technology but also uses other technology that
Plaintiff has patented, Defendant needs a license to that other technology to use the entire
product. Defendant cannot rely on § 2.02(a) to avoid liability if its products feature patented
technology other than the Helical Flange.

On the other hand, I disagree with Plaintiff that polyaxial screws that do not meet the
definition of “Polyaxial Screw” fall outside the scope of “Products” in the 2014 Agreement. The
definition of “Products” states, “‘Products’ shall mean the Polyaxial Screw, and any other
NuVasive spinal implant on which uses the Helical Flange.” (/d. at 5 of 335). The plain
language of this section does not suggest that “any other NuVasive spinal implant on which uses
the Helical Flange” cannot include polyaxial screws. The language merely suggests that the
defined term “Polyaxial Screw” is different than “any other NuVasive spinal implant on which
uses the Helical Flange.” If a polyaxial screw that uses the Helical Flange does not meet the

16

definition of “Polyaxial Screw,”"® it may still qualify as “any other NuVasive spinal implant on

which uses the Helical Flange.” I do not think the 2014 Agreement supports Plaintiff’s position.

16 “polyaxial Screw” in § 1.15 corresponds to “Polyaxial Screw IP” as defined in § 1.14. In the
2008 Agreement, what is now “Polyaxial Screw IP” was then simply “Polyaxial Screw.” (See
generally D.1. 215-1 at 238-70 of 347). Evidently, not all the references to “Polyaxial Screw”
were changed to conform with the change to the defined term. .ue parties agreed at oral
argument that the two terms meant the same thing. (Hearing Tr. at 53:2—14). The definition
states,

“Polyaxial Screw IP” shall mean the specific proprietary bottom loaded spherical
capture polyaxial pedicle screw (including the head, shank and capture pieces)
developed by the Jackson Group and claimed or disclosed in U.S. Patent
Application No. 11/126,965 (with or without the use of the Helical Flange) and
any continuations, patent applications, substitutions, amendments, extensions,
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I further disagree with Plaintiff that the license to use BOT Implants cannot provide any
rights to Defendant. The BOT Implants license grant and the BOT Implants definition are
structured differently than the grant and definition for the Helical Flange. The BOT Implants
grant provides a license “to manufacture, have manufactured, use, sell, offer for sale, import and
otherwise distribute BOT Implants.” (/d. at 6 of 335). This grant, unlike the Helical Flange
grant, does not mention Products. The BOT Implants definition in § 1.03, however, states, “For
the purposes of this Agreement, ‘BOT Implants’ shall mean Products utilizing the above
described break-off tabs and which utilize a Helical Flange.” (/d. at 3 of 335). Read together, §§
1.03 and 2.02(b) plainly indicate that Plaintiff granted Defendant a license to use Products that
utilize a Helical Flange and otherwise meet the definition of a BOT Implant. Contrary to
Plaintiff’s contention, the BOT Implants grant extends beyond the “functional features or
elements” that make a product a BOT Implant. The BOT Implants grant is thus broader than the
Helical Flange grant.

On the present record, I cannot determine which of Defendant’s accused products meet
the definition of BOT Implants as set forth in § 1.03. I conclude, however, that the 2014
Agreement grants Defendant a license to manufacture, sell, use, offer for sale, import, and
otherwise distribute any products that both satisfy the BOT Implants definition in § 1.03 and the
Products definition in § 1.15. Thus, if a product is a Polyaxial Screw which uses the Helical

Flange and utilizes the relevant break-off tabs, or is a spinal implant which uses the Helical

reexaminations, continuations-in-part, divisions, reissues, additions and
counterparts thereto.

(D.I.211-1 at 5 of 335). At oral argument, the parties advised that “bottom loaded” had some
significance because a screw can also be “top loaded.” (Hearing Tr. at 28:3-31:6, 92:17-93:17).
I believe there are both kinds of screws at issue in this case.
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Flange and utilizes the relevant break-off tabs, it is licensed pursuant to § 2.02(b). If any accused
products do not meet these definitions, Defendant cannot rely on § 2.02(b) to avoid liability.
B. Covenant Not to Sue

Defendant contends that Plaintiff, through § 2.03 of the 2014 Agreement, covenanted not
to sue on the asserted patents. (D.I. 210 at 27-28). Defendant separately contends that Plaintiff
has violated his covenant not to assert claims against Defendant for infringement of “Top Notch
[P.” (D.I. 239 at 12-13).

Plaintiff, on the other hand, argues the covenant not to sue does not immunize Defendant
from the present suit. (D.I. 237 at 13—14; see also D.I. 207 at 20). Plaintiff contends the
covenant only potentially applies if the asserted patents are within the scope of § 2.03. (D.I. 237
at 13-14; see also D.1. 207 at 21). Plaintiff argues, however, that the covenant does not apply
because Defendant is not licensed to practice any of the asserted patents through the Helical
Flange grant, and the Helical Flange grant is the only one on which Defendant relies. (D.I. 237
at 14).17

I am unpersuaded by Defendant’s argument about Top Notch IP. I previously concluded
that the asserted patents “do not fall within the scope of ‘Top Notch IP.”” (D.I. 36 at 7). I see no
reason to revisit that conclusion. Plaintiff’s infringement allegations are thus unrelated to
whether the accused products contain Top Notch IP. If Defendant does not otherwise have a

license to practice the entirety of an accused product, Plaintiff is not prohibited by § 2.03 from

17 Defendant argues that under Plaintiff’s interpretation of the covenant not to sue, § 2.03 of the
2014 Agreement “would be completely unnecessary.” (D.I. 248 at 5). [ do not think this is right.
Section 2.03 covers “indirect or direct customers,” which is not a category that is expressly
mentioned elsewhere in the agreement.
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st * 7 :fendant for infringing a non-Top-Notch-IP patent even if Defendant had a license to the
Top Notch IP portion of the accused product.

I think the covenant not to sue only applies if the entirety of an accused product falls
within the scope of “BOT Implants.” Section 2.03 states, “The Jackson Group hereby
unconditionally covenants and agrees that it will not take any action or assert against NuVasive .
..thatthe . .. use ... of any NuVasive product . . . infringes any the Jackson Group’s rights in
and to the . . . BOT Implants . ...” (D.I. 211-1 at 6 of 335). This language shows that Plaintiff
cannot sue Defendant for infringement if Defendant is merely practicing its license for BOT
Implants.

Because I cannot determine which of Defendant’s accused products meet the definition of
BOT Implants, I similarly cannot determine whether Plaintiff has violated the covenant not to
sue.

C. Section 3.03

Defendant argues that § 3.03(a) of the 2014 Agreement precludes Plaintiff from
recovering any additional royalty payments. (D.I. 210 at 24). Defendant contends, “[T]he 2014
Agreement reflects the parties’ clear intent that the $30 million buyout payment was to be the
last payment from NuVasive to Dr. Jackson.” (/d. at 26). Defendant relies on § 7.01 of the 2014
Agreement as additional support, arguing, “[T]he parties agreed that NuVasive would have no
‘other financial obligations’ to Dr. Jackson for so long as NuVasive continues to sell ‘the
Polyaxial Screw, and any other NuVasive spinal implant on which uses the Helical Flange.””
(Id. (quoting D.I. 211-1 at 5 of 335 (§ 1.15))).

Plaintiff argues that § 3.03 of the 2014 Agreement does not release Defendant from

liability. (D.I. 237 at 9). Plaintiff contends that Defendant cannot even advance a release
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defense at this stage, as Rule 8 of the Federal Rules of Civil Procedure required Defendant to
plead that defense in its responsive pleading. (Id.). Plaintiff argues that Defendant did not raise
a release defense until its summary judgment motion. (/d.). Plaintiff also contends that only the
second sentence of § 3.03 provides for a release, but that Defendant secks a release on the basis
of the acknowledgment portion of § 3.03 (the first sentence). (/d. at 9-10).

Plaintiff argues that Defendant’s position is incorrect because: (1) § 3.03(a) “lacks the
‘clear, concise and unequivocal’ language covering . . . [Defendant’s] patent infringement”; (2) §
6.05, which defines “Damages,” better reflects the parties’ intent than § 7.01, which Defendant
relies on, and the parties would have used the term “Damages” in § 3.03(a) if Defendant were
correct; and (3) § 3.03(a), like subsections (b) and (c), is limited to the 2008 Agreement. (/d. at
10~11 (citations omitted)).'®

Defendant agrees with Plaintiff that only the second sentence of § 3.03 provides for a
release but argues that it has not relied on that language or even used the word “release.” (D.I.
248 at 2-3). Defendant contends that the acknowledgment portion of § 3.03 “is entirely
consistent with [Defendant’s] position that the global royal[ty] buyout was intended to provide
complete freedom to operate with respect to the licensed spinal implant products such that
NuVasive would be ‘FOREVER FREE FROM JACKSON?” after making one final upfront
payment of $30 million.” (D.I. 248 at 2). Defendant argues that Plaintiff’s reliance on § 6.05 is
flawed because the indemnification language “relates to third-party claims that may be brought
against [Plaintiff].” (Id. at 3).

I disagree with Defendant that § 3.03(a) precludes Plaintiff from recovering any

additional payments. Because the license grants in the 2014 Agreement are not as broad as

18 Defendant contends that § 3.03(a) is broader in scope than the rest of § 3.03. (D.1. 248 at 4).
18



Defend “conten” I do not think that the language in § 3.03(a) shows the parties intended for
Defendant to be “forever free” from Plaintiff. I think the plain language of § 3.03 suggests that
the parties intended Defendant to be free from “all other financial obligations” that are
coextensive with the license grants in § 2.02. I thus conclude that § 3.03 does not preclude
Plaintiff from recovering damages in the event that Defendant does not have a license and has
infringed the asserted patents.

IV.  CONCLUSION

For the foregoing reasons, Plaintiff’s motion for partial summary judgment is GRANTED
IN PART and DENIED IN PART. Defendant’s motion for summary judgment is DENIED IN
PART.

Plaintiff’s motion is GRANTED with respect to Defendant’s license defense for the
Helical Flange grant in § 2.02(a) of the 2014 Agreement. Plaintiff’s motion is DENIED with
respect to Defendant’s license defense for the BOT Implants grant in § 2.02(b) of the 2014
Agreement.

Defendant’s motion is DENIED with respect to its license defense for the Helical Flange
grant in § 2.02(a) of the 2014 Agreement. Defendant’s motion is also DENIED with respect to
its covenant not to sue argument and with respect to the argument that § 3.03 of the 2014
Agreement precludes Plaintiff from recovering additional royalty payments.

An appropriate order will issue.
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ROGER P. JACKSON, M.D.,
Plaintiff,

Civil Action No. 21-53-RGA

V.

NUVASIVE, INC.,

Defendant.

ORDER

For the reasons stated in the accompanying Memorandum Opinion, IT IS HEREBY
ORDERED that Plaintiff’s motion for partial summary judgment (D.I. 205) is GRANTED IN
PART and DENIED IN PART. Defendant’s motion for summary judgment (D.I. 209) is
DENIED IN PART.

Plaintift’s motion is GRANTED with respect to Defendant’s license defense for the
Helical Flange grant in § 2.02(a) of the 2014 Agreement. Plaintiff’s motion is DENIED with
respect to Defendant’s license defense for the BOT Implants grant in § 2.02(b) of the 2014
Agreement.

Defendant’s motion is DENIED with respect to its license defense for the Helical Flange
grant in § 2.02(a) of the 2014 Agreement. Defendant’s motion is also DENIED with respect to
its covenant not to sue argument and with respect to the argument that § 3.03 of the 2014
Agreement precludes Plaintiff from recovering additional royalty payments.

The parties are DIRECTED to submit a joint status report by June 7, 2024, advising

whether this Order in light of the accompanying Memorandum Opinion has any impact (a) on



any of the other issues presently before the Court and (b) results in any of the accused products
being licensed.
IT IS SO ORDERED.

Entered this y of May, 2024



