FOR THE DISTRICT OF DELAWARE

JAZZ PHARMACEUTICALS, INC,,

Plaintiff,
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AV/. . S PHARMACEUT. ALS, REDACTED - PUBLIC VERSION
LLC,
Defendant.
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to strike portions of Avadel’s Interrogatory Response discussing Avadel’s enablement defense as
to the Sustained Release Patents.

Second, Jazz seeks to strike Avadel’s assertions related to a “new” written description
defense, arguing Avadel inappropriately relies “on Jazz documents produced in October 2021 to

invalidate the *079 patent. D.I. 176 at 2. In its Interrogatory Response, Avadel states, | |Gz

|
I DI 176-1, Ex. A at 45. This argument finds

support in Avadel’s Final Invalidity Contentions, which also questioned whether the inventors
possessed a formulation permitting once-daily dosing: “a POSA would not have believed that the
inventors were in possession of any controlled release component that could be administered as a
single daily dose absent some disclosure of a means of achieving once-nightly dosing or data
demonstrating the inventors had achieved once-daily dosing with a particular controlled release
component.” D.I. 189-1, Ex. A at 244; see also id. (“Given the foregoing, a POSA would need
data to believe that the inventors were in possession of a controlled release portion that would
permit single daily dosing.”). While Jazz maintains that Avadel’s contention is “much different”
than Avadel’s Interrogatory Response, both speak to whether the inventors possessed or developed
a formulation that would allow once-nightly dosing. Thus, the Court denies Jazz’s motion to strike
portions of Avadel’s Interrogatory Response discussing Avadel’s written description defense as to
the *079 patent.

Third, Jazz seeks to strike Avadel’s assertions related to “new enablement arguments

against the *079 and ’782 patents®” that “rely[] upon Jazz’s documents produced in October 2021.”

4« (079 Patent” refers to U.S. Patent No. 11,077,079.

5 «»782 Patent” refers to U.S. Patent No. 11,147,782.



I 176 at Wl 1 c Avac ’s Int it )0 with its ..nal In idity
Contentions, Avadel’s basis for this enablement defense changed. Avadel’s Interrogatory
Re | mseargu forlack of enablement based on resinate forms, explaining that, “The *079 patent
fails to enable the claimed method because resinate forms of GHB are inoperable,” D.I. 176-1, Ex.
A at 53; see also id. at 73 (“The *782 patent fails to enable the full scope of the claimed invention
| :a resinate forms are inoperable.”). However, in its Final Invalidity Contentions, Avadel
argued lack of enablement based on “not GHB-resinate forms.”® See D.I. 189-1, Ex. A at 238-39;
264 (contending the *079 and 782 patents fail for lack of enablement because “the specification’s
disclosure of [a controlled release component in the *079 patent and modified release particles in
the *782 patent] is limited to GHB-resinate forms . . . It would require undue experimentation to
make and use controlled release components that are not GHB-resinate forms, || GcNzNzNNE
I 1hus, Avadel’s Interrogatory
3 Wb its 1ab th

Avadel argues that its Final Invalidity Contentions put Jazz on notice that Avadel would
rely on Jazz’s documents to prove non-enablement and, as a result, Avadel’s use of those
documents in its Interrogatory Response was not a surprise. Tr. 11:15-25; see also D.I. 189-1 at
264 (arguing lack of enablement ||| GGG
B © <o so. those statements do not excuse Avadel from changing the basis of its
non-enablement theory from non-resinate forms to resinate forms via an Interrogatory Response

served after final contentions were due.

6 Avadel’s letter opposing Jazz’s motion to strike does not dispute that its contentions are
directed to “not GBH-resinate forms.” D.I. 189 at 2.
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)y than two (2) ic tify  the suppl ‘ntal discovery it seeks to obtain
pursuant to the Court’s Order and identify any dates ~ the Scheduli Orc for
which J. I adjustment. Avac  shall file a responsive letter of no more than

two  pi no later than December 19, 2022.

2. Because the Memorandum Order is filed under seal, the parties shall meet and confer and,
no later than December 14, 2(™" submit a joint proposed re * :ted versic Inthe abs e
of a timely request compliant with applicable standards. the Ciourt will nneeal the entire

Order.
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