IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

SCALE BIOSCIENCES, INC. and )
ROCHE SEQUENCING SOLUTIONS, )
INC., )
)

Plaintiffs, )

)

V. ) Civil Action No. 22-1597-CJB

)

PARSE BIOSCIENCES, INC., )
)

Defendant. )

)

MEMORANDUM ORDER

The Court, having reviewed Defendant Parse Biosciences, Inc.’s (“Parse”) motion in
limine #2 (“Motion”) and the briefing related thereto, (D.I. 582, ex. 18), hereby addresses Parse’s
request therein to preclude Plaintiff Scale Biosciences, Inc. (“Scale”) “from introducing
evidence, opinions, and arguments related to Parse’s patent counterclaims, including the Court’s
summary judgment rulings on non-infringement and invalidity” of the three Parse patents
previously asserted in this litigation, (id., at Opening Brief at 1). The Motion is GRANTED-IN-
PART and DENIED-IN-PART in the manner and for the reasons set out herein:

(1) Specifically at issue here is whether Scale may introduce
evidence and argument at trial regarding the invalidity of the
three patents Parse and the University of Washington (“UW”)
had asserted against it (the “Parse patents”) and the
counterclaims related thereto. (Id.)! As an initial matter and as
noted by the Court during the Pretrial Conference, to the extent
that Parse is concerned with the jury being told that (a) Parse
had pursued various counterclaims against Scale in this case

! In its Memorandum Opinion dated June 17, 2026, the Court granted one of

Scale’s motions for summary judgment invalidating all three of the asserted Parse patents. (D.I
547) As aresult of that decision, Parse’s patent infringement counterclaims are no longer live
for purposes of the upcoming trial. (See, e.g., D.I. 580 at 4 n.1)



that are no longer live; or (b) that it was the Court’s prior pre-
trial opinions that invalidated the Parse patents and found that
Scale did not infringe them; or (c) that there are particular
portions of the Court’s invalidity or non-infringement decisions
where the Court wrote this or that—the Motion is GRANTED,
and the parties shall not make any reference to that type of
information in front of the jury. See, e.g., Sunoco Partners
Mktg. & Terminals L.P. v. Powder Springs Logistics, LLC,
C.A. No. 17-1390-LPS, 2021 WL 5275780, at *2 (D. Del. Nov.
10, 2021). During oral argument, the parties seemed to be in
agreement that this type of evidence and argument would be
unduly prejudicial pursuant to Fed. R. Evid. 403, (see D.I. 582,
ex. 18, at Opening Brief at 1-2 (citing cases); id., ex. 15, at
Answering Brief at 1-2 (Scale, making a similar argument in
connection with a different motion in limine)), and the Court
agrees.

(2) But to the extent that Scale intends to raise the fact that the
Parse patents have been invalidated (i.e., without making any
reference to the fact that this is the case because of the Court’s
prior decisions), Parse’s request is DENIED. As to relevance
and Fed. R. Evid. 401, it is Parse who (it appears) will put the
relevance of the Parse patents front and center in the case, via
the anticipated testimony of its damages expert, Dr. DeForest
McDuff. That’s because Dr. McDuff plans to offer opinions
about the effect of a 2019 license between Parse’s predecessor
and UW (the “UW license”) as part of his reasonable royalty
analysis. (/d., ex. 18, at Answering Brief at 1) According to
Dr. McDuff, the applications that led to the Parse patents were
“central” to the UW license and “contribute[d] the majority of
the value of the licensed intellectual property in the agreement
from a technical perspective[.]” (/d., ex. B3 at 9 113(d)) And
Dr. McDuff’s reasonable royalty analysis relied, in part, on the
UW license to arrive at a royalty rate of 3%. (/d. at Y 114-15)
In response, Scale intends to show that the importance of the
Parse patents to the UW license—and the fact that all three of
those patents have since been invalidated—suggests that the
royalty rate here for Parse’s alleged use of the asserted Scale
patents (which are presumed to be valid and infringed for
purposes of the hypothetical negotiation) should be higher than
the 3% rate used in the UW license. (/d., at Answering Brief at
1; id., ex. B5 at 49 62, 64) Thus, based on the arguments
before it, the Court cannot agree that the invalidity of the Parse
patents is irrelevant; if Parse intends to elicit Dr. McDuff’s
opinions about the UW license at trial, then Scale should be
permitted to articulate what has been described above during



cross-examination. (/d., at Answering Brief at 3 (“Parse must
choose to either avoid these topics or accept the consequences
of opening the door.”))

(3) The Court turns to Parse’s arguments regarding Fed. R. Evid.
403. Most, if not all, of Parse’s concerns with jury confusion
and prejudice—at least those set out in its opening brief—are
taken off the table due to the fact that the parties will not be
permitted to tell the jury that it was the Court who invalidated
Parse’s patents or that Parse had previously raised
counterclaims related thereto in this case. (See id., at Opening
Brief at 1-2)

(4) To the extent that during argument at the Pretrial Conference,
Scale argued that reference to the invalidity of the Parse patents
would also be relevant to rebut arguments from Parse at trial
that Parse is an “innovator,” the Court DEFERS ruling on that
issue (one that was not really discussed in the parties’ briefing).
It will be better for the Court to address that question after
getting a sense of the context in which Parse makes such
arguments (if it does) at trial.

(5) Finally, the Court understands Parse to be raising a separate
challenge to the admissibility of evidence regarding the
invalidity of the Parse patents: i.e., one predicated on Scale’s
purported misapplication of the Book of Wisdom (since the
Parse patents were invalidated well after the date of the
hypothetical negotiation). (/d., at Opening Brief at 3; id., at
Reply Brief at 1) Parse didn’t really put its Book of Wisdom-
related arguments front and center as to this Motion, (id.), so
the Court will not take them up here, other than to say that it
certainly seems possible for evidence of this type to be deemed
useful to the reasonable royalty calculus pursuant to the Book
of Wisdom. See, e.g., Trs. of Univ. of Pennsylvania v. Eli Lilly
& Co., Civ. No. 15-6133, 2022 WL 3973276, at *16-18 (E.D.
Pa. Jan. 14, 2022). The Court will take up that issue in
connection with other remaining pending motions. (D.I. 571;
D.I. 573; D.I. 590)

Because this Memorandum Order may contain confidential information, it has been
released under seal, pending review by the parties to allow them to submit a single, jointly
proposed, redacted version (if necessary) of the Memorandum Order. Any such redacted version

shall be submitted no later than September 28, 2026 for review by the Court. (See D.I. 596 at 3)



It should be accompanied by a motion for redaction that shows that there is good cause for the
redactions and that disclosure will work a clearly defined and serious injury to the party seeking
closure. In re Avandia Mktg., Sales Pracs. & Prods. Liab. Litig., 924 F.3d 662, 671 (3d Cir.
2019). The Court will subsequently issue a publicly-available version of its Memorandum
Order.

Dated: August 12, 2026

C)@WMQ Brnfa

Christoph’/er J. Burke
UNITED STATES MAGISTRATE JUDGE



