
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

 
SCALE BIOSCIENCES, INC. and  ) 
ROCHE SEQUENCING SOLUTIONS,  ) 
INC.,      ) 
      ) 
  Plaintiffs,   ) 
      ) 
 v.     )   Civil Action No. 22-1597-CJB 
      )  
PARSE BIOSCIENCES, INC.,  ) 
       ) 

Defendant.   ) 
      ) 
 
 

MEMORANDUM ORDER 
 

The Court, having reviewed Plaintiffs Scale Biosciences, Inc., and Roche Sequencing 

Solutions, Inc.’s (collectively, “Scale” or “Plaintiffs”) motion in limine #2 (“Motion”) and the 

briefing related thereto, (D.I. 582, ex. 15), hereby addresses Scale’s request therein “to preclude 

all evidence, testimony, or argument at trial concerning Plaintiffs’ previously invalidated patent, 

U.S. Patent No. 11,634,752 (the ‘’752 Patent’).”  (Id. at Opening Brief at 1)  The Motion is 

GRANTED-IN-PART and DENIED-IN-PART in the manner and for the reasons set out herein:  

(1) Plaintiffs specifically request that “the Court enter an order 
precluding all parties, counsel, and witnesses from mentioning, 
referencing, or introducing evidence or argument concerning 
(a) the ’752 Patent, (b) the Court’s summary judgment order 
invalidating the ’752 Patent,[1] or (c) any proceedings or 
rulings related to the ’752 Patent.”  (Id. at Opening Brief at 3)  
As an initial matter and as noted by the Court during the 
Pretrial Conference, to the extent that Scale is concerned with 
the jury being told that (a) Scale asserted the ’752 Patent 
against Parse in this case prior to its invalidation; or (b) it was 

 
1  In its Memorandum Opinion dated October 8, 2025, the Court granted one of 

Defendant Parse Biosciences, Inc.’s (“Parse’s”) motions for summary judgment, finding the ’752 
Patent invalid for lack of enablement and written description.  (D.I. 466; D.I. 467; see also D.I. 
552) 
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the Court’s prior pre-trial opinions that invalidated the Scale’s 
patent; or (c) there are particular portions of the Court’s 
invalidity decisions where the Court wrote this or that—the 
Motion is GRANTED, and the parties shall not make any 
reference to that type of information in front of the jury.  See, 
e.g., Sunoco Partners Mktg. & Terminals L.P. v. Powder 
Springs Logistics, LLC, C.A. No. 17-1390-LPS, 2021 WL 
5275780, at *2 (D. Del. Nov. 10, 2021).  During oral argument, 
the parties seemed to be in agreement that this type of evidence 
and argument would be unfairly prejudicial pursuant to Fed. R. 
Evid. 403, (see D.I. 582, ex. 15 at Opening Brief at 2-3 (citing 
cases); id., ex. 18 at Opening Brief at 1-2 (Parse, making a 
similar argument in connection with a different motion in 
limine)), and the Court agrees. 
 

(2) But to the extent that Scale seeks to preclude Parse from 
mentioning that the ’752 Patent has been invalidated (i.e., 
without making any reference to the fact that this is so because 
of the Court’s prior decisions), Scale’s request is DENIED.   

 
(3) Scale argues that, pursuant to Fed. R. Evid. 401, the now-

invalid ’752 Patent is irrelevant to any live trial issue.  (Id., ex. 
15 at Opening Brief at 1)  But the ’752 Patent is undisputedly 
one of the four “foundational [Scale] patents that were 
instrumental to the Roche Agreement,” (id. at Answering Brief 
at 1; see also id., ex. 1 at ¶ 214), which Scale seeks to 
introduce as the foundation for the reasonable royalty analysis 
of Drew D. Mooney, its damages expert. 

 
(4) Additionally, as Parse noted in its Answering Brief, at one 

point in his rebuttal expert report, Mr. Mooney seemed to 
“single[] out the ’752 Patent as more valuable than the rest . . .” 
as part of his analysis.  (Id. at Answering Brief at 1; id., ex. 2 at 
¶ 109 (noting that the four then-asserted Scale patents included 
not just three patents with asserted method claims, but also the 
’752 Patent, which “recites product claims[,]” and stating his 
opinion that “[the] diversity of types of claims (i.e., product 
and method as opposed to just method) confers additional 
value on the Asserted ScaleBio Patent portfolio over the 
Asserted Parse Patent portfolio [which included only method 
claims]”))  Perhaps tellingly, Scale did not address this point in 
its reply brief here.   

 
(5) So as it stands, the fact that the ’752 Patent—a key (perhaps 

uniquely so) patent with regard to Scale’s damages case—was 
subsequently invalidated seems as if it would be relevant to the 
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jury’s assessment of a hypothetical negotiation between the 
parties.  For the reasons that Parse suggests, that issue is a fair 
topic for cross examination.  

 
(6) The Court then turns to Scale’s arguments regarding Fed. R. 

Evid. 403.  For the same reasons as stated in denying-in-part 
Parse’s motion in limine #2, (D.I. 611), concerns regarding jury 
confusion or unfair prejudice are less potent here, in that the 
parties will not be permitted to tell the jury that it was the 
Court who invalidated Scale’s patent.  (See id. at 3)  The Court 
acknowledges that Scale is a bit differently positioned on the 
potential risk of prejudice than Parse was in its parallel motion, 
(D.I. 582, ex. 18), in that, as the case stands, the jury will be 
assessing the validity of three other related Scale patents.  
There is some valid concern that, in light of this, the jury might 
let the fact that the ’752 Patent was invalidated wrongly color 
its decision-making process as to the validity of the three 
currently-asserted Scale patents.  (See id., ex. 15 at Opening 
Brief at 1-2 (citing ICU Med., Inc. v. RyMed Techs., Inc., 752 
F. Supp. 2d 486, 490 (D. Del. 2010) & IOENGINE, LLC v. 
PayPal Holdings, Inc., 607 F. Supp. 3d 464, 503 (D. Del. 
2022), aff’d sub nom. Ingenico Inc. v. IOENGINE, LLC, 136 
F.4th 1354 (Fed. Cir. 2025))  That said, as was also discussed 
at the Pretrial Conference, such risk can be sufficiently 
mitigated, if necessary, by a limiting instruction provided to the 
jury as part of the Final Jury Instructions.  To the extent that 
Scale wishes to propose such a limiting instruction, it should 
meet and confer with Parse about that, and the parties should 
provide the Court with any proposed language for such an 
instruction prior to the prayer conference.   

 
Because this Memorandum Order may contain confidential information, it has been 

released under seal, pending review by the parties to allow them to submit a single, jointly 

proposed, redacted version (if necessary) of the Memorandum Order.  Any such redacted version 

shall be submitted no later than September 28, 2026 for review by the Court.  (See D.I. 596 at 3)  

It should be accompanied by a motion for redaction that shows that there is good cause for the 

redactions and that disclosure will work a clearly defined and serious injury to the party seeking 

closure.  In re Avandia Mktg., Sales Pracs. & Prods. Liab. Litig., 924 F.3d 662, 671 (3d Cir. 
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2019).  The Court will subsequently issue a publicly-available version of its Memorandum 

Order. 

 

Dated:  August 17, 2026 

       ____________________________________ 
       Christopher J. Burke 
       UNITED STATES MAGISTRATE JUDGE 
 


